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T H E C U R R E N T S ITUATION 

A D M I N I S T R A T I O N AT T H E J 

Π 
In November 1997, the Japanese 

Patent Office (JPO) organized 

seminars on the Community Trade 

Mark (CTM) system in Tokyo and Osaka where 

President Jean-Claude Combaldieu and Vice-

President Alexander v. Mühlendahl introduced the 

CTM system to Japan and expla ined its operat ion. 

At the same time, the Office for Harmonization in 

the Internal Market (Trade Marks and Designs) 

(OHIM) and the JPO agreed to enter into a 

Memorandum of Understanding (MOU), which 

concerns cooperat ion between the two offices. 

Since its off icial opening in 1996. the OHIM has 

been achieving remarkable results under the 

spotl ight of the whole world. The CTM system, a 

simple procedure which leads to a registration 

effective in al l the Member States of the European 

Union, is an advanced system even on a world 

level and Japanese appl icants will benefit greatly 

from using it. 

In the two seminars, which at t racted a large 

audience, the impressive speeches of President 

Combaldieu and Vice-President v. Mühlendahl 

ga ined the interest o f the audience. It is hoped the 

appl icat ions to the OHIM from Japan will increase 

dramatical ly in the future. 

The efforts up until now of the OHIM in preparing 

and implementing the computerization of trade 

mark examination procedures deserves attention 

and we think that we can learn a lot from these 

developments. 

The MOU was finally conc luded on 12 March 1998. It 

establishes the basis of cooperat ion between the 

OHIM and the JPO. It is certainly an honor for us 

that we can begin cooperat ing with periodic 

meetings, exchanges of staff, information 

exchange and the exchange of technology. 

The essence of the MOU is mutual understanding 

and cooperat ion. For a l l of you to understand the 

current situation of Japan, I will explain the recent 

developments concerning the Japanese trade 

mark system. 

Japan, in order to cope with the current 

global izat ion of economic activity, revised its Trade 

Mark Law in 1996 to join the Trade Mark Law Treaty, 

and in April 1997 the JPO put this revision into 

effect. 

C O N C E R N I N G T R A D E M A R K 

A P Á Ñ E S E P A T E N T O F F I C E 

During 1997 the number of t rade mark appl icat ions 

received by the JPO was about 133.000. The JPO. in 

order to secure a prompt and precise 

administration of such a huge number of 

examinations and tr ials/appeals, aims to shorten 

the "First Action" period for t rade mark appl icat ions 

(the period from the date of filing to the date of 

first noti f ication of reasons for refusal or decision 

of registration) to 12 months by the year 2000. In 

2005. it aims to realize its second initiative, "Real 

Time Operat ion", which involves the processing of 

appl icat ions more promptly and smoothly during 

an even shorter examination period. In order to 

achieve these objectives, the JPO will carry out the 

Trade Mark Paperless Plan, dea l with the increase 

in the examinat ion staff, and other policies. 

In respect of the Trade Mark Paperless Plan, we 

aim to realize an electronic appl icat ion system 

which will allow the fil ing of an appl icat ion from a 

personal computer, pursuing formality examination 

and substantive examination procedures. We are 

progressing with the development of this system 

with the aim of beginning its operation in January 

2000. 

In addi t ion, we prepare to offer a list of trade mark 

appl icat ions, registered trade marks and a list of 

well-known/famous trade marks using the Internet 

from July 1998. We also plan to issue the Trade 

Mark Gazette through an electronic medium by the 

year 2000. 

Moreover, the JPO is contributing to the WTO-TRIPS. 

WIPO and APEC discussions on the international 

harmonization of intel lectual property rights. The 

JPO is also studying the part icpation in the Madrid 

Protocol Relat ing to the Agreement Concerning the 

Internat ional Registration of Marks. 

It is expected that the cooperat ion between the 

OHIM and the JPO will not just contribute to the 

development of the trade mark systems of Europe 

and Japan but also contribute to the international 

harmonization of intel lectual property rights on a 

world-wide level. In order to achieve this, we think 

that it is important to bui ld a friendly relationship 

between the two offices. 
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PARTNERSHIPS A S PRDPRIETDRS DF COMMUNITY T R A D E M A R K S 

D 
The issue 

Since the Office has very often been 

consulted on the possibility for a 

partnership to be proprietor of a 

Community t rade mark (CTM). we f ind it 

necessary to give some information 

about this matter and explain why the 

Office has arrived at the position that a 

partnership can be proprietor of a CTM. 

Our analysis will be carried out by 

taking into account UK law. However, 

the findings can also be extended to 

partnerships establ ished under other 

common law jurisdictions, such as the 

laws of the States of the USA. or under 

Canadian, Australian and South African 

law, as the principles underlying 

partnerships are essentially the same 

in al l common law jurisdictions. 

Partnership defined 

Section 1 of the UK Partnership Act of 

1890, which also appl ies to Ireland by 

virtue of Article 73 of the 1922 Irish 

Constitution and Article 50(1) of the 1937 

Irish Constitution, defines a partnership 

as a "relation which subsists between 

persons carrying on a business in 

common with a view to profit". 

The legal basis: Articles 5 

and 3 CTMP 

Pursuant to Article 5(1)(a) of the 

Community Trade Mark Regulat ion 

(CTMR) "nationals of the Member 

States" who are "natural or legal 

persons, including authorities 

established under publ ic law, may be 

proprietors of Community t rade marks". 

This Article has to be read in 

conjunction with Article 3 CTMR which 

specifies that "For the purpose of 

implementing this Regulat ion, 

companies or firms and other legal 

bodies shall be regarded as legal 

persons if, under the terms of the law 

governing them, they have the 

capacity in their own name to have 

rights and obl igations of a l l kinds, to 

make contracts or accomplish other 

legal acts and to sue or be sued." 

According to Article 5 CTMR . a person 

who can be proprietor of a CTM, must 

be either a natural or a legal person. 

m 

Article 3 CTMR extends this capac i ty to 

certain entities ("companies", "firms", 

"other legal bodies") which, while they 

do not have legal personali ty in the 

strict sense, are to be regarded as 

legal persons. 

It is clear that a partnership is not a 

natural person or a legal person. Thus, 

partnerships do not fa l l under Article 5 

CTMR. The question therefore arises as 

to whether a partnership, as a 

"company", "firm" or "other legal body", 

can be regarded as a lega l person 

under Article 3 CTMR. A "company", 

'firm' or 'other legal body ' can be 

regarded as a lega l person if it has the 

capacity, in its own name, under the 

laws of the relevant State: 

- to have rights and obl igat ions of a l l 

kinds, 

- to make contracts or accompl ish other 

legal acts, and 

- to sue or be sued. 

Applying the criteria of Article 

3 CTMR to partnerships 

a) Partnerships are firms 

The English text of Article 3 CTMR refers 

to "companies or firms and other legal 

bodies". The French text (like the 

Italian. Spanish and German texts) 

simply refers to "les sociétés et les 

autres entités juridiques." The insertion 

of the word 'firm', in the English 

language version must, therefore, be 

construed as having some special 

meaning, designed to take into 

account the special characteristics of 

the law in English-speaking 

jurisdictions. 

It is evident that the insertion of the 

word "firm" is designed to take into 

account the specia l characteristics of 

partnership arrangements, particularly 

since, in English law. the word "firm" is 

synonymous with a partnership 

pursuant to Section 4 of the 

Partnership Act 1890: "Persons who 

have entered into a partnership with 

one another are for the purposes of 

this Act ca l led collectively a firm, and 

the name under which their business is 

carried on is cal led the firm-name". 

In any event the terms "company", 

"firm" and "other legal bodies" overlap 

to a large extent as they seek to cover 

the various entit ies ("legal bodes") 

establ ished under the laws of the 

countries of the world which have no 

legal personality in the strict sense. 

b) A partnership may make 

contracts or accomplish other 

legal acts in its own name 

Where a partnership subsists, any act 

carried out in the context of. and 

related to the business of the 

partnership, automatical ly binds the 

partnership and al l of its members. The 

power to bind the partnership as a 

collective is the distinguishing 

characteristic of a partnership. It is not 

necessary that the act in question is 

that of a member. The partnership will 

be bound in al l of the following 

instances: 

- Firstly, contracts may be made and 

other legal acts may be accompl ished 

in the firm-name. 

- Secondly, a contract made or other 

legal act. relating to the business of 

the firm, accompl ished by a partner is 

deemed to be an act of the firm and a l l 

of its partners. 

- Thirdly, a contract made or other 

legal act accompl ished is deemed to 

be that of the firm even where the act 

in question is of an authorized person 

other than a partner. 

c) A partnership may have 

rights and obligations of al l 

kinds in its own name 

The partnership has a l l the rights and 

obl igat ions incidental to the business 

of the kind carried on by it. They 

depend on the nature of the business 

carried on by the firm, the customs and 

usages of the business, and whether or 

not it is a trading partnership. The 

explicit references to "partnership 

property," "partnership assets." and 

"money belonging to the firm" in the 

Partnership Act, clearly demonstrate 

that these rights and obl igat ions exist 

in the name of the partnership. 

These rights and obl igat ions may also 

be exercised by. or against, a partner 



since partnership property is distinct 

from the property of its members, 

d) A partnership may sue or be sued in 

its own name 

Rule 1 of Order 81 of Rules of the 

Supreme Court provides that partners 

may sue or be sued in the name of the 

firm. Consequently an act ion may be 

brought in the name of the firm: 

- on any matter arising out of a 

contract in the name of the firm or 

binding on the firm. 

- for liabilit ies in tort, where the firm is 

l iable to make good the loss to third 

parties, and/or is l iable to the same 

extent as the partners. 

Given that partnership property is 

distinct from its members, a writ of 

execut ion may not be issued against 

any partnership property for a partner's 

separate judgment debt , except on a 

judgment against the firm. 

5. Conclusion 

Partnerships fa l l under Article 3 CTMR 

and may therefore be proprietors of 

CTMs. 
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CUMULATIVE SITUATION AT THE END OF MAY 1998 
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STATISTICS OF COMMUNITY T R A D E M A R K S , 

APPLICATIONS. B R E A K D O W N PER COUNTRY 
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Amongst which= 

UNITED STATES OF AMERICA [US] 20.508 

JAPAN DP] 2.137 

SWITZERLAND [CH] 1.419 

CANADA [CA] 818 

AUSTRALIA [AU] 551 

TAIWAN [TW] 311 

Statistics Relating to Community Trade Mark Applications 

1998 [up to 05.06.98] 
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"MERGER" OF RECEIPT A N D FILING DATE 

D 
Pursuant to Rule 5 of the Implementing 

Regulat ion (IR) the Off ice is ob l iged to 

issue a receipt for each Community 

t rade mark (CTM) appl icat ion received 

as soon as possible. Under current 

pract ice, such receipts are issued 

within five working days of the date of 

ac tua l receipt. 

Pursuant to Articles 26 and 36 of the 

Community Trade Mark Regulat ion 

(CTMR) and Rule 9 (1) IR the Office is 

further ob l iged to attr ibute a f i l ing date 

for a l l CTM appl icat ions which fulf i l the 

minimum requirements (request, 

representation of the mark, list of 

goods and services, indicat ion of 

appl icant , payment of the basic 

appl icat ion fee within a month from the 

date of receipt). Under present 

pract ice the Office issues such fi l ing 

date attr ibutions by separate letter 

addressed to the app l icant or his 

representative within two months from 

the date of f l i n g and , when the 

payment accompanies the appl icat ion, 

even before that t ime, usual ly within a 

few weeks. 

After having consul ted the international 

NOOs with whom the Office cooperates 

the Office has dec ided to "merge" 

these two operat ions: very soon, the 

receipt will also conta in a "provisional" 

f i l ing da te attr ibution in the fol lowing 

manner: 

• Where the minimum requirements for 

the attr ibution of a f i l ing date are met. 

the receipt issued by the Office within 

the first few days after the ac tua l f i l ing 

will state that the receipt da te is also 

the f i l ing da te under Article 27 (3) CTMR 

and Rule 9 (1) IR provided that the 

basic appl icat ion fee is paid within one 

month from the receipt da te . 

• Where the minimum requirements for 

the attr ibution of a f l i n g date are not 

met. the Office will cont inue to issue a 

receipt as was previously the case and 

will dea l with the fi l ing da te issue by a 

separate act ion. 

• The Off ce will debit current accounts 

in accordance with current practice, i.e. 

generally at the end of a period of one 

month after the date of f l i ng the 

appl icat ion unless the appl icant has 

requested an immediate debit. The 

appl icant or his representative will be 

informed of the debi t ing in the usual 

manner by receiving an account 

statement, whereas the Office will no 

longer send a separate fil ing date 

attribution letter. 

• When payments are made other than 

by debit ing a current account, i.e. by 

cheque or money transfer, the Office 

will cash the cheque or credit the 

account with the money received. As in 

the case of debit ing current accounts, 

the Office will not inform the appl icant 

or his representative of the timely 

payment and will no longer send a 

f l i ng date letter. 

• Where payment of the basic 

appl icat ion fee is not made in due 

time. i.e. within one month from the 

receipt o f the appl icat ion, the Office 

will inform the appl icant or his 

representative accordingly pursuant to 

the appl icable provisions of Rule 9 IR. 

The new practice will faci l i tate the task 

of appl icants or their representatives in 

handling applications. It will also 

facil i tate the tasks of the Office 

because in the overwhelming majority 

of cases no separate f l i n g date 

communication will be required, 

whereas of course the checking of 

whether the basic appl icat ion fee has 

been paid will cont inue to be 

necessary. 

The new Off ce pract ice will not de lay 

the issuing of receipts: rather, these will 

continue to be issued within five 

working days from receipt. 
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I Standard telephone number: 

+ 34 965 13 9 100 

I General Information telephone number: 

+ 34 965 139 243: + 34 965 139 272 

I General Information fax number: 

+ 34 965 139 173 

Explanations concerning the application form, 

questions concerning the registration 

procedure (priority, seniority, fees, etc.), CD-

ROM giving details of the CTM applications, 

request of documents/literature (leaflets, 

application forms including electronic filings, 

authorisations, opening of current accounts, 

reference guide to official texts, places where 

to buy the Official Journal of the Community. 

etc.). 

I Fax for CTM applications and any 

correspondence relating to such applications, 

as well as for all other proceedings relating to 

CTMs (opposition, appeal , request of certified 

copies, etc.): 

+ 34 965 131 344 

¡Telephone information concerning means of 

payment: + 34 965 139 340 

Opening of current accounts, bank transfers. 

payments by cheques, etc. 

I Telephone Information about representation: 

+ 34 965 139 117 

List of professional representatives, new 

entries, allocation of ID numbers, 

authorisations, etc. 

I Telephone information concerning 

publications: 

+ 34 965 139 102 

Information on OHIM's Official Journal, the 

Bulletin of CTM, etc. 

■ Telephone number of the Registry of the 

Board of Appeal : 

+ 34 965 139 399 

I WEB Site : Europa Server 

http://europa.eu.int/agencies/ohim/ohim.htm 
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