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buring the Yorking Party's second meeting, the cuestion whether the
future Community system of trade mork Law could inzorporate provisions
corresponding to those of Article 43 of the Luxembourg Patent Cenvention

wes discussed.

dnder Article 43(1) of tﬁ Lu<tmbburg Cenvention, a Community patent may
be Licensed for the whole or nart of the territories in which it is
effective, and licenccs may be ocxclusive or non= exclusive. Article 43(2)
of the Convention srovides that =n action for infringement of the patent
may be brought ageinst & licensce wie marlets e patented oroduct out-
side the territory for which his liconce was gronted. The (camission
delegation at the Luxembourg Conference expressed its strong disapproval
of article 43€2) . since it consigcred thet prohibiting m1rect imports
was a weasure having :quiVaLéht offect which is prohibited undor Article
50 ¢t sca and net justified under Article 36, The HMember Stztes did

not share this legsl opinton, ond stated that tho vérsion of Article 43

submitted to the Conference did not conflict with the case law of ths

Curcovan Court of Justica.

The Commission departments concerncd considor that for the following
reascens, an 3rticle corresponding to the orovisions of Article 43 of
the Luxcmbourg Conventicn should not be dncluded in those on the Com~

munity trode sark @

1. It would be unnocessary and oven inansropriste to adapt Article 24(1)
of the 1964 Preliminary draft to conform with Article 43(1) of the
Lusemboury Conventicn. it must o szid dmmediately that the wording

of the 1984 ProLiminary Lraft cdimits the nﬁ“s1b1t1ty that Llicences

“in respect of o Dommunity ty mark may bo granted for part only

of tho Common ¢ariet.
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Moroover, the giestion whether exclusive licences are admissible is
governed sclely by Article 85 ﬂf the EEC Treaty. However, the phrase
"a liconce mey be exclusive or non-cxctusive” mizht Lead te confusion,
sincs it coulsd be inferred from it that the Commission’s normel prac-
tice of holding thot exclusive Licences in nrinciple fall within the
scome of Art1 le &3(1) but are ekempi uncder Article ¢5(3) if the
conditions set out in that paragrash cre fulfilled, wes being called

into guestion.

At the Luxembourg Conference the Commission already stated that
Articlod3(2) of the Luxembours Convention iz incompatible with the
EEC Treaty. #owever, it recosnisew that in some cases, particutarly
in erder to protéct small and medium=sized undertakings, ticensars .
and Licensces aust be urotected against direct iaports from-other

Licensaocs by means of a ¢

n oregulation.  The main basis
or this cpinion was the foct that such protection may be essentia

in order to facilitate the trensior of new technical knowledge and to
promote investment intended for mraernisation.  However, the Commission
nut forward the vicw tiet such protection was ot necessary in all
cases, and that the srcovision of ceneral proteoction under patent law
ageinst dircct imports did net thorefore fell within the scope of

the oxceptions Loid down in article 36.

Therc aorz na2 similar intercsts in noec of nrotection in the field of
trade mork Law. tonsoquent ly, the probibition of direct exportations
by the licznsen cannot he justified. undor Article 36 of the EEC Treeaty.
In additien, Article 24 of the 1584 Prelimincey Draft provides cleer-
Ly that any torms in Licensing 2growvments pruﬁiding for territorial
Limits on the Licences shall bo of no gffoet in trade mark Law.

Article 11 & of the 3cnelux Trade Fark Llaow conteoins the same provision.

Furthermorc, tho introduction of a orovision similer to Article 43(2)

of the Luxeinboury Convention would conflict with the case law of the

not the case with the law

-
w

Eurcnean Court of Justice, uhercos tnis
relating to patents. In the dan case, the Court of Justice oic not

' K
3

have to decide the subject matter at issue here, but a gquestion of

of o
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far wider significance aonuly as fo whether Jdircct imuorts by the

vendor of @ natianal tr mark into the territory of the purchaser

of that mark worc dormissibic. Hog 4G of Spemen hed supplied branded

coffeoe under dts "Has" treode mark, to Luxembourg rotailers, cven though

-

an

-~

the proprictsr o the identical Benelux "Hag" trade mark wes a Bols

(}

undertaking which had no cenaaie, Llegal or finoncicl connection with
~F it

bag of Dromen end which had acquired the "Hag" trede merk ia conncection

with the confiscation aftor the Second Horld Har of the belgizn

© of Justice held that it

ty to orohibit the marketing
of & procyct in A Memor Stote by virtue of the existence of an iden=
tical mark having the same origin where the preducts had been law-

futly psrovides with the trade merk in ancther fdember Stato.

It is zosclutely clear Trom this judoment that the sale of & neticnal

trads mork is of no offect unter trade mark law, 1.2. neither the

e
of

aturchaser onor the vendor of 2 nati~nal trade mark can nrotect himself
against direct imaorts by the other. I eveid in cases where a trade
mark is assigned or ~thorwise transferred (g.g. in cases of attacament
or dis¢ossussiom)p dipoct imports cannot he arohibited under Commu~

he

nity lov, this must without Joult zauly = f-rtizrdi in cases

W
there is ne assignment of tne trade mark but merely the grant of o
Licence. Thers is no annarent reason why 2 Licensee should boe placed
in a stronger legel positicn then a proprietor who hos acguired 2
trede mark sursuant to an assignment.

A previsicn corresponding to Articie £3(¢) of the Luxembourg Convention
prohikiting Jircct imaorts woulo therefore eonst dtute an infringsment

r
~f Articls -30 ¢t sog - the SEC Treaty.



