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I. At the first meeting of the Working Party on the Community tradé mark, -
the question was raised whether the principle contained in the 1964
Preliminary Draft and-aLsc nut forward in the Commission Memorandum
whereby the Lommunity trzde mark could be apnlisd for and registered
only so as to be offective in all iember States should be retained.

The following argumonts were advanced in supnort of restricting the

territorial scope of the Community trade mark :

1. it would be difficult te acouire, or envorce righis arising under,
an EEC trade mark if tha proprictors of prior rights could, by
entering opposition, prevent the registration of an EEC trade mark
ar have zn already ragistered EEC trade mark declored veoid. A
solution which woutld allow the applicant for a2 trade mark to be
granted an- EEC trade mark, for example, only in respect of eight
Member Statcs woulld therofore be nreferable. A similar princisle
was Laid down in the Luxembourg Community Patent Convention, which
nrovided in Article 37 and Article 57(1)(f) that where z prior right
existed, the Community petent cauld dDe cdeclared void to the extent

that it encroacned on the ccope of that right.

2. The zhendonment of the "unitary character” princinle would be of
advantege also in bringing about the free movement of coods. If by
recson of e pricr existing national rignt, an anplicent could not
ohtain a Community trade mark, thaen third parties in other Member
States could apnly to have the trade mark registured as = national
trade mark. This could lead to more extensive dividing un of the
marbet than if the Community trade mark werz to be registerced to have

effect inm naort of the territory of the Community onty.

3. Further, such a case would give rise to conciliation proceedings as
registratian. of a Community itrade mark would not be refused where

oppasition thorato Was based on a oricr existing national trade mark.

II. The following reasons are advanced in favour of tho "unitary character"

Arinciple :
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It is not at all certain that if the unitary character is maintained,

irremovablc ohstacles are thercby placed in the way of chtaining a

~Community trade mark. -It.-mizht well be that by means of the intro-

duction of a user reJuirement, and an acsessment of the actual need
for protection taking into consideration. the danger of confusion of
trade marks and goeds, as well as having regard to the tasks of the
proposed concilieticn board, the registration of a Community trade

mark will in many cascs be made possible.

The attractivenass of the Community trade mark would be jeopardized
if in numercus cascs Community tradz marks were to be ceormitted to ke
effective only in part of the common market. It would bo doubtful if
the Community trade merk would still present substaentizl advantages
over a trade mark reyistercd internationally under the Macrid Trade
Marks Ajgrecment or the Trade Mark Registration Troaty if, whenever
arior rights existed, the Community trode mark remained inoffoctive
to the extaent that it encroach2d on the scope of those rights.

Abandoning the "unitary character” principle would alsc mean abandening
one of the main cbjectives of the Memorandum, namely that merce and
more trade marks having effect in all dember States should be in the
hands of one individual. Rather would it mean that situations in which
identical or ¢imilar trade marks not having the same origin are cuwned

by cdifferent nersons would be perpetuated.

Such a soluticn would have an oextremely detrimental effect cn the frec
movemunt of goods. The peoint of creating a Community trace mark is
precisely to avoid such situaticns of conflict. kestricting the
territorial scope of the Community trade mark would meke it considerably
less attractive for an applicant secking Community tradz mark protecticn
to attempt to reach a scttlement with the proprietor of the nrior right.
The sclution envisaged under the 1944 Preliminary Draft nlaces the apntli-
cant under much greater compulsion to come to an amicable arrangement,
since otherwise he would not obtain & Community trade merk at all. If
the "unitary character” principle were to be abandoned, the anplicant
would not run such a risk, as he would be assured oF chtzining trade

mark crotection, if only in respect of part of the common narket.

of o
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5. The judgment of the Court of Jdustice in the Terrgpin-Terranova case
is based exoresslty nn the nroposition that exceptions to thz principle
of the free movement »f ncods erc accentable only in roespect of Commu-
nity Law as it stands 2t present. A satisfactory solution with regard
t~ the free movement of qoods must therefore be found when creating
the Community trode mark and carrying out the corresponding approxi-
maticn of naticnal Laws. This imeans .that situations where a national
trade mark and an identical or similer {cmmunity trade mark owned by
differeont ocrsons exist simultaneously must be avnided. Thus, if a
Community trade mark were for exam~le gronted only in respect of eight
Member Stetes because a prior richt existed in the ninth, 2 provision
whereby the arenostd conciliation Loard wos competent to act would
have to be lajltlown as a minimum arecaution for ensuring the free
movement of goods. It cannot therefore b2 argued that the conciliation
beard would bz superfluous if the "uaitary character” nrinciple uere

to be sbandonod.

8. A soluticn to the nroblen of reconciling the pretection of trade mark
rights with the>principte of the frez movement of gocds will haordly
be possible §f in 2ddition ts & wide gap in the area of effectiveness
of the Community trade mark nctional territoriality were to be main-
taineld. Such a solution wouid be far removed from the "unification”
to uhich the Ceurt of Justice draw atiention in the cascs Parke, Davis
ard Sirerma; it wight cven persuads the Court to acoptonce mcre the
attitude wiich found exprassion in the Hag judgment, That would not
he in the interest of those who regard this solution in theory as
nreferable.

7. Cases ray certainly occur in which the abandenment of the "unitary
charaster” principle will result in an increase in the free movement
of goods (comp. I.2 above). However, this will not necessarily be
“the case, as an anplicant will try to obtain naticnal marks in those
fiember States in which there are no prior rights. It would also not
apply in those ceses cited by the supporters of a Community trade mark
with territerial Limits, in which the dividing up of the common market
is intensified. For it is one of the mzin taks of the proposed harmo-
nisation of national trace mark taws to eliminate such cases of conflict

between national trade mark Laws, or at best to reduce them considerably.

o



8.

10.

-4 - II1/ex X1/C/269/11

If several national rights are in the possession of different owners =

- this situation can exist not only when the registration of a Commu-

nity trade mark is refuse! - then the necessary stemps must bc taken,

through the approximaticn cf laws, to ensurc the free movement of goods.

The rcference to the provisions of the Luxemboury Patent Conference
does not appear convincing., Wherc nrinr national patents exist, the
aranting of a Community patent is excludad absclutely. Only in ithose
rare cases where a prior nationzl patent anplicaticon is not publicly
disclosed until efter the date of the apnhlication for the European
pétent doas the Luxembourg Pstent Convention provide for the sartial
nullity of the Ccamunity natent {(Article 37, Article SPCV(F) D).

Abandoning the solutdicn set cut in the 1964 Preliminary Draft would

lead to yet another problem. 1t has been said that although a “nine minus

u H

one" solution or a "ninz minus two" solution ceuld be considered, a
"nine minus 2ight" solution could not. It weould be difficult to justify
aranting a Community trade mark with limited territorial effect in

cases where one or two prior rights existed, but not in other cases.

In addition, the proprictor of such a restricted Community trade mark
would run the risk of lesing this rinht alss, as & third unreyistered

prior right could be invoked in nuility procecdings.
. g

Lastly, the "nine minus one" solution wcoutd dncvitably give risz to
practizal difficulties. Information only about the existence of a
Community trade mark would not suffice. Additicnal infermation would
be necessary, such as, for instance, "effective in all Member Stctes
with the exception of the United Kingdom". A further problem would
thenarise if the registration of =2 Community trade mark were to be
refused because of the existence of seversl prior rignts in difforent
Hembar States but the applicant later succeeded. in having the obstacles
to registration removed in these Member States by relying on an cxces=
tion. The questicn arises whether and under what conditicns the appli-

cant may try to renew nis angplication zt a (ater date.



