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INTRODUCT ION

in recent years the legal protection of Industrial design has become an
increasingly Important Issue. Design products now occupy an important
place in the economy. At the national level design protection has exlisted
since the start of Iindustralization but natlonal legistiation iIn general
falls short of the needs of Industry In at least two respects. First its
legal effect is limited to the territory of a single Member State (except
for the Benelux countries which have Introduced a reglonal protection
system); secondly, It protects only insufficiently the salient features of
contemporary industrial design, which Is the enhancéd functionallity of a
product by way of Its design.it Is often 1imited to the protsection of the
ornamentation of a product. :

Super lor design Is an important Instrument for European industries in their

competition with Industries from third countries with lower production .

costs. It 1Is the design, which In many cases, Is decisive for the
commerclal success of products thus allowing European enterprises,
investing heavily in development of designs to prosper.

In the absence of effliclent legal protection designs can easlly be
misappropriated. Reproduction of design products does not, in many cases,
presuppose know-how as regards sophistlicated manufacturing processes. It is
therefore important that appropriate measures are taken to deail with piracy
in respect of design products.

industrial Design plays an Important role In Innovation and development of
products and thereby In development of whoie new Industries. The
contributions of gifted designers In developing products designed
especlally for handlcaped people have been decisive for the success and
thereby for thelir avallabllity at reasonable prices. There [s a clear
Community Interest In supporting, and where possible reinforcing, such
deve lopment .

However, the protection of Industrial design at the national level as
regards the conditions for protection, the scope, contents and duration of
protection varlies considerably from one Member State to another.

A protection system based on registration is In force In 11 Member States.
An iInternational registration system of Ilimited application has been
provided for through the Hague Agreement (1925) on the International
Deposit of modeis and Designs. 19 States (7 Community Member States) adhere
to the Agresement which does not cover non Community industrialized and semi
‘Industrialized countrles.. (The U.S., Japan, Australla, Canada, South
Africa, Sweden, Brazil for example do not adhere to the agreement). As a
result of this limited coverage, the procedures and the reglistration fees
the number of International deposits under the Hague Agreement Is
ralatively small: 4 000 a year compared to the former West Germany level of
some 15 000.

Design protection has therefore for all practical purposses remalned
natlonat. - '
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The fragmentation of the Community Inio different national markets Iis
incompatible with the creatlion of Internal market conditions. A Community

protection system with a single registration valid for the whole area of
the Community is needed.

The possible Introduction of a Community wide design protection is no
simple matter. To the contrary, solutions to a number of difficult legal
Issues must be found before legislation can be adopted. The condition for
protaction, the scope and contents of the protectlion foresesn, the co-
existence with natlional protection systems and with other legal Instruments
such as copyrights are all issues, which must be very carefully considered
before finalised legislative proposals are submitted to the Council and the
European Parllament. Therefore the Commission has decided to publiish a
Groen Paper as a filrst step in the legislative procedure.

The purpose of the Green Paper Is to allow the widest possible consultation
on the salient features of the future Community protection system. It ls
the Intention of the Commission to engage in a dialog with all Interested
parties and It Is the hope of the Commission that a large number of

different interest groups wili see fit to submit comments on the l|deas put
forward in the Green Paper.



COMMISSION GREEN PAPER ON INDUSTRIAL DESIGN

EXECUT I VE SUMMARY

The single Community market will become a reality for European design

industries only Insofar as the territorlal effect and Iimitations of

national Inteilectual property law are set aside and replaced by Communlity
wide leglistiation.

At the present time European Industries wishing to protect thelr designs
against reproduction must file design protection applications In different

countries, monitor the different duration of national protection, pay .

reglstration and renewal fees at different times and In different
currencles and risk not to be able to obtain legal protection in the whole
area of the Community because the Community Is divided Into many different

Jurisdictlons.

Different Intellectual property laws act ‘as barrlers to the free
circutation of goods. In additlon such la#s can uniess set aside by
Ccommunity legistation and by harmonization of national laws by virtue of
Article 36 of the EEC Treaty continue to prevent the free circulation of
goods after 1 January 1993. Therefore Community measures to provide for
single market conditions for design products are necessary.

The objectlves of the Green Paper.

The maln purpose of this Green Paper is to serve as a basls for extensive
consultation of all interested circles on the future legal protection of
industrial designs (models and designs). It seeks to explain the background
of the legal Issues Involved in sufficlent detail to permit an assesment of
the obstacles which different national laws involve and sets out the merits
of the Community solutlons envisaged. The paper does not pretend to be a
study In comparative law. It sets out In some detall suggestlions for
solutions to the problems discussed and 1!s accompanied by preliminary
drafts of possible legislative proposals. Following thls consultation with
all interested parties proposals may be submitted by the Commission to the
Councli! and the European Parlliament.

Contents of the Green Paper.

The Green Paper conslists of four parts.

Chapter 1-3 contains a general Introduction and sets out the legal
background and the specific Community interest In design legislation.’

it is explained why In the view of the Commission a Community wids design
introduced by way of a Regulation is necessary.



Chapter 4 constitutes the second sectlon, in which the main options of a
future Communlty wide design protection system Is discussed and in
particutar whether the system should be based on registration or. whether
protectlon should coms into exlistence automatlcally

Chapters 549”constltute the thlrd,sectlon qf;xhg,Green Paper. it ¢overs the
provisions of sgubstantive law, which wiil govern the Community Design
(chapters '5-7) and -the registration procedure (chapter 8) -and the
litigation system (chapter 9). These have been drafted with the
corresponding provlslons of the Communlty trade mark as a model and are
briefly explalnad

The feurth and Iast section comprjsas chapters 10 and 11, These conslider
the relatlanshlp between the possible future Community deslgn protect ion
and existing natlonal specific design protectlon law (chapter 10) and other
protection Instrumants, in particular national copyright Iaw»(chapter 11).

The concluslons of the Green Paper.

The Green Paper’'s main conclusions on which the consultation is based may
be summarlized as folliows :

(@D A Community wide design protection ("the Community Design") needs
to be Introduced by way of a Regulatlon. The purpose is to protect
“designs" which are defined as the two-dimensional or three-
dimensional features of the appearance of a product, which are
capable of being perceived by the human senses. No further
gesthetical criteria are applled but the appearance may not be
dictated solely by a technical functlon.

(i) The Community Design is mainly based on reglstratlon{ The duration
of the protection proposed is five years renewable to a maximum of
25 years.

(i) The condition for protection Is that the design Is distinct from
designs known to the circles speclaiised in the sector concerned
operating within the Community and by the overall Impression It
creates In the eyes of the public distinguishes Itself from any
other design known to such clrcles. Protection Is not based on
examination prior to registration as to complliance with this
conditlion. A Communlity Design shall confer upon its proprietor the
exclusive right to prevent any third party not having his consent
from making, offering, putting on the market or using a product to
which the same design or a substantlally similar design Is applied.

Some  sectors of Industry develop with short intervals a large number of
deslgns. Of the desligns developead only a few are explolted commercially.
Under the present conditlions the commerclal value of designs cannot as a
gensral rule be tested in the market place before registrations are taken
out lest the desligns loose theln»character,of belng novel. Further, If the
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designs are tested before they are protected by registration they are not
protected. To remedy this situation a short term unregistered design
protection Is suggested introduced (the "Unreglistered Community Design").
The Commission suggests tentatively that the duration of this protection
should be three years from ths disclosure of ‘the design. To permit
registration after disclosure of the design a period of grace of the
duration of twelve months 1s Introduced cailculated from the day of
disclosure. During this perlod of grace the fact that the design may be
known does not deprive It of Its distinctive character, but registration
can be applied for during this perlod.The Unregistered Community Design
should confer upon its owner the same rights as the Registered Community
Design except that the exclusive right is limited to a protection against
copying of the design. Independentiy developed lIdentical or substantially
simitar designs are thus not Infringing the design right, but protectable
in thelr own right. :

The exclusive rights conferred by the Community Design need to be iimited
in two respects. Interconnectlons are not protected. Interconnections are
defined as those features of the appearance of a product, which must
necessariiy be reproduced In their exact form and dimensions In order to
permit the product to which the design Is applied to be assembled or
connected with another product. Further, the rights conferred by the
Community Design does not extent to acts undertaken privately, for non-
commercial purposes; to acts carried out for experimental purposes nor to
the reproduction of design for the purpose of teaching design.

Reglistration should be possible as quickiy and cheaply as possible. To
minimize the costs for the users of the system it should be possible to
protect any number of up to 100 related designs by a single act of
registration.

The deferment of publlication of registration has also been proposed not

only because of the merits of the supplementary protectlion against .

reproduction which a secret deposit may In some cases represent but also as
a means of cost reduction by - as a temporary measure - dispensing with the
production and publication of graphic representations of the design.

National design protection laws cannot from one day to another be
superseded by the Communlty Design. National desigh protection laws will
therefore ~ for some time - co-exist with the future Community system. The
most sallent features of natlonal design protection laws need therefore to
be harmonized by way of a Directive In accordance with the provisions for
a possible future Community Design.

in most Member States protectlion under specific design protectlon law can
be cumulated with a possible protection under unfair competition law and
under copyright law. In one Member State the reglistration of a design
implies that copyright protection Is no longer avallable. Further, in the
same Member State the appllication of copyright protection ls dependent upon
the design being separable from the product to which It is appiied. It Is
suggested that this limitation be removed and that cumulation with



copyright protection made mandatory under the conditions tald down In the
copyright tlaws of Member States. Within the context of the design
initlative no attempt wiil be made to  harmonize the conditions for
protection of designs under copyright law.

Follow up to the Green Paper.

Thils Green Paper wili be widely distributed by the Commission.

Interested partlies are- invited to submit comments within six months
following its publication. |f appropriate, the Directorate General for the
Internal Market and Industrial Affairs will organize a hearing for the
discussion of key Issues directiy among the various interest groups in
order to arrived at a balanced solutlon to existing problems. In the light
of the comments received and the outcome of a possible hearing the
Commission will declide the further course to be taken and submit the
approprlate proposals.

Comments on this Green Paper should be addressed to the Director General
for the Internal Market and Industrlal Affairs, Rond Point Schuman 6,
1040 Brusseis. It should be Indicated whether the party in questlion would
be interested in participating in a possible hearing.

For further coples of the Green Paper, please apply preferably by letter or
telefax, to:

Unit 111.F.3,

Directorate General for Internal Market and Industrial Affairs

Commisslion of the European Communitles

avenus de Nervien 9,

B -~ 1040 Brussels

Telephone: 32/2/2351861

Telefax: 32/2/2359331 or 32/2/2350992
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CHAPTER 1
INTRODUCTION.

1.1. The Interest shown by the Community for the Issue relating to the
legal protection of Industrial desings dates back to the origin of the
Community itself. In 1959 the Commission, aware of the problems that
industrial property rights were Ilkely to provoke In relation to the proper
functioning of the Common market, urged the Ministers of the six original
Member States responsible for these matters to set up three WOrklng Parties
In charge respectively of the Patent, Trade mark and Design sectors. The
first two Working Parties, chalred respectively by Dr. Haertel (Germany)
and Mr. de Haan (the Netheriands) were able to submit within a short time
concrete suggestions for the creation of a Community Patent and a Community
Trade mark. The preliminary Draft Conventions they produced constituted the
basis for what was to become in future the European Patent Convention of
1973 and the Agreement on Community Patents of 1989 on the one hand, and
the proposal for a Regulation of the Counci!i on the Community Trade mark on
the other hand. ' '

1.2. The resuits of the work of the w°rkln§ Party on Industriai Designs
chaired by Sig. Roscionl (ltaly), were less encouraging. The report 1
established In 1962 by Sig. Roscionl on behaif of this Working Party noted
that the differences exlisting In the national leglislations were so
extensive that it would be almost hopeless to undertake a harmonization.
The report suggested, however, that there might be room for the creation of
an autonombus Communlty Jleglislation on Industrial Designs, which could
coexist with the national legislations.

1.3. For a number of reasons, In particular the priority which in the
early years of the Community was given to the Patent and Trade mark

questions, the Ildea of an autonomous Communlity legisiation on Industrial

o



Designs was not followed up by speciflc Initlatives. From time to time,
however, the concerns of the Commission over the problems resulting from
differences In legisltation In the fleld of Industrial beslgn were
relterated and it is obviously only the exlstencg of other priorities which
have prevented so far the Commission from taking an initiative on this
subject matter.

1.4. The Iimportance of Industrial Designs, which has been growing very
significantly In the last decade as an essential element In the marketing
of consumer products, and their appropriate legal protection have attracted
increasingly the attention of the Interested circles in the Industrialised
countrles, and particularly In Europe.

1.5. The aspect which was at the outset In the foreground was the probiem
stemming from counterfeit products originating in third countries.
Successful products manufactured Iin Europe with a very high level of
industriai quailty and aesthetic vaiue were systematically copled by
companies, mainly situated in third countries where 1legal protection
against infringement of Intellectual property rights was difficuit to
obtain or to enforce, and sold at lower prices. This was possibie not onliy
because of purely economic factors, Ilke Ilow man-power costs In ths
manufacturing countries, but also because the counterfeiters were able to
take undue advantage of the Inteliectual, artistic, economic and commercial
Investments "undertaken by the producer of the original product. Without
Jurisdiction in countries outside the Community, action at the Community
level was restricted to measures aiming at preventing the entry of
counterfelt goods iInto the Community. As a first measure a Council

Regutation dealing with trademark counterfelting was adopted in December
19862.

1.6. The problem relating to counterfeit products Is, however, by no means
limited to goods manufactured outside the Community. There Is of course
also a need for protectlon agalnst copies produced In the same country
where the original product is manufactured or In other countries of the

. EEC. This need for a bstter legal protectlon has In the past led to the

introductlion of new national legislation (Denmark 1970, Benelux 1975), or
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to substantlal amendments to existing leglisiation (in particutar In the UK
In 1968 and 1888 and in Germany In 1988). These new laws or amendments have
mostly been preceded by extensive and thorough studies of all aspects of
the issue by the authorities of the countrles concerned, after consultation
with representatives of the Interested circles (producers, designers,
consumers) and of the academic authorities.

1.7. The question of a Communlty-wide protection has also been the subject
of a number of Important international meetings and symposia to which
reference wili be made in paragraph 1.10.3.

1.8. The Court of Justice of the European~00mmunltles has also been called
upon, on three different occasions, to decide certain issues of Community
law where the protectlon of Industrial design was involved (Keurkoop
19823, Renauft4 and Volvo® 1988). in each of these cases the Court
had to uphold the existence of natlonal rights which were not harmonised at
Community level and the consequences that inevitably flowed from this
situation in respect of fhe free'clrculatloﬁ of goods. This case law is
alsd interesting from the point of view appllication of the Community’s
competition rules on the exclusive rights resulting from the protection of
Industrial design.

1.9. The Commission’s "Green paper on copyright and the. challenge of
technology“6 and the "White paper on the accomp!ishment of the Iinternal
market"? did not address the Issue relating to the lega! protection of
Industrial deslgn'and therefore the pressnt Green Paper Is intended to
examine the Issus and make proposals.

1.10. The present “Gréan paper on Industrial design" Is Intended to
fiil this lacuna.

1.10.1. Its purpose Is to set out the problems which result from the
differences In existlng leglislation in the EEC in relation to the proper
functioning of the Common market and to analyse ways and means by which
these problems could be solved.

N
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1.10.2. This Green- paper, having set out the reasons which Justify the
concern of the Commission with the impact of the present slituation on the-
proper functioning of the Internal market, develops a possible solutlion.
This solution is based on two basic ldeas:

-~ the creation of a unftary Community right, the Community Design, vaiid
throughout the Community and governed by Community law,

- a Iimited harmonization of the maln features of substantive law
governing the specific pfotactlon of design In Member States.

1.10.3. This solution has been develcoped in detal! and set out in two draft
proposals for a Regulatlion and for a Directive, which are attached as
Annexes 1 and 2 to this Green Paper. In lits drafting the Commission has
been able to beneflt from work already undertaken at the Iinternationat
fevel. In the past few years a number of international symposiums dedicated
to the problems relating to design protection have taken place. The
Commission was represented at the symposium of June 1988 organized in
Grenoble by le Centre Universitaire d'Enseignement et de Recherche én
Propriété Industrlielle (CUERP!) and |’Assoclation pour te Développement de
|‘Enseignement et de la Recherche en matiére de Propriété Intellectueile
(ADERPla), at the meetings organized In Treviso In October 1988 by
Camera di commercio, Industria, artiglanato ed agrlculturag, and at the
symposium organized In Ambolise In October 1990 by the World Intellectual
Property Organlzation and the French Institut Natlonale de la Propridtsé

»Industrlelle‘o. Last but not least, the Max Planck iInstitute for foreign

and international Patent, Copyright, and Competition law has on Iits own
initiative eleborated an aimost complete draft regulation for a Community
design, which in July 1990 was submitted for discussion to a group of
experts from European States. These experts, who incliuded experts from the )
Commission, concluded that the principles set out In the draft could
constltute a basis for future work at the Community level1l, The
Commission wishes to thank In particular the Max Planck Institute for this
vaiuable preliminary work, which has served as a baslis for ths work
leading to the present Green Paper.
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The Commission Invites comments on the proposals set out iIn this Green
Paper. It lé Important, however, to bear In mind the 5olltlca| difficulties
which more ambitious solutions, entailing full harmonization of the
copyr ight aspects of the protection of design, would mest if they were to
be pursued together with the search for a unitary solution In the field of
the specific protection.

The Commission has not taken a final decision on what proposal It will
eventually make. Many detalls of the solutlon proposed deserve a critical
examination In depth to verify their validity and effectiveness. Other
solutions are Indicated In the approprlate parts of the Green Paper. The
aim of the paper Isrto prompt reactlions and suggestions In order to allow

the Commission to reach final conclusiohn on the formal proposals it

intends to make to the Councli.

1.10.4. The Commission belleves that this Green Paper will prompt comments
from a wide circle of Interests. The Commission will organise a héarlng to
permit positions to be dlécussed directly among the various iInterest groups
In order to arrive at a balanced solution to existing probiems.

It Is hoped that proposals can reach the Council and the European
par {lament as soon as possible, with a view to having the legisiative texts
adopted in connection with the compietlon of the internal market.

RN R
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2143/1V/62 of 17 December 1962.
Counci! Regulation (EEC} No. 3842 of 1 December 1986 laying down

measures to prohlbit the release for free circulation of counterfeit
goods. O0.J. No. L 357/1 of 18 Decembser 1986.

(1982) ECR 2853.

(1988) ECR 6039.

(1988) ECR 86211,

COM (88) 172 final.

COM (85) 310 final.

A report of the symposlum waé published by CUERP! In 1984.

A report of the symposlum was published by the organizer iIn 1990.

The report of the Ambolse symposium will be published by the World
Intellectua! Property Organization in 1991.

The Draft Project was published In the original German janguage
version in GRUR International, No. 8 1990.
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CHAPTER 2

THE LEGAL BACKGROUND.

2.1. The external aspect of a product.

2.1.1. This Green Paper deais with the Issue of the legal protection of the
external aspect — the appearance - of a product. This notion seems to be
the broadest possible one, which can be used without having recourse to
iegal terms which can - and very often do - differ in their meaning and
scope from one legal system to another and from one language to another. .

2.1.2. This Green paper 1s concerned with the economic value which Is
attached to the appearance of products. The external aspect of a product is
of consliderable economic Importance. As soon as this appearance becomes
worth copying, the question arises whether this value should be protected
by iegal norms and, in the affirmative, to what extent and under which
conditions. Each legal system of the twelve EEC Member States has given its
own answer to this question. The ansﬁer is very complex everywhere, in the
sense that the Instruments to which a manufacturer may have recourse are
manlifold and reflect the different economic and commercial Interests
pursued by each of them. It 1is not surprising that, under such

circumstances, the overall plcture differs enormous!y from one country to

an other, even though, at a purely natlonal level, the possibllity of
addlng one legal Instrument to another In most Member States provides for a
sufficliently satisfactory leve! of protectlon.

2.1.3. An analysis of the consequences of this situation on the functioning
of the Internal market, which has to be achieved by 1 January 1993
according to the Single European Act, has been undertaken In Chapter 3 of
this Green Paper. A better understanding of the problems requires, however,

;

t
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that the background, the existing legal protection in the EEC Member States
Is outiined in some detail.

2.2. The various ways In which the external aspects of a product can be
protected.

2.2.1. The general picture emerging from the different national 1legal
systems shows that a number of differsnt aspects are taken into
consideration and given weight to a varying extent by 1tegal Intruments
which are of relevance for design protection. '

Soms Important aspects which should be mentioned are the following:

a) the wish to promots iInvestment In design develppment as an element of
Industrial pollcy,

b) the need to protect creativity In respect of Industrial design seen as
an expression of the designer’s creativity,

¢) the need to avold confuslon of consumers as to the origin of products
having ldentical or similar appearance,

d) deslgn as a meaningful contribution to technical Innovation,

e) the respect of the principle of fairness in trade.

2.2.2. It should be recalled In the flrst place that there are basically
two sets of legal Instruments which a producer may Invoke for the
protection of his design atternatively or cumulatively: the protection
resulting from registration of the design under specific design protection
law and/or a number of other legal protections Instituted to cover a
broader range of legal Interests, first of all copyright protection, but
also the protection resulting from the application of unfalr competition

“rules, protection under a trade mark and protection as a patent or a

utlility model.

2.2.3. The Interplay of the specific protectlon with these other protection
systems leads to a slituation which, In most Member States, at the purely
national Ilevel, does not leave Industry, as It is sometimes claimed,
entirely exposed to unauthorized reproduction. The proportion of the
different Ingredients in the recipe for the overall design protection
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differs from one country to another, but one could hardly say that there is
today a crucial problem for the protection of design at the purely national
level. This rather optimistic view may be less justiflsed for some Member
States. Spain and Portugal need a very substantiatl updating of their
specific lteglsiation. In 1taly many quarters complain about the prohibition
of cumulation of specific design protection and copyr ight protection.
Greece has still to iIntroduce legislation for a specific design
protection.

2.3, The specific protection of "industrial design".

2.3.1. Eleven Member States out of the twelve which constitute the EEC have
introduced specific protection for industrial designs. Greece is the only
country which does not yet have such an instrument, but there seems to be a
wiilingness to Introduce It in the near future as a matter of priority
within the framework of the Governmeht's poiicy concerning industrial and
Intellsctual property. )

2.3.2. The features of the specific protection available in the eleven
countries concerned are far from being harmonised. The only exception is
represented by the three Beneiux countriles, which have adopted a Uniform
faw on desligns and models. This stii! leaves the Community with nine

differant sets of rules governing this specific protectlion.

2.3.3. There is one element which the nine sets of ruies have in common:
they all provide for a mechanism of reglistration of the design In a public
register. This feature, which Is typical for patent léw, corresponds to an
approach lInspired by patent legislation ("patent approach") which has
historically prevalled in most of the countries, as a consequence of the
manner in which the first specific protection systems were created. The
registration mechanism was Napoleon's response to the ~request for
protection by the silk-manufacturers of Lyon agalnst copylng of the designs
they were applying to their tapestrles. Noththstandlng the fact that
France In addressing the lIssue relating to design protection Is probably
the most copyright orlented country in the wortid, the abovemsntioned patent
approach has been followed and seven strengthened by most European

countriss. In Portugal it has been applled In such a manner that one could

Ns”
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even speék of a "trade mark approach”. The system was concélved at the
outset to present the great advantage of giving a high degree of legal
certainty to those who make use of It as well as to their competitors, but
It has the disadvantage of requiring an often cumbersome procedure of
filing the design with a registration authority.

2.3.4. 1t should be noted that the legal certainty which the system was
concelived to achleve is largely iilusory. The fact that a design Iis
registered doss not glive the certainty that the protection iIs vaiid. This
Is often due to the fact that there Is no examinatlion in substance prior to
registration of whether the requlrements for protection are met. However,
even where examination takes place, the conditions under which it Is
carried out Imply a degres of certainty as regards the valldity which
cannot be compared to ths certainty of the validity of a patent or a trade
mark registration. .

2.3.5. Apart from the registration element, It would be difflcult to find

other features which could be claimed to be common in the nine sets of

rules mentioned above. The formal and procedural requlremehts differ to a

large extent: '

- multiple deposits are possibie under certaln legislations, not allowed
or very strictiy limlted under others;

- ceoertaln offices carry out a prelimlnary search and examination of the

novelty requirement, sometimes accompanied by an opposition procedure,
other offices proceed directty to the reglistration of the appllcations
feaving the determination of validity to the courts;

- 1in the systems where an examination Is carried out grounds for refusal
of registration may be Invoked only by the office of its own motion, or
only at the initlative of an iInterested person, or In both Instances.

2.3.6. It Is, however, sven more important to note how much these nine sets
of rules diverge on thse substantive aspscts of law.
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2.3.7.‘For obtaining protectlion "novelty" is generally required, sometimes
alone, sometimes together with “6r|glna||ty". All the nine sets of national
rules make the protection of a design subject to the requirement that it be
"new"”. This might seem a second interesting common feature of the legisia-
tions. The analyslis shows, however, that this 1s not the case. The
overwheiming majority of legislations requlires "objective" 'novelty, but
there are a few leglslations (France and a certgln trend In the Spdnlsh
case-law) which are based on a "subjectlve" approach, making In fact the
notion of “novelty" very much similar to that of “originality". The systems
of law based on “"objective novelty" differ again among themselves as to the
qualifications to which this notilon Is subject. There are limitations In
space (a design must be new iIn the State or States concerned: lreland, UK,
Benelux) or In time (a design Is de facto deemed to be new If no ldentical
form has been used — or has been protected - since a certain point In time
in the past: Denmark, Portugal). An interesting qualification Is moreover
provided by the Benelux law and German registration practice: a design s
not new if It Is known by the natlonal circles specialised in the relevant
sector. According to German practice this Includes forms which are
disclosed abroad, in countries or places (exhibitions and fairs) where one
could reasonably expect national experts to pay attention to the noveltles
put on the market.

2.3.8. As ,|hd|cated above, a number of leglsiations require, next to
novelty, a further condition: to be protected It Is not enough that the de-
sign be new, It must also be "original" (UK and lreland), or have a
*“physionomie propre" (France) or give the product a "special ornament®
(ltaly). German law requires "Elgentiimiichkeit" which also impllies an ef-
fort of creativity on the side of the designer. This further requirement

appear ing under varlous denominatlions Is the test used by these systems to

answer the following questlon: when doss a design which only differs in

some detalls from a prlor design cease to be an imitation and becomes a
“new" deslign? The legal systems which operate sxclusively the requirement
of novelty are confronted with the same question. The Benelux authorities
give an answer by construing the criterion of novelty as containing an
element of origlnality. in Danish reglstration practice even mlnor differ—

ences from earlier reglistered designs appear to quallify for registration in
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spite of the terms of the law, which require “slgnlflcént differences". The
Spanish and Portuguese leglisiations try to define the demarcation !ine by
providing that novelty comes into existence only If the differences exceed
a certain level, thus Introducing the notion of +the capaclty of
distinguishing the two designs In question, to avolid a possible confusion
by the public. From what has been set out It can be conciluded that each
system of law requires that a design, to be protected, should show a
"distinctive character" in respect of other known desings. The measure of
the distance between an Insignificant and a significant change In respect
of a prior design Is the crux of the question. The tests' applied to
determine the demarcation llne-are however not uniform: they are sométlmes
very strict, sometimes very loose and It Is In many cases difficuit to
identlfy clear guidelines In the various natlonal case-laws.

2.3.9. The nature of the rights conferred by the registration also differ
in the various systems. In the overwheiming majority of countries
registered designs give their owner a monopoly right of the patent type
which can be enforced against anyone accomp!ishing without the owner's
consent acts In the course of trade relating to products Incorporating the
design. The knowledge of the existence of the right by the infringer is
irrelevant. In some other systems (France and Germany) the design confers
exclusive rights against copying and imltation. As a consequsence of the
influence of the copyright approach on these systems subjective elements
are taken Into conslderation: the infringer must have known that he was
infringing a right or at lsast he must have acted with neglligence.

2.3.10. The term of the protection Is far from being uniform, even If one
has to note a trend towards an extenslon in recent years. The most frequent
max Imum term of protection of a registered design within the EEC Is 15
years (Benetux, Denmark, lIreland, ltaly); Spaln has a term of 10 years;
Germany has 20 years; UK has up to 25 years; France has 50 years; Portugal
provides for the possibiiity of unlimited renewa! of the Initlial 5-ysear
perlod.
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2.3.11. Many other Important faatures of the national! legisiations present
considerablie differences. Reference will be made to them in the following
chapters to justify some suggestions advanced by the Commission. in view of
thelr Importance one should, however, at this point mention at least the
three following areas: the Impact of the disclosure of the design by the
designer on the “"novelty" requirement, the possiblliity of keeping a
deposited design secret and the possibility of "cumulating“ the protection
glven by registration with other types of protection.

2.3.12. It Is finally worth while noting that, since 1988, the UK has in-

troduced a new Instrument, an unregistered design right, which Is avalliabte

in principle in paraliel to the registered design right, and which Is aiso
intended to give a specific protection to the three-dimensional form of
industrial products on the basis of a copyright-approach, i.e. wlthqut
imposing any formalities on the owner of the right. This is an extremely
interesting evoiution, as it iIs the first glme In Europe that a protection
of design by a copyright-approach has been. Introduced outside the
application of the general rutes of copyright law,

2.4, The protection under copyright.

2.4.1. All Member States are party to the Berne Convention 1 which, how-
ever, gives considerable latltude as to the‘protectlon of "works of applied
art and Industrial designs and models”. The works mentioned may be
protected under copyright law or under specific law or both (Article 2 (7).
The absence of definitions and the overlappling of the notlon “works of
applied art" with the notion of design glive rise to the possibility for the
owner of a registered design also to obtain protection by Invoking a
copyr ight on the same design. The possibllity of “bumulatlon“ Is common to
ten Member States, even If the conditions or quallifications under which it
Is appiled differ substantially. The slituation Is different In Greece and
italy.
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2.4.2. The fullest application of the “cumuiation” principle is to be found
in France, where the copyright protection and the specific protectlon are
available to the same extent. As In France, under the theory of the “"unity
of art*, the registered design has mainiy a function of evidence concerning
the immaterial right arising out of the act of creation of the design, the
protection under copyright law Is avallable even If no registration has
been taken out or a reéistered design has bsen abandoned by Its owner. The
maln role is therefore played by copyright and specific protection has In
France only a éubsldlary role, but Is nevertheless used to a non negligible
extent.

2.4.3. The Benelux legislation according to Its tenor apparently Intended
at the outset to be more restrictive as regards “cumulation”: only those
designs which presented a “markedly artistlc character" couid qualify for

copyrlght protection. The case-law 2 deveioped In the Benelux has howsver

glven such a broad Interpretation to this requirement that, for ail
practical purposes, It seems difficult to distinguish the Benelux model
from the French one.

2.4.4. A great difference appears In the handling of the “cumulatfion" prin-
ciple in Germany, Spaln and Portugal. In these countries the benefit of
copyrlght" protection 1is Ilimited to those designs which attain a
particularly high artistic merit, much higher than the “originality level"
which is normally required under copyright for the protection of “"fine
arts". The application of this criterion Is left to the judge, with the
possible asslistance of experts. Case-law shows a rather restrictive ap-
proach by the courts, so that for practical purposes It Is only In excep-
tional cases that the "cumulation” In reality comes into play.

2.4.5. Somewhat similar to the German, Spanish and Portuguese mode! is the
Danish approach, but the “cumulation® is admitted with greater facility, as
the concept of "origlnallty” Is understood in a more liberal, however stiill
restricted, manner.

e
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_ 2.4.6. In lreland copyright protection followed the UK system of the 1956

copyr ight act.'By the copyright Amendment Act of 1987 the application of
copyright and thereby cumulation was, however, seriously quailfied by the
introduction of limitations In the range of works eligible for copyright
protection.

2.4.7. The situation Is more complex In the UK after the Introduction of
the new legislation in 1988. The system Is the following: "The design“of
useful articles In the sense discussed in this Green Paper Is not Included
In the definitions of copyright works in Article 3 and 4 of the 1988 Act.
The design document, that Is the drawing on the basis of which a three
dimensional article has been produced, Is subject to copyright, but the
copyright in the drawing Is not Infrlnged by the reproduction of the three
dimensional article produced on the basls of the drawing. Further, if an
artistic work (qualifying for copyright protection) for example sculptures
or surface decorations has been explolited industrially, which means In more
than 50 coples, then copyright explires after 25 years. Instead of copyright
protection an unregistered design protection has been introduced for any,
including functlional designs, but with exceptions as regards "must fit" and
"must match".

2.4.8. In ltaly "cumulation" Is excluded by virtue of Ieglslatloﬁ. Filing
an apbllcatlon for registration of a design entalis automatically the loss

of the right of Invoking copyright. The protection under dopyrlght of de~-

signs which have not been reglistered s subject to the requirement of
"scindibiiita”, 1.e. that the work can be "dlissoclated" from the product to
which It Is applied 3.

2.4.9. In Greece the absence up to now of a specific protection isaves the
main task of protection to copyright (and to unfair competition rules).

2.5. The protection as a trademark.

2.5.1. The situation in the Member States Is harmonised in this respect.

The first directive on the approximation of natlional trade mark laws of 21

December 19884 has Introduced unitary rules concerning the protection of

]



-

- 23 =

designs as trade marks. In principle two-dimensional designs and three-
dimensional shapes can be protected as trade marks. The shapes excluded
from protection are those which result from the nature of the goods or
which are necessary to obtaln a technical result or which give substantlial
value to the goods. ldentical rules wiil be valid for the Communlity trade
marks under the Regulation cufrently examined by the Councll!.

2.6. The protection under patent law.

2.6.1. A feature common to all national systems Is the exclusion from the
speclflci protection of designs which have solely a technical function.
These are desligns which are entirely commanded by the technical result they
are intended to achleve, so that no freedom whatsoever Is left to the
designer‘'s creativity In their development, as any even minor change of the
shape would affect the technical result.

2.6.2. A design which has exclusively a technical function can in principle
represent an Inventlon and thus attract patent protection for the invention
(and not for the design -as such) under the conditions specifled In patent
law. |If these conditlions, and In particular the one relating to the inven-
tive step, are met, no "cumulation" Is possible. The overriding interest
that Inventions fall Into the public domain at the explry of the patent
protection precliudes the grant of other rights extendlng beyond that limit
(e.g. copyright or trade marks); as to the period prior to the expiry of
the patent, the strong protection given by the latter makes In general the
other forms of protection superfluous.

2.6.3. In many cases however a design having exclusively a technical func-
tion cannot be protected under patent law because the Inventive step is not
sufficlent!y high. A number of Member States have Introduced a specific le-
gal Instrument to cater for such "petty Inventions": the “utliity model®.
This instrument is avallable In Germany, Greece, ltaly, Spain and Portugal.
Aiso the UK unreglistered design Is so deflned as to cover these Kkind of
designs except principles or methods of construction. in the other Member
States there Is a lacuna in the protection: in the absance of any utility
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mode! such designs are not protected at ail; sometimes, In those countries
where the grant of national patents Is not subject to a preliminary
examination, such "petty inventions" are deposited as patents, but they are
not likely to survlye a challengs In court concerning their valldity.

2.6.4. The bliggest probiem arises however with those designs where
aesthetic and functional aspects are Intimately mixed, i.e. the vast
majority of industrial designs. Some Member States solve this problem by
accepting that the aesthetic features of a design be protected by a
reglstéred deslgn and/or copyright and the technical innovation by fhe
"utility model®. Normally It Is the prevaliing feature which commands the
type of protectlon, but 1t Is possibie (and In italy this has been even
regulated by legislative measures) to cumulate both protections by
obtaining two registrations in respect of the same design. The UK
unregistered design protects the two aspects together. The other countries,
which do not know a specific legal Instrument for “"petty Inventions®, tend
to compensate the gap In protection by resorting to the -copyright and/or
the specific design protection. The interplay of registered design and
copyr ight entalls an Indirect protection of the Iinnovative elements with

the result that the latter are eventually protected for a period going far.

beyond the term of protection of a patent or utility modsli.

2.7. The protection under unfair competlition rules.

2.7.1. The protection under unfalr competition rules-can be cumuiated in
all Member States (except the UK where uﬁfalr competition law does not
exlist) with the other forms of protection. This Is patural enough If ‘one
thinks of the different nature of these rules, which tend to protect the
fairness In the behaviour of the operators In trade and which require, next
to objective acts of misbehaviour, the existence of a subjective slement of
fault or negiigence on the side of the offender.

2.7.2. The major dlfference In the existing legislations, as far as the
protection of design is concerned, Is, qulte apart from the need for a gen-
eral harmonisatlion of these rules In the perspective of the Internal mar-

ket, the prohlbltloﬁ existing in certain countries oniy (Benelux and italy)
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to invoke the unfair competition rules, even in the case of slavish Imita-
tion of the product, once the term of protection of the registered design
has explred. This prohibition, based on the doctrine that anything which is
covered by a monopoly right should be fuily avallable for reproduction once
the exclusive right has expired, denles the manufacturer in these countrles
the possibility of protecting himself on this baslis agalnst the unfalr
misappropor lation of his commercial good willl aftached to a well known and
stil! valuable design which has come to the end of its protection term.

2.8. The International framework.

2.8.1. To complete the plcture of the existing sltdatlon in the Member
States one has to recall the International Instruments which also play a
role In this respect: the two general conventions of Parils and Berne, to
which all Member States ars party, and a specific convention, the Hague
Agreement concerning the Internatlonal Deposit of Industrial Designs.

2.8.2. The Paris conventiond lays down In Article 5 quinquies the generat
principle that "industrial desligns shall be proteqted In all the countries
of the Union". This principle, which Is not accompanied by rules concerning
the means by which such oblligation must be met, Is satisfied as soon as one
of the various forms of protection set out above has been made available to
designs. There Is Ro requirement that a specific protection through regis-
tration be avaiiable.

The Parls Conventlon furthermore provides, In Article 5§ B that “the
protection of Industrial designs shail not, under any circumstance, be
subject to any forfelture, elther by reason of fallure to work or by reason
of the Importation of articles corresponding to those which are brctected.“
This provision prevents States party to the Parils Convention from
Introducing any obligation of use of the design which could be sanctioned
by revocation.

The‘Parls Conventlon makes appilicable In the case of industriai designs the
two baslc principles of natlonal treatment (Article 2) and of the right of
priority, which is stipulated to be six months in case of Industrial
designs (Articie 4 ¢(1)). Also Industrial desligns benefit from the
temporary protection granted to certain Items exhibited at international
exhibitions (Article 11).

s A
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2.8.3. The Berne Convention has -already been briefly mentioned In para-
graph 2.4.1.. However, another provision of the Berne Conventlon than those
already mentioned deserves a specific mention. Article 2 (7) of the 1967
Stockhoim text provides that "works protected In the country of origin
solely as designs and models shall be entltied in another country of the
Union only to such special protectlon as Is granted In that country to
designs and modeis; however, If no such speclal protection 1is granted in
that country, such works shall be proteéted as artistic works." This

provislon authorises certain countries to replace the principle of national

treatment by the principle of reciprocity. As we shall see in paragraphs
3.3.5. and 11.2.6. et seq. below its effect within the Community Is to
Introduce a real danger of discrimlnation between undertakings according to
the Staie In which they are establilished.

2.8.4. A'further‘provlslon relevant in this context is Articlie 7 (4) of the
1967 Stockholm text of the Berne Conventlon which lays down a minimum term
of protection of 25 years as from the making of the work for works of ap-
piled art Insofar as they are protected as artistic works. The possibility
to grant shorter terms of protection to such works is thus limited to pro-
tection under specific leglslation.

2.8.5. The 1925 Hague Agreement concernlnﬁ the iInternational Deposit of In-
dustrlal Designs Is a special agreement within the framework of the Parls
Convention. It is In force In two different texts, the London text of 1934
and the Hagus text of 1860. Of the EEC Member States, Spain Is bound by the
1934 London text, Benelux and Italy are bound by the 1960 Hague text and
France and Germany are bound by both. The other Member States are not
party to this Agreemment. The alm of the Agreement lé to make It possible
to obtain protection In several States through a single international
deposit made wlith wiPo6. This Agreement only deals with procedural
matters concerning the deposit or the publication of the designs. The legal
effect of the international deposit In each State concerned Is to put the
design in the same position as if it had been deposited directly there.
Although It constitutes an excellent tool for International cooperation,
this Agreement suffers, within the Community, from the fact that a number
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of Member States do not participate In the system and even among those who
are party to the Agreement there Is no possible iinkage between the States
who have ratified the Agfeement in one text only and those who have
ratified it In the other text only (relationship Benelux and Italy -
Spain).

As wlll be set out later; the Commission hopes that It wil! be possible to
tink the initlative It Intends to take at Community level with an
enlargement and a better exploitation of the Hague Agreemsnt by as many
Member States as possible. The precedent of the 1inkage between the
Community trade mark and the Madrid Agreement on the International
Registration of trade marks shouid show the way.

2.8.6. Finally it Is worth mentioning the Locarno~Agréement of 1968 Estab-
Iishing an International Classification for Industrial Designs which Is
used by a number of Member States for classiflication purposes onily.
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Berne Conventlon for the Protection of Literary and Artistic Works.

2 gee the declislion of the Benelux Court of gustlce ofk22 May 1987 In the M:}
case Screenoprints Ltd. v Cltroén Nederland B.V.. .

3 see Article 5 of the Royal Decree of 21 July 1940 as amended on N
23 May 1977 and 24 June 1979. - i

4 Directlve 89/104 EEC OJ No. L 40 of 11 February 1989.

5

Paris Conventlion for the Protection of Industrial Property.

6 The World Intellectual Property Organization.
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CHAPTER 3

THE_COMMUNITY AND THE ISSUE OF THE PROTECTION OF DESIGN.

3.1. The Communlity and the Issue of the protection of Design.

3.1.1. As It appears from chapter 2, 6ne could hardiy find another fisld of
intellectual property leglslatlon where differences are more marked among
Member States than In the fleld of the protection of designs. Partiy for
historicai reasons, partly because of the different approach chosen by
legislations as vregards this Issue, the Instruments avallable for

protection of design vary to a very g'reat extent from one country to

another.

3.1.2. It Is not the Commission’s Intention that this Green Paper should
Include a detalled study of comparative law on this subject matter going
beyond what has been set out In chapter 2. A number of studies have been
carried out In the last few years, which glve a sufficently detalled
picture of the situation In the different Member States. A reference to the
solutions adopted at national leve! will be made whenever necessary in the
subsequent chapters dealing with specific legal Issues and this should be
sufficient for the purposes of this paper.

3.1.3. Taking a Communlty approach, the sltuation as set out in chapter 2
appears to be quite unsatisfactory. An economic unified area — the internal
market - split into a number of territories where substantially different
rules would govern design protection could hardly function In a
satisfactory manner. This might seem obvious but an analysis of the various
aspscts under which this Issus might affect the Internal market will give a
better view of the Importance of the problem.
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3.2. The free movement of goods.

3.2.1. The case law of the Court of Justice on the Interpretation of
articies 30 to 36 of the EEC Treaty (hersafter referred to as EEC) offers a
number of 1leading cases as to the extent to which Intellectual and
industrial property rights may be relied upon to prevent goods from being
supplled across the Community‘s internal frontiers. Basically thls case law
establishes that, once goods have been lawfully (with the right owner's
consent) put on the market In a Member State, intellectual or Industrial
property rights including design rights can no longer be relied upon to
restrict the free circulation of goods within the Community.

3.2.2. There are however clear limits to the effects of the doctrine of the
so-cailed "Community exhaustion of rights”. There are number of cases where
Article 36 EEC will continue to authorize the right holder to restrict the
free movement of goods within the Community. This is the case In particular
when rights reiating to the same subject matter are in different hands in
different States (and there Is no econoﬁlc link between the right holders)
or when a right exlsts within a glven State but not in other étates.

3.2.3. While this sltuatlion can be expected to be rather uncommon In flelds
like patent or trade mark rights, where a unltary instrument (the Community
patent or the Community Trade mark) wliil be at the disposal of the
industrial operators and where a substantial harmonisation of national
legislations has been carried out elther directly (First Councli! Directive
to approximate the laws of the Member States relating to marks 1y or
Indirectiy (impact on the national |eg|s|aflons of both the European Patent
Conventlon and the Agreement relating to Community Patents), the risk is
particularly great that in a situation with so littie legal homogenelty as

is the case in the fleld of designs, Article 36 EEC could come into play
rather frequently.

3.2.4. An example of this slituation is the difference in the protection of
designs of spare parts. Whereas under some national legislations industry
can in principle seek protectlon for spare parts by registered design, this
is not the case for functional parts In the U.K. following the most recent

O
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legistatlion introduced there in 1988. This situation will therefore create,
if nothing Is undertaken to change it, a barrier between the U.K. market
and the other markets.

' 3.2.5. Action by the Community in order to minimise the negative Impact of

natlional measures compatibie wlth Article 36 EEC on the internal market in
the fleld of designs seems therefore to be Iimpsrative. The Instruments
capable of achleving this result will be set out later.

3.3. Ensuring that competition in the common market is not distorted.

3.3.1. A second reason for the Community to take an Initlative in the fieild
of design Is the need to ensure that each undertaking operating within the
common market benefits from equal conditions of competition with its
competitors (Article 3 (f) EEC).

3.3.2. The dlifferences In the existing legal systems of design protection
constitute per se a factor of tack of homogenslity and of distortion of the
conditions of competlition. The manufacturer of a product incorporating a
design who wishes to commercialize it In several Member States has to seek
protection under a number of legislations: he will need costly legal advice
and a very cumbersome managing of hils varlous registered rights in the
varlous States. The difficuities stemming from different protection systems
are reinforced by different rules of enforcement.

3.3.3. This situation may still be manageable for very large Industries,
which can invest large amounts of money in the promotion and the protection
of their designs. it Is, however, not the case for small or medium sized
industries, which are hardly aware of the exlistence of these differences in
legisiation and which could not bear the cost of legal assistance which
would be needed. This Is a particulariy 'serious observation, 1If one
considers that much I[nnovation has been made possible by Industrial designs
developed within small and medium sized snterprises, which couid be de
facto prevented from fully exploiting the possibillties offered by the
Integrated Internal market.

3.3.4. There are however other aspects under which competition would be
affected within the common market by the existing differences in design
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protection. In countries where design protection legislation offers an
insufficient degree of protection products will tend to be copied more
readily than In jurlisdictions where designs are effectively protected. The
coples, which as a rule are produced at a lower cost than the original
ones, wlli be able to undercut the latter in the market place. This will
directly affect the proper functloning of the Internal market as lilegally
copled products wiil tend to occupy !n a Member State with weak protection

a bigger share of the market than they do elsewhere. Moreover, there is a

real risk that such products would find thelr way In one manner or another
on to natlonal markets where there Is an efflcient protection. Stopping
them would need legal actlon by the owner of the orliginai right, by which
time they might have reached Innocent economic operators. Moreover, the
need to take actlon agalnst Imported goods would tend to perpetuate
controls at the Internal frontliers, which is contrary to the general policy
of the Community under Article 8 A EEC. To obtain a reasonabie degree of
homogeneity In the conditions of competlition among undertakings it |is
therefore necessary to approximate the rules applicable to Industrial
designs, sd that anyone could have a clear view of the conditions to fulfii
In order to get protection in each Member State.

3.3.5. Further, Member States may protect designs of domest lc origin and
designs originating in another Member State differently. Under Articlie 2(7)
of the Berne Convention Contracting States may deny copyright protection to
such designs as do not enjoy copyright protection in thelr country of
orlgin (except where the country where protection Is sought has not
introduced specific legislation on designs). By virtue of that provision
France would be able, for Instance, to deny protection under copyright law
to ltalian designs, protected in Italy by a deposit. Similarly for designs
originating In countrles where copyright Is applied to designs In a
restrictive way a French court would have to ascertain whether or not a
speciflc design enjoyed copyright protection In the country of origin in
order toc declde whether that design Is eligible for protection under French

cobyrlght law. This would lead to a difference of treatment between

nationals of different Member States, which would run counter to the
principle of non-discrimination enshrined In Article 7 EEC.

gmw}
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3.4. Improving the competltiveness of the Community economy.

3.4.1. Quite apart from the overriding concern of complieting the Internal
market, there Is a further reason for the Community interest on the subject
of design protection. This Is the interest to develop pollc[es which will
improve the competitiveness of the Community’s economy in relation to its
external trading partners. For this reason alsd it Is Important that
European designers and firms can rely on legal protection for their

products iIn order to recoup the investment which design development
entails. A

3.4.2. In the fleld of designs Eurdpean legislations are probably among the
most advanced In the worlid. They are, for example, faf more advancéd than
the outdated US Design Patent approach which the US Congress has for the
last 30 years falled to update. The ﬁulflpllclty and lack of hombganelty of
European leglislations constitute, however, a major obstacle for European
Iindustry In defining commercial strategles which could rely on a unified
domestic (European) market. Unlfy!ng'European legislations would therefore
facilitate the efforts of the European Industry and the European designers

to consolidate and dsvelop the position of European design in ths world
market.

3.5. The fight against piracy.

3.5.1. Improving the conditions under which the misappropriation of designs
can be fought within the Community is also a reason for an Initiative of
the Community. The fight against plracy can be facilitated by creating a
unitary Community-wide legal Instrument, by harmonising substantive ilaws
and by promoting the Introduction of effective sanctions and remedies in
nationa! legisliations.

3.5.2. The rights resulting from the creative effort of European designers
and the substantial Investments from European undertakings in this field
shouid however also be protected against misappropriation by others outside
the external frontiers of the Community. This objective can oniy be pursued
by a policy of Improvement of the level of protectlon under intellectual
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and Industrial property rights at the worid-wide level. Unifying the
Community legislation in this fleid would automatically strengthen the

negotiating position of the Community In the international framework.

3.6. The legal instruments for a Community Initiative.

3.6.1. In approaching the problem of the protection of design the Community
Is confronted, as usually in the fleld of Industrial or intellectual
property, with the “"terrltorlal® character of the rights concerned. Rights
conferred by registered designs as well as unfeblstered rights Inevitably
extend only as far as fhe territory of the siate concerned. A protection
covering more than one State can therefore only be obtained by an
undertaking by applying the mechanisms established by the Paris Convention
or the Berne Copvantlon. This Implies the necessity to provide for a number
of parallel registrations In dlfferent States by registered designs, or to
invoke different rights which arose as a consequence of the creation In
each of those States where a cépyrlght approach Is admitted.

3.6.2. As has been shown above, the consequences of thls. sltuation are

twofold:

- It lIs extremely difficult for a firm to assess In advance all the
intricacies of the various legal systems and therefore to compiy with the
necessary legal requirements In order to obtain the appropriate
protection everywhere it Is needed;

- this situatlon leads Inevitably to an extensive appliication of the
derogation under Article 36 EEC In relatlion to the free flow of goods and
to a very unsatlisfactory result concerning the conditions under which an
undistorted competition among undertakings can be carried out.

3.6.3. In endeavouring to provide for remedies for this situation, the
Community Is confronted with two possible approaches, which are not
mutually exclusive.

3.6.4. The CQmmunlty’cou|d agree to llve with the “"national" terrltorlallty
principle. In this case it should try to overcome the prombliems which
confront Industry by providing a sufficient amount of "harmonization“. If
the basic approaches of Member States were similar enough to permit

\\.,,,,/ d
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industry to work easily on a multinational basis, an important target would
already be achleved. This Is the approach the Community adopted for the
protection of topographies of semiconductor products or for the legal
protection of computer programs. it Is also baslcally the approach followed
in the trade mark fleld by the first approximation directive, even If In
this field the. Community initlative Is suppleménted by the proposal fqr the
Community trade mark. .

3.6.5. A second possibility for the Community would be to abandon the
"national" territoriality prlnclplek and to replace it by a *“Community®
territoriality principie. This Is the approach followed for the Community
patent and the Community trade mark. !n both these cases the right arises
through registration. There is however no compuisory 1ink between such a
characteristic and the Community-wide nature of the right: one could
perfectly well Imagine an unregistered right which extends to the whole of
the COmmunlty and Is regulated exciusively by Community legisiation.

3.6.6. As indicated before, these two approaches do not excliude each other.
One could imagine a system whersby a Community-wide right would coexist
with nationally limited rights, the cholce belng left to the applicant for
the right. This is the solution advocated by the Community in the trade
mark fleld. 1t aiso corresponds to the European and Community Patent
system, where Inventors may choose between purely national patents,
European Patents and a Communlity Patent.

3.6.7. The legal instruments which could be used by the Community to tackle
the problems of the legal protection of designh are therefore basically two:
the harmonisation of natfonat legisliatlions by directives or the creation by
way of regulation of an autonomous Community legisiation coexisting with
the national legisliations.

3.7. Exclusion of an International convention.

3.7.1. At the present stage of development of the Community and in view of
the close link between the problem of legal protection of design with the
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compietion of the internal Market, the possible establishment of an
international Convention among the Member States should be dismissed for a
number of rsasons which nesd not be repeated here In detail.

3.7.2. It should be sufficlent to recall that the only sound reason for
choosing the Iinstrument Aof an International convention would be the
possibiiity of Including the EFTA countries In the negotlatlions from a
very early stage. It Is true that there might be a real interest for the
Community in creating the possiblilty for the EFTA countries to participate
in whatever system Is Qolng to be adopted, as they are close and Important
commerclal partners. This need will however be accommodated by the current
negotiations on the "European Economic Area" between the Community and
EFTA. The procedural mechanisms which will be adopted as a consequence of
these negotlations will no doubt be applicable to the present Initiative,
so that this very specific point can be taken care of without resorting to
an international convention.

3.8. A Community Directive.

3.8.1. The approximation of natlonal_leglslatlons could be achieved by a
directive based on Article 100 A EEC. It could hardly be doubted that the
differences between the natlona!l leglslations and thelir impact on the
functloning of the internal market are so great that Community intervention
wouid be Justiflied. As to the doubts which In the past have been expressed
concerning the jurisdiction df the Community to leglisliate on matters which
fall under Article 36 EEC, they have been swept away not only by a number
of very convincing legal arguments based on the Court's case law, but aiso
by a number of precedents, where the Councili has legislated tn this field
(Directive on the legal protection of the topographles of sem!lconductor
productsa, First Directive to approximate the laws of Member States
relating to trade marks3), whiist a number of other proposals for
directives are currently being examined by the Council. \

3.8.2. Even If there are no doubts concerning the legal possibllity of

using a directive for this purpose, one has to consider serfously a number

of questions which would Inevitably arise. First of all, without preempting
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the analysis which will follow in the next chapters, there are three major
leQal areas where an approximation of legislations couid at first sight
appear to be useful: The speciflc Ieglsiatlon of registered designs, a
number of aspects of general copyright law and some aspects of unfalr
competition legisiation, particularly those provisions concerning slavish
imitation. The degree of difficuity In endeavouring to harmonize each of
these three areas varles greatly.

3.8.3. At a first sight a harmonization of the specific legisiation on
registered designs appsars to be feaslible. Such legisliation exists In 11
Member States and Greece Is probably going to adopt a similar leglisiation
in a foreseeable future. The frequency with which Industry has resort to
the protection given by these specific natlonal systems varies a great
deal, as It Is linked to the extent to which other forms of protection are
avallable or more easlly enforceable. Notwlthstanding fhls it remains the
main form of protection, the one which has been conceived specifically for
the purpose of protection of Industrlal designs. However, the difficulties
of achleving uniformity by way of harmonization in this area should not be
underestimated.

3.8.4. The difficulties in harmonizing the relevant aspects of copyright
law would be greater. The positions of Member States on this point differ
ffom on one extreme an all-embracing protection under fhe *unlity of art"_
theory (France) to on the other extreme, a protection .dependent on
compliance with very strict requirements, llke the "sc¢cindibilita® of the
artistic work from the product to which it Is applled (italy) or the
existence of a particutarly hlgh artistic merit (German}, Spain and
Portugal). in 1962 Professor Rosclohl4, in his report on this question,
which was limited at that time to the situation In the six original Member
States of the Community, already stressed the enormous difficuilty 'of
bringing together such diverse views, and the doubiing of the number of the
Community Member States can only have Increased rather than diminished this
difficulty. Before embarking upon such a hazardous task one should
therefore conslider very cérefully whether the possible results would
Justify the effort.
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3.8.5. As to ths unfair competitlon aspect, the difficulty wouid mainty
stem from the fact that It would hardly be considered appropriate to
approximate a "slice" of legislatlion, concerning its application to dééign,
whereas It would be probably worthwhile for the Community to consider at
the appropriate time an initiative aiming at a more general harmonisation
of the legislations In this fleld. '

3.8.6. There Is a second aspect which has to be considered In relation to a
directive. The harmonization couid only achieve the resuit that
territorially timited rights would be governed by similar rules, thus
helping industry in seeking a protectlon_ln the varlious Member States. The
territoriality principle would however entall the result that the provision
of Article 36 EEC would remain appllcabie. Any time two Identical 6r
substantially similar designs are protected in two different States and
they bslong to different owners (with no economic links between them), each
of them will be able to enforce his rights In the State where hse |Is
protected and thus prevent the entry of the other person‘s goods. '

3.8.7. In summary, It could be malntained that the recourse to a
harmonisatlion directive under Article 100 A EEC is legally possible. The
édoptlon of such a dlrective would improve the situation considerably, but
would not overcome the "national" territoriality principle and would
therefore continue to oblige Industry to seek a number of national
protections, with possible repercussions on the free movement of goods
under the rule of Article 36 EEC. It may be worth-while, however, to take
an lnltlaflve as far as the specific leglstatlions on registered designs are
concerned. On the other hand It would be very difficult, even under the
rule of the qualified majority, to find common solutions in the foreseeable
future for approximating copyright legisliation relating to the conditions
under which a design can be protected as a work of applled art and
consequent!y on a common rule on the "cumutation" of protection under a
registered design and the general copyright Iéw. Harmonization of unfalir
competition rules could also better be dealt with separately under a
general approach In relation to the needs of the functioning of the
Iinternal market, and not speclfical!y for the case of design.

N
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3.9. A Community Regulation.

3.9.1. An alternative solution would be the creatlbn of an autonomous
Community legislation, which would institute a unitary protection valid in
the 12 Member States. It Is the approach foliowed so far for the Community
patent (by Conventlion) and for the Community trade mark (by Regulation).

3.9.2. This solution wouid present the great advantage that 1t could be
developed with greater freedom than any change to be Introduced in ex{stlng
leglslatlon.'One could hope that Member States would look for the most
approprlate and advanced solutions when starting from scratch.

3.9.3. it would also give Industry an instrument fully adapted to the needs
of the internal market. As the protection would extend simuitansousiy and
uniformly to the 12 Member States, It would offer a tool corresponding to
the scale of the future Integrated market and It would at the same time
counter the risk of Articie 36 EEC being Invoked to stop the free flow of
the products protected throughout this market.

3.9.4. The solution under discussion could be achieved in two forms: the
Regulation could set up a "Registered Community Design”, managed by a
"Community Design Offlice", or it could create an “Unregistered Community
Design" which would be protected without registration formalities. The
choice hetween the two approaches, or possibly the introduction of both,
would be a matter of pollicy, but It seems clear that the Communlity would
have Jurisdiction for acting In this field In view of the lacunae any
approximation of legislation would In any event leave in the establ!lishment
and smooth functlioning of the lnter;al market.

3.8.5. 1t would seemvpremature at thils stage to examine In detall whether
an Inltiative of the nature described shouid be based on Article 235 EEC as

was the case for the proposal for a Regulatlon on the Community trade mark,
or on Article 100 A EEC.
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3.10. Reiatlonship of a Community-wide design with other forms of

protection.

3.10.1. The solution of a Communlity design would Immediately raise the
question of 1Its relationship to the existing national systems of
protection. This is a compliicated issus, but of paramount Iimportance to
Industry, as it wouid be unthinkable that the new Community-wide protection
could supersede, from one day to the other, all other forms of existing
national protections. Two chapters of this Green Paper are devoted to an
analysis of thls question, both under the legal aspect of the preservation
of acquired rights and the policy aspect of a future coexistence of the
national forms of protection with the Community design.

3.10.2. Without prejudging the results of this .analysils, it should be
emphasised at this stage that the complexity of the probiems raised by the
issue of legal protectlon of design makes a progressive and Inventive
approach In the forthcoming Community action highly desirable. The creation
of a Community design right will probably have an Impact on design
activities which can hardly be foreseen today. Thls will therefore, in all
likelihood, require, also In the future, a dynamlc legisiative activity by
the Community, to remove or smooth out unwanted effects and to proceed
towards a more Intimately unified system of protection.

3.11. Establlishing a balance between the rights of the design owner and the

Interests of third parties and of public at large.

The creation of a Community design railses another policy question to
which the Commission Intends to give careful consideration. The grant of
exclusive rights to design owners must be carefuily weighed against other
considerations In order to avoid unduly restrictive effects on legltimate
competition. This problem particularly arises with functional designs in
which case a technological Innovation Iis very often Invoived. It Is
important that due regard be paid to tha interests of third partles and of
the public "at large In deflnlngvthe ruies which should govern exclusive
rights under a Community solution.

N
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CHAPTER 4

WHAT KIND OF DESIGN PROTECTION DOES INDUSTRY NEED?

4.1. The wishes and expectatlons of industry.

4.1.1. Though no formal consultation of Industry or other lnterestéd
circies has taken place or was Intended before the publlcation of this
Green Paper, some Industries have already Informaily indicated Iin writing
or orally In discussions with the services of the Commisslon their wishes
or expectatlons as regards the protection of Industrial 'deslgns. Such
comments have been very helpful as they enable the Commission to ldentify
and understand the difficulties which confront specific industries when
applying existing protection systems to their designs.

4.1.2. However, 1t emerges clearly from commenfs received that the wishes
and expectations of Industries cannot be centered around a common
denominator. Elements, which by one Industry are consldered as highly
desirable, are by other Industries considered less desirable or even
counterproductive.

4.1.3. Though It goes wlithout saying that the Community cannot embark on
legislation which 1s speélflca||y directed to one or éther sector of
industry, It Is possible to examine whether It would not bs feasible to
remove such negative aspects of exlisting protection systems which have
proven counterproductive to strike a reasonable balance between the various
interest groups: designers, industry, consumers. In this way a compromise
solution satisfying the most pressing needs of a majority of Industries may
be within reach.

N’
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4.2. The “"ldeal” protection.

4.2.1. The Ideal protection Is by many Industries seen as copyright
protection or a protection akin to copyright., The advantages seen by
ingstry in the application of copyright to industrial designs are obvious.

4.2.2 Copyright Is long lasting and offers automatlc protection from the
moment of creation of the work or Its fixation without any formalities
whatsoever, that Is without registration and payment of reglstration and
renewal fees. At the International level a highly satisfactory framework
for recognition of rights eilsts in many countrles and regions due to the
general adherence by industrialized and seml-industrialized countries to
the Berne Convention or the Universal Copyright Convention.

There Is therefore In the eyes of some Industries no reason why the
approprlate legal regime should not be copyright pure and simple.

4.2.3. However, the reasons why many leglislations as set out in chapter 2
do not apply copyright law in a sweeping way to provide for the protection
of industrial designs are, it appears, quite valid.

The interests of those who create designs must In many cases be balanced
agailnst the Interests of other stake-holders, which often Incliude also
competing designers and producers within the same sector of Industry, and
soclety as a whole. For traditional literary and artistic works the long
lasting protectlion of every artistic expression has not caused problems.
Copyright does not grant a genulne monopoly, only protection against
unauthor lzed reproduction. This protection has In no way hindered the
creation of new works. An average 600.000 new llterary titles are published
every year at the worldwide level and the allegation that one of these
works constitutes a reproduction of a previous work Is extremely rare.
Since the protsction is IImited to the expresélon of the idea of the author
and not extendad to the idea itself there are no limits to the freedom of
imagination of the author and consequently also no reason why soclety In
order to promote the creatlon of new works needs to serlously limit ths
length of protection or the scope of protecflon of previously created works
or to make protection dependent on the work In question possessing certain
minimum quallities. ’
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4.2.4. The appllcation of the same legal regime to products having a
practical function Is, however, not In all cases self evident. The freedom
of the designer may, If the product is to perform the function for which It
has been concelved, be more Ilmited than the freedom of an author of
fiction. There may well be a 1imit to the number of ways In which a
specific product can be designed {f the constraints dictated by its
intended function are to be respected. If and when this Is the case.a long
lasting protection and the general exclusion by copyright tfaw of
reproduction of even small parts of a work may Imply the creation of de
facto monopolies In the market. For this reason a number -of legisliations
have |imited the use of copyright law for the protection of industrial
designs. The Justification for this approach cannot in al! cases be denied,
but equally appears not to be self evident for all Iindustrial designs. The
more artistic a design ‘the more artificial the denial of copyright
protection appears to be ahd the more functional a specific design Is the
more artificial the appl|catlon'of copyright to protect a specific design
appears to be. ‘

4.2.5. Member States of the Community have found solutlions to these
probiems In accordance with thelr individual 1legal traditions. Iin one
jurisdiction copyright may be applled sweepingly to protect Industriail
designs (Franuei, in other jurisdictions the appllcation of copyright Is
limited (Denmark) or Is even extremely |imlted (Germany). None of these

-approaches can be said to ba “right" or "wrong".

4.2.6. With the exception of the UK and ireiand, those Member States where
copyright Is not applled in a sweeping way to protect Iindustrial designs
arrive at the result deslred by applying the originallty requirement of
copyrlght law In a way which Is different from the way copyright Is
applled for the protection of artistic and |1terary works. The resuit of
this approach Is that Industrial designs ("works of appltied art") in
certain Jurisdictlons must pass a higher work tevel test ("originality")
than traditional llterary and artistic works. This resuit Is by many
industries seen as unreasonable and unnecessary and they express the wish
that the protection of Industrial design shouid be provided for under the
umbreiifa of copyright faw. This result Iis according to this school of

‘\..,,,,/
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thgughi to be achlieved by means of a harmonization of the originality
requirement at its lowest level. What Is worthwhlle copying Is worthwhile
protecting, it Is clalmed.

4.2.7. It appears to be extremely dlfflcult to comply wlth the wishes
expressed by some Industries as regards a general, generous application In
all Member States of copyright law as the Instrument for the protection of
Industrial designs. Not only would the harmonization of the originality
criterion prove to be an extremsiy difficult task, begause the different
appllcatlon of the criterlion Is based on different Iégal and not least
cultural traditions, but the Commisslon aiso has reservations as regards
the ultimate justification for the protection of sometimes fairly banal
products by copyright. It Is In the eyes of the Commission preferable at
the present stage of development of Community law first to examine whether
some of the legitimate concerns of Industry as regards formallities, costs
and other factors could not be met In a different way.

4.3. Grlevances as regards the protection of industrial designs by way of
registration. .

4.3.1. Comments made by industry as regards the protection of industrial
designs by way of registration seem to Indicate that not all sectors of
Industry are opposed to a reglstration procedure as such, but only to some
specific features of registration as practiced in some Member States.

4.3.2. Most criticized Is probably the way Iin which the novelty requlrement
s applied and iIn particular the fact that disclosure of the design by
designer prior to registration may In most Member States deprive the design
of its novelty character. ' '

4.3.3. In France, however, commerciallsatlion of a product to which a design
Is applied prior to registration does not have the effect of destroying the
novelty of the design. French Industrles are reported to be of the opinion
that this Is an appropriate solutlon. They underiine, however, that glven
the existence of exactly opposite rules In other Member States, It
constitutes a trap, Into which French enterprises often fall. Relying upon
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the contents of the French legisiation they put thelr design products on
the market In France, with the effect that they wlll be deprived of the
possibltity to register the design in other Member States due to flack of
novelty.

4.3.4. The effect that prior use of a design may deprive It of Its novel
character has serious Implications for those Industries which In fairty
short Intervals develop a great number of designs, out of which only a few
become a commefclal success and for that reason need protection against
reproduction. Under the current legal sltuatlon' In most Member States,
manufacturers are prevented from testing thelr products In the market
before undertaking the expenditure of registration. For certaln Industries
developing a high number of designs, such as textiles, fashion, shoes etc.
these costs can be considerable in particular in Jjurisdictions where
"multiple deposits” are unknownl.

4.3.5. This criticism of existing registration systems appears to be
justlfléd. The purpose of requiring that a design, to be protected, must be
novel is to make sure that designs, which ‘are known or even widespread
within a given industry, are not appropriated by a single manufacturer.
Further,the requlrement prevents proprietors of designs in respect of wh!ch
the protection period has expired or Is close to expiry from fillng a new
application for reglstration and by this way obtaining a proiongation of
thelir excluslve right. There appears, however, to be no valld reasons for
denying manufacturers of design products the possiblity of testing the
commerclal vaiue of thelr products In the market place before making a
decision on which designs to protect by way of registration and which
designs to give up. A grace perlod of some length appears Indeed to bs
called for. '

4.3.6. There are probably no objective criteria for the exact fixation of
the length of the grace period. 1t Is suggested that a perlod of 12 months

may suffice for most Industries to put them in a position to determine

which designs to protect on the basis of demand for the product. A legal
provision to that effect could be drafted as in Article 5 of annex 1. This
issue Is discussed further In paragraph 6.2.3. and 6.2.4. below.

ari
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4.3.7. The use of a design before reglstration implies, howsver, the risk
that the design Is mlsapbroprlated by a competitor before registration. The
competitor could possibiy flls a claim for registration before the rightful
owner, with the effect that the necessary invalfdation of the registration
becomes both cumbersome and often expensive. Agalnst this risk there
appears to be only one effective remedy, automatic protection as from the
first commercial use or pubtlcéijon of the-design. In paftlcular'textsle
industr ies have. strongly bolhted oufgthe necessity of the Infréductlon of a
certain automatic protection, at least for a |imited period of tims.

4.3.8. In the U.K. an"unrég{siéfgd‘deslgn»préiéctloh has been Introduced by
the 1988 Cépyrlght; Designs and Pa;ents Aéiz.'jn‘the pther‘jurlsdlctlons
a genuine automatic protection Is unknown, apart from thejéﬁpllgatloh of
copyrlght. It needs to be discussed whether,thetfntroductlon of a period of
automatic protection Is compatible wlth thg legltimate Interests of all
parties concerned and wheiher thé claim by some Industr]es' for -such a
protection is justified.

4.3.9. The purpose of registration Is to create legal certalnty as to which
designs are protected and which are not. The Introduction of an
unfeglstered design protection -~ even if severely limited in time - Is
bound to rsduce‘the legal certainty described. Competlitors may arrive at
ldentical or substantial similar designs by Independent dsesign activities
and may In good faith exploit or prepare the commercial exploitation of
such desligns. Consequent!y the scope and content of such a posslible right
would need to be set out with due regard to this fact. However, as long as
copyright protection or protection by way of unfair competition law Is
applied by Member States to designs this uncertainty will aiready exist In
so faf as creators choose to rely upon such protection and not register.
Further, the risk of arrlving at Identical designs In the course of
independent activitlies appears to be rather silght. The fact that
unregistered design protection has been accepted in a highly Industrialized
country like the UK speaks In favour of the assumption that the risks
inherent Iin sucﬁ a solution should not be overestimated. As regards the
justification for such a claim by Industry, the Commission 1Is of the
opinion that an automatic protection timited In time could constitute an
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important ald for industrlies having to invest heavily In design activities.
These Industries are often in a difficult competitive situation compared to
industries which arrive at thelr designs by way of copying. The Commission

therefore suggests, that the Introduction of an automatic protection for a

limited period — for example three years from commerclalisation - could
constitute a useful instrument in strengthening the competitive position of
European Industries and that no compelling reasons prevent the Community
from adopting a carefully welghted solution. Protection beyond the three
years suggested, would be dependent on registration within the flxed grace
period. A legal provision to that effect cpuld be drafted as Article 9 in
Annex 1. The length of protectlion and {;e nature "of the unregistered
design right will pbe further discussed in paragraph 4.3.16 et seg. and In
chapter 6 beliow.

4.3.10. Closely related to the issue of noveity Is whether the fulfliment
of this condition for protection should be established by an examination
procedure prior to the grant of protection or whether an examination can be
dispensed with.

None of the reglstration authoritles of Member States are In a position to
establlish or endeavour to establish whether a design filed for reglstration
under national iaw Is "new" In the sense of never seen before Ln the entlire
wortd. Varlous quailflcations of the notlon of novelty have been Introduced
and very often the examination - If any - Is restricted to designs
previously registered within the same jurisdiction within a given span of
years. The fact that a design has been accepted for registration doss not
imply, however, that its novel éharacter cannot be challenged by third
partles. "Not novel” may in infringement cases brought before the courts by
the owner of the reglstered design be a defence by the alleged Infringer or
third parties may during the duration of the design right challenge the
validity of the registration either before the registration authority or
before the courts as the case may be.

4.3.11. Industries appear to be In favour of a protection system, which -Is
not based on examination as to substance prior to registration.
Reglstration should follow immediately upon fliling of the application for

registration to shorten the adminlistrative procedures to the extent
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possible and to keep costs down. If an applicant takes out a registration
for a design which Is not new it is at his own risk. This position by
Industry Is a loglical consequence of Its preference for a protection system
which Is not based on any formalities whatsosver.

4.3.12. The Commission agrees that formalitles - and costs - should be kept
to a minimum. For this reason the Commission services have examined whether
the novelty criterion could be replaced by the criterion of originality in
the sense of "produced by the designer himsslf and not copled”. While
theoretically possible, the choice of this optlon would necessarily have an
impact on the contents of protection In the sense that protection also as
regards the Reglistered Community Design could no longer be granted as a
monopoly, but oniy agalnst unauthorized reproduction. The questlion whether
this would be In the Interest of Industry will be discussed at the
appropriate place in this Green Paper.

4.3.13. 1t Is therefore submltted that the criterion for protection should
be one which, on the one hand contalns elements to the effect of demanding
a certain degree of novelty, and on the other hand be such that no
examination as to compllance with the condition In substance is necessary.
For this reason the Commission suggests the condltion that the design has a
distinctive character. This notlon Is discussed and explained In chapter 5.
For the purpose of thls chapter It suffices to say that registration of a
Community Design wlll not be based on examination as to substance.

4.3.14. The costs of reglistration must be kept at a low fevel. This is a
request often heard voiced by industry, In partlculaf,by smali and medium
sized enterprises, and the Commlssion fully shares this concern. Without
going Iinto detall on -this question In thils chapter of the Green Paper, It
should be emphasized that In order to be a success, the new Community
protection system must be made flinancially attractive to use In the esyes of
industrles. '

4.3.15. A further point of criticism against exlisting national design
protection systems volced by some industries is the absence In some Member
States of provisions permitting the simuitaneous registration of maltiple,

interrelated designs by one act of registration only. For example a
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manufacturer of tles needs to be able to protect all the colour variations
of a specific design by one act of registration only, Instead of filing an
appllication for each different tle. Thé Commission Is of the opinion that
no convincing argument can be advanced against such a solution except the
wish to increase ths lncome.of the reglstrétlon authorlty stemming from
registration fees. The need of Industry to keep Iits unproductive costs as
low as possible seems to be an overriding consideration in this respect.

4.3.16. Finally, the llmited term of protection under registered design
protection laws as compared to the very generous term of protection under
copyright law 1Is one of the strongest afguments voiced by industry In
favour of copyright protection and against registered design protection.
However, that registered design protection Is too short is only partly
trus. According to the French law of 1909 the registered design protection
can upon renewal last for 50 years. In Portugal there Is no limitation In
time whatsoever. In other Member States the term of protection varies
between 10 years (Spain) and 25 years (UK)3, Germany has twenty years,
the Benelux countrles, Denmark, lreland and ltaly have 15 years.

4.3.17. The need as regards the term of protection varles from one
industrlal sector to another and may within one and the same Industry be
different from one design to another. Many designs are by nature
shortilived. Designs applled to‘textlles and fashlion goods have an extremely

short economlc |ifespan, which industry endeavours to make Increasingly

shorter by the rapid Introduction of new designs making those of the
previous season look outdated. The designs of other Industries may last
fonger. 1t is often not demand by consumers which decides the length of the
period In which a specific design can be found on the market, but the
commercial polilcy of the individual producer.

Whereas US automoblie producers saw thelr interest In putting new models on
the market every year, at least some European car manufacturers - for
exampie Citroen - keep desligns virtualiy unchanged for a great number of
years. Some designs become classlc and may be "evergreens”, for example
the famous Cartler deslign of ladies’ watches with Roman figures. The design

A
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of the basic element in Lego’'s toys.has remained unaltered for 40 years.
These facts lead Industry to claim protection in principie for the time a
design Is used for the marketing of the product to which it Is appiied.

4.3.18. The falrly limited duration of dgslgn,protectlon in a number of
countries Is clearly a consequence of the forementioned "patent approach"
to design protection. For Inventions the needs of socliety at farge make It
necessary that the monopoly granted through the patent céases to exlist at
the time when the Inventor Iis presumed‘to have recouped his investment. At
that time the Inventlion falls Into the pubiic domaine. It Is not only
economic consliderations which dictate this consequence. Also the need of
soclety to be able to freely use the iInvention and further develop the
invention makes an early end to the monopoly a necessity. in this way
technological progress iIs furthered. These considsratlons cannot be given
the same welght as regards a design right, which protects the appearance
only of a product, not Its technical functlion. As it Is the case for
Iiterary and artistic work§ a protectlion for the |ife of the creator plus -
at least - 50 years would In theory be a defensible solution for those
deslgné which are purely aesthetic. There Is, however, a certain overlap
betwesn appearahce and function. The more functional! a design is the more
justified the patent approach appears to be. A compromise solution taking
into conslderatio:ni the varlous contrary Interests Is clearly calied for.
The exact length of the period of protection wlll be discussed at the
appropriate place In this Green Paper. At this stage it needs only to be
concluded that a duration of protection which can satisfy the leglitimate
requirements of industry does not necessarily presuppose the appiication of
copyright as the primary Instruﬁent for the protection ofb industrial
designs, but that a satisfactory solution as regards term of protection
also can be found within the framework of registered design protection.

4.3.19. 1t Is thus submitted, that the approprlate legal vehicle for the
future protection of industrial designs at the Community level could be a
Community Registered Design protection system and that such a system could
meet the wlshgs and expectatlons of most Industrlies. Such a system can
- probably -~ not stand' alone, but should be accompanied by a partial
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harmonization of éxlstlng national design protection laws, and supplemented
by the application of national copyright jaws, where appropriate. But there
appears to be no need to abandon registration. Protection based on
registration should, however, finally be supplemented with an unregistered

design protection, strictly limited in time, but not Iimited to specific
industries.
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See paragraph 4.3.15 below.

Sectlion 213.

This term of protection is applicabie to registered designs only.
Unregistered design rights have a maximum duration of 15 years
computed in accordance with the provisions In section 216 of . the
Copyright, Designs and Patents Act 1988.
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CHAPTER 5

THE COMMUNITY DESIGN AND THE CONDITIONS FOR TS PROTECTION.

5.1. A Community Initiative.

~ 5.1.1. In the ilght of what has been set out In the previcdus chapters - the

lega! background characterlséd'byva variety of solutions .in the Member

States, the concern of the Community in the perspective of the achlievement

of the lnfernal market and the main grlevances that Industry expresses with

regard to - the existing slihatlon - the Commission has come to the

conclusion that an Inltlatlﬁe at Community level is necessary; This

initiative shouid basicaly consist of two elements:

- the creation of a Communlty Design grant!ng a unltary rlght for the
terrltory. of the Community and governed excluslve!y by Communlty law,

- a Jllmited approximation of the leglslatlons of ‘the  Mefiber States
retating to the substantive law governlhg specific protection of designs
by national registrations.

5.1.2. This and the followfng chapters will present the idea of a: Community
design, whilst the problems of the relationship of'thé‘Communlty Design
wlth'other national rights and the suggestions for épproxlmét1on of some
aspects of natlonal Ieglslaflons concerning the speclflc protection will
be discussed In the tﬁo last chapters of this Green Paper.

5.2. The Community Design.

5.2.1. The baslc lIdea Is to create a tool approprliate for the Internal
market. A unitary right, vailld throughout the Community and governed by
Community law, seems to be the answer to this need. Simliar conslderations

have justifled the Instltution of a Community Patent and a Community trade
mark. )
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5.2.2. Industry requires an efflclent protection. The accent Iis put,
however, on two different requirements aécordlng to the nature of the
Interests Involved. Sectors of Industry dealing wlth short-lived products
require protection wlthout the burden of registration, the term of
protection playing a secondary role. Other ‘Industry sectors appreciate the
advantages of reglistration as far as legal certainty Is concerned and
require a term of protection correspondlng to the foreseeable 1ife of thelr
products on the market. '
Both demands are valid and the Commission belleves that they could both be
met by lnétltutlng a Community Design which could assume two dlfferent
forms: .
- an Unreglistered Community Design, not subject to any deposit.
formalities, with a short term of protection (tentatively 3 years),
— a Registered Community Design, on the basls of an application to be
filed with a Community Design Office to be set up, with a term of
protection which could reach 25 years.

5.2.3. The Unregistered and the Registered Community Design would be
subject to the same conditions for protectlion and would give the same scdpe
of protectlon to thelr owners. The differences would mainly fle In the
rights conferred, In the deflnltlon' of the moment when the protection
arises and in the term of protection. The choice between the two forms or,
more accurately, the declision to obtain protection under the Registered
Community Design scheme having enjoyed protection under an Unregistered
Community Design, would_be eptlrely left to the user of the system.

5.2.4, This chapter wlll deal with the conditions for and scope of
protection. The questions of the rights conferred and of the term of
protection wili be dealt with under chapter 6.

5.2.5. Generally speaking, an approach simllar to the one now suggested by
the Commisslion has been favoured by the Max Planck Institute.
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5.3. The conditions for protection.

5.3.1. In trying to set out the conditions which the appearance of a

product has to fulfil In order to be entitlied to the protection under a

Community Design three questlons have to be consldered:

- Does the design for which protection Is sbught intrinsically correspond
to the definition of design?

-~ What Is the Impact 6ther designs -already exlisting may have on the
protection of the design In question? _

- What Is the degrees of Intervention from the designer required?”

5.3.2. Trying to answer each of these questions, the Commission has
considered successively:

~ the definltlon of the design,

- the requirement of "distinctive character"”,

- the activity of the designer,

- the cases where protection should be excluded.

5.4. Definltion of the design.

5.4.1. Design as an instrument for marketing.

There are many tentative definitions of the notlon of "iIndustrial Design”,
none of which Is universally accepted. This range of definitions refiects
the variety of theories on which the concept of design Is based. They all
have one element In common: modern Industrial design tends o be less
rellant on the notlon of “decoration® or "ornamentation" appiled to a
product and Instead to have the most Intlmate mérger of functionallism and
aesthetic value as Its purpose. The more a form corresponds to the function
for which the product is intended, the greater its design merits will be.

As a result of this trend, apart from raw materials, thefe are hardly any
commodities on the market which are not concerned by industrial design. The
Improvement of a shape In order to make the product to which It is applied
more suitable for the function It Is Intended :to play Is an obvious
requlrement for increased competitiveness In the marketplace.
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Manufacturers of goods are aware of the advantage that functlional
Iinnovation brings with It and they usually insist in this aspect when
advertising new products. The fact that, according to gensrally accepted
views, a functional Improvement aliso carrles with It almost lInevitably an
aesthetic plus value, Increases the economic value of the shape and glves
the producer further arguments Iin his advertising, by appealing to the
consumer’'s aesthetic senses. This applles even to food, beverages and
staple products, .as an lmporiant roie Is played by the shape of their get-
ups or trade dresses. To attract consumers - and even, for certaln types of
goods, a speclalised group of purchasers — it Is noﬁadays indispensable to
offer together with a mature technology an attractive appearance of the
product.

The slogan "Ugliness does not seli” Is not far from becoming a reality in-
the market. Industrial design has developed into one of the most powerful

“instruments for the marketing of Industrial products. Its Iimportance Iis

steadily growing, even In "hlgh-tech" consumer products. Competition
between manufacturers of some consumer electronic products is based on the
purity or elegance of the design just as much as on the technical
per formance of the product In question, which tends not to vary greatly
betwesen competitors due to the high level of technlcal quality generally
reached In the Industry, concentration of production of téchnlcal elements
and standardisation.

5.4.2. Deslgn as _an element of our culture.

it would, howsver, be unjust to |limit the meaning of design to a powerful
tool for marketing. Industrlal design corresponds aiso to one of the most
specific cultural features of our contemporary clviiisation. Without going
into theoretical Issues, which would be out of place In this context, it is
easy to demonstrate that our homes, offices, shops and factories, ths shape
of our cars, boats, trains and aeroplanes, even the form of the most common
objects we use In our daily llfe, Including tools and get-ups, are deseply
Influenced by Industrial design. bur whole environment Iis marked by the
assthetic values corresponding to design efforts. Protecting design |Is
therefore tantamount to encouraging the development of a trend which has
brought to people living In the Industrlialised countries an enormous
improvement not only in the material aspects of the quality of life, but
aiso In their receptivensss as regards beauty and comfort.
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5.4.3. The "overal!l concept" approach.

5.4.3.1. In seeking a legal definition of "design" It might be useful to
turn first to the designers, the peopie who create designs. Deslgnérs tend
to stress that designs correspond to an "overall concept”, i.e. to a
symblosis of ths function a product Is concelved to perform with a number
of features of Its shape, Including the cholce of the ’materlals, the
dimensions and the welght, Designers tend to wish to see the "overall
concept® protected, including all Its constituent features.

The Commission does not dispute that this way of understanding “"design®
corresponds to a cultural reallty. The Commission Is however convinced that
a protection of the "overall concept"” as such would entall serious
disadvantages. A protectlon sweeping In scope and comprising equally all
the functional elements would have repercussions on competition In the
market place. Once a product has been Introduced on the market In a given,
shape - e.g. a hearing-aid In the shape of a spectacle frame - the concept
would be monopollized by the designer or his successor in title. This would
be clearly an unacceptable result. Technologlcal improvements and enhanced
designs of the first concept should not be prevented by a monopely too wide
in scope. o

5.4.3.2. The "overall concept” Includes, next to elements relating to shape
and confliguration, elements belonging to the worlid of lideas and
"inventlions®, In the sense that they provide a technologlcél innovation. If
the Inventive step of such an Innovation |Is sufficiently high, the
*concept” can_be protected everywhere by a patent. If the requirements for
obtaining protsction as a patent are not met - and this will often be the
case - protection of the concepi may by sought In some Member States
through the “utliity model” and in the UK through the "unregistered design
right". There Is certainly a need to Introduce a protection of this kind at
Communlty level, to take care of the gap which exists In the otﬁer Member
States, and the Commisslon Is considering taklng an Initiative to this
effect. A "utliity model“ protection would however necessarlly presuppose 2
requirement of ™absolute novelty" In the patent sense. It would seem
awkward, as wiil be set out below, to make design protection dependent upon
such a severe condition, serious verlficatlon‘of which would necessitate a
more substantial search and examination procedure than is the case with
designs.

S
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5.4.3.3. Moreover, designers need to be given the freedom to develop new
designs on the basls of already established technical concepts. Provided it
takes place through Independent Intellectual effort. thé uninterrupted,
unimpeded enhancement of existing concepts should not be considered a
restricted act under any legisiation.

§5.4.3.4. For these reasons the Commission considers that the protection of
"design" should be achleved not by Instruments which protect a "concept"

or an "lidea", but by instruments which protect features of appearance.

5.4.4. The dengn industry approach.-

5.4.4.1. Design iIndustry usually considers that design Is the result of
three elements: a functional Improvement or technical Innovation In the
product, a creatlve contrlbuthn of aesthetlc nature by the designer, and
an investment by the manufacturéf to develop the'two preceding elements.

5.4.4.2. The Commission accepts that designs which meet all these three
requirements are undoubtedly deserving of protection. A strict application
of such a definition would, however, lead to a iimitation in the number of
designs which could be protected. When speaklng of “design® in this Green
Paper, the Commission wants also to cover designs which might lack one or
other of these elements.

Pure decoration applled on a product should also be conslidered, even if the
functional improvement Is missing (e.g. surface decoration of textliles or
of wall papers or of a tea-set). In certaln sectors, llke fashion or
Jewsllery, It might be difficuit to argue that a functional improvement is
always present. As to the "aesthetic value" of the design, certaln forms
can be dellberately “"ugiy” or "monstrous" in order to provoke the consumer
and still enjoy a comfortable success on the market. Finally, in certaln
cases the Investment explicitly directed to the development of a design
might be minimal, the manufacturing and trading of fhe products being the
result of the designer‘s own Iinitiative (e.g. in the case of
craftsmanship). The need for legal protection of the design Is, howsever,
present In each of these cases and should not be excluded for the sake of a
definition.
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5.4.5. The "aesthetic effect" approach.

From varlous national sets of rules it seems to emerge that a design, to
get specific protection, must shoﬁ a certaln "aesthetic effect". This
crlterjon is however of very llittle help, as it Is just as difficult to
define what "aesthetic effect" means as to define the notlon of "artistic
work"® In copyright law. : v

5.4.6. The negative approach: shapes which are not solely dictated by the
tecnlcal function of the products.

5.4.6.1. Most of the natlonal legislations (with the Interesting exception
of Denmark, a leading country In design products and the provisions of the
UK Copyright, Designs and Patents Act relating to the unregistered design
right) might be Interpreted as giving a negative definition of "des]gn" by
imposing that shapes which are exclusively dictated by the technical
functlon of the product cannot be protected. This provision plays an
important role In helping to draw the separation 1ine between design
protection and patent protection. 1t leaves, however, compietely open the
question of the Interplay of the two aspects, functlonal and aesthetic,
which are both present In the vast majority of cases.

5.4.6.2. The excluslon from protection of features dictated exclusively by
a technical function, as provided by the vast majority of design laws, has
hitherto been accepted by design industries seeing herein a correct
appllcation of basic principles underiylng design protection laws. If a
technical effect can be achleved only by a given form, the design cannot be
protected. On the other hand, if the designer has a cholce among various
forms In order to arrive at the technical effect, the features In question
can be protected. Understood In this way the exc|hslon from protection
corresponds exactly to the ldea/expression dichotomy of copyright law.
What Iis meant Is In reality that if there is no cho]ce when designing a
product with a glven effect, there Is no personal creativity displayed and
consequently nothilng to protect - at least under copyright or design iaw.
The Commission Is of the opinion that such an excluslon of protection
should follow directly from the definition of designs which can be
protected. A corresponding provision has been set out In Article 3 of the
Draft Regulation (Annex 1).
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5.4.7. The Commission’s approach.

5.4.7.1, The varlous consideratlions developed above have led the Commission
to the conclusion that the definition of the “"design" eligibie for

protection should be as broad as possible, In order to cover In principle

any economic value attached to the appearance of a product. It Is therefore
suggested that “design® should be understood to mean "“the two-dimensional
or three-dimensional features of the appearance of a product ... which are

capable of belhg perceived by the human senses as regards form and/or
colour.”

5.4.7.2. The Commission hopes that thls definition can be Interpreted In a
sufficlently broad mannar to cover some speciflic cases which deserve
protection. One should think of certaln textile textures which give a
particular Impression to the sense of tbuch. The question could be asked
whether protection should not also be granted to the use of a specific
material employed In a product, which although not differing substantially
from other materials as regards form and colour, would Immediately be
perceived as something. giving a particutar value to the product In
question. To make this clear an Interpretative statement could be adopted
by the Councl!. '

5.4.7.3. The protection under a Community Design should oniy exclude those
features of a product which cannot be perceived by the human senses as
regards form and colour when contempliating or handiing the product. Such
features (e.g. Internal mechanisms Invisible to the eye or processes taking
place inslde a product during its use) could be relevant for protection
under other instruments of Industrial property taw, for example as utlility
modeis or as elements of know-how. As long as fhey are irrelevant for the
appearance of a product, they should not be protected as designs.

§.4.7.4. Features which are normally internal and therefore not protected,
may occasionally be protected if the presentation of the article glives them
a specific visual value (e.g. If the outside surfaces are of transparent
material, or In case of products presented together In a specific manner In
a transparent packaging).
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5.4.8. Shouid a design be excluded from protectlion because its appearance

is not material to the purchaser?

5.4.8.1. In the UK a design cannot be reglistered "in respect of an article
if the appearance of the article Is not material, that iIs, If aesthstic
considerations are not normaliy taken into account to a material e%tent by
persons acquiring or using artlcles of that description, and would not be
so taken into account If the design were to be applied to the articie*l.
This provision has the effect that protection Is excluded for a wide range
of feature of articles which are Invisible In use, such as, for example,
the underside re-inforcements of a shoﬁer cubicle base, and which are
therefore normally not acquired because of their aesthetic qualities.

5.4.8.2. When assessing the desirabliity of such an excluslon it shouild be
borne in mind that in the UK unreglstered design protection s available
for design without aesthetic appeal. Also In other jurisdictions provisions
can be found which seem to Imply that protection should be Iimited to
designs wlth "appeal to the eye", for example in Germany and ltaly. Such
provisions may seem appropriate In jurisdictions which have utility models,
but In the absence of such an instrument the scope of desligns which can be
protected would be unduily restricted. There appears to be no valid reason
why the design of, for example, surglcal instruments should not enjoy
protection Just because thelr appearance as such Is rarely considered by
the surgeon. For ‘the Community It Is suggested - at least as long as a
community leglislation on utlllty models does not exist - to protect any
deslign which can be percelved by the human senses.

5.4.9. Can component parts as such enjoy protection?

The application of the definition glven above to complex products, l.e.
products which are composed of a nhumber of component parts, raises the
difficult questlon as to whether each of the components, Insofar as it
belongs to the visible part of the complex product, may be protected as a
Community Design. The Commission Is of the opinion that, If the component
can be conslidered as a product as such, having its own market, even If it

be for a limited circle of speclalists who deal with the assembling or
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“repalr of the complex product, this component should be treated as a

product in Itself and Its appearance consequently protectable. Under thils
concept the design of the component must however fulfll In Itself the
conditlions for protection and cannot derive its.protection from the complex
product of which It forms part. |

The Commission Invites comments on these suggestions.

5.4.10. should features permitting the Interconnection of component

parts be protected?

5.4.10.1. The Commission is committed to the principles of standardlzatlon
and interoperability In many flelds. In the area of Industrial design the
scope of protection should be defined in such é way that the excliusive
rights conferred on the features which constitute the design development
should not become "monopolies" on the generlic product In which the design
may be- incorporated. Consumers shouid, for example, be able to reblace a
vacuum cleaner hose of a gliven make by another hoss which fits Into the
vacuum cleaner. In principie the design of vacuum cleaner hoses qualify for
design protection Just as the design of the vacuum cleaner Itself.

To ensure "intercoperabillty" and competition Iin the spare part after market
In respect of a wide range of household articles, motor vehlcles, consumer
electronics etc., It appears advisable to exclude from protection those -
features of a design which would have to be reproduced necessarily In their
axact form and dimenslions In order for the component part to fit into the
compliex product for which it is intended. ‘

5.4.10.2. An expression of the ldea set out in the preceding paragraph can
be found in section 213 of the UK Copyright, Designs and Patents Act of
1988, where .It Is stated that a design right does not subsist In "...
features of shape or confliguration of an article which enable the article
to be connected to, or placed In, around or agalnst, another article so
that either article may perform Its function.” ("must fit" exception).

The UK provision quoted above relates to the unregistered design right,
which is declared not to be copyright, and it Is therefore not governed by
the obligations resting on the UK from the Berne Convention. Likewise the
future Community Design wlli be governed by specific legislation which is
not subject as such tb the obligations of the Berne Convention, to which
all Member States are party.



- 64 -

5.4.10.3. In consequence, It Is submitted, taking into account the fairly
generous possibllities which have been suggested for protecting designs,
with the sole exception of designs which have no distinctive character,
that the specific featureé of a design which relate to Interconnections
should be excluded from the protection to the extent necessary to permit
interconnection of different makes.

It goes without saying that other features of a component part, where such
freedom can express Itselif, could well enjoy protection. In the example
glven above of a vacuum cleaner hose, the colour or the decoratlion of the
hose could undoubtedly be protected as a Community Design If they fulfil
the other requlirements and any producer of competing vacuum cleaner hoses
for the after market reproducing such features would commit an
Infr ingement.

5.4.11. Two-dimensional and three-dimensional designs.

5.4.11.1. Traditlonally In many countries the common use of language and
the leglslation distinguish between "two-dimensional designs" (dessins,
Muster)  and "three~dimensional deslgns” (modéles, Modelle). This
distinction has generally speaklng only hlstorical relevance, as the
protection was granted in the first place to two-dimenslional designs, |.e.
to the drawings which were applled to textiles. The protection was,
however, very rapldly extended to cover shapes, I.e. threse-dimensional
forms, at the. beginning mainly sculptures, which were used to “decorats"
products In common use. The use of two words (“"designs and modelis") Iis
enshrined In the Parls and Berne Conventlons. From the legal point of view
the regime Is generally speaking identical, Irrespective of the "surface"

or "space" nature of the "design" applied to or Incorporated into a
product.

5.4.11.2. An exception In this respect Is to be found In the Common Law

countries, which use the notion of “design" (meaning Iin reality "project"
rather than "drawing") for both kinds of forms. Moreover tha UK 1988
Copyright, Designs and Patents Act Introduces a difference in-the legal
treatment of these iwo kinds of forms. This Act distingulshes betwsen

"surface decoratlion", which cannot be protected under the "unreglistered
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deSlgn“ scheme (but which can be protected as a "reglistered design"), and
three-dimensional designs, which can be protected as registered .and
unregistered designs.

5.4.11.3. For the purposes of this Green Paper the Commission will use the
notion of "design" as meaning both drawings and modeis. It will be a matter
of drafting of any Instrument that the Community might adopt on this
subject as a result of this Initiative by the Commislison, to decide whether
the two separate notlons should continue to be used or whether It should be
made clear by a definitlon that "design" means both "designs and modeis".

5.4.12. The Industrial character of design.

5.4.12.1. A "design” Is the appearance which can bs given to a product by

‘using some technical device In accordance with Industrial proceedings. For

the purposes of this Green Paper ihe *industriatl® character of design wiil
pe understood to cover also “"craftmanship", where the same prototype Iis
reproduced by hand, inevitabliy with émall variatlions in the shape of the
various products. For thls reason fhe Commisslon prefers to use the word
“product” without qualifying it by the ad]ective "industrial"”, as do many
legislations.

5.4.12.2. Normally the number of products to which the design is applied lIs
not relevant for the purpose of protsction. However, this criterion has and
played still does play piay an Important role In the Common Law countries.
It does not seem approprlate In a modern approach to this problem, to mak;
the Industrial character of a design dependent upon .Its reproduction in,
for instance, more than 50 articies. There is no valid reason for accepting
that the fact that an article Is produced In a very !imited number of
coples, or even in certain cases, In one copy only, (as might occur in the
case of high-fashlon dresses, Jewsellery, tombstonss or crystal vases)
should have any impact on the sconomic need for protecting the value that
the designer and the producer have put into it.
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5.4.13. The "utllity function" approach.

Certaln leglslations (e.g. the Benelux Unliform Law) contalh as a
requirement for design protection that Its application to or incorporation
in ‘a product should give the latter a speclfic "utliity function”. The
mention of such a requirement might large be a question of semantics. It
would ralse for Instance the question of whether "“pure decoration® is a
utliiity function. The answer to this would obviously have to be positive,
but the very ldea of utiiity function wouid create an amblgulty in respect
of the"exclusively functlional designs", which are excluded from protection,
as has been set out above. For the purposes of this Green Paper the
Commission therafore'takes the stand-point that such a requlirement should

not be considered as an element of the definition of the design.

5.4.14. The product to which the design Is applied.

5.4.14.1. To conclude on the Issue of definition, the Commission wishes to
present a few remarks concerning the notion of "product" which has been
used in the previous paragraphs. Designers do not Iimit their activity to
‘designing products In the strict sense of the term. Design activity may
directly affect spaces or places or units which can hardiy be considered to
be "products". One has to think of ™television design", “interior
decoration” (e.g. the multipliclty of elements which give a new underground
station a speciflc "style® or *“atmosphere"), "environment design" or
"landscape architecture". The Commission Is of the opinion that these
contributions to design should be protected, but the main vehicle for
achleving this result seems to lle In the area of copyright law. If
differences In protection do exist which have an impact on the functioning
of the internal market, a future harmonisation of copyright law could take
care of these problems.

On computer programs and semi-conductor products the necessary protection
has recently been Introduced by‘Community legislation, which should not bé
"affected by a possible unintended application of . Community Design
legisiation. For this reason it has been made clear In the draft Regulation
and the 'draft Directive that computer programs and semi-conductor products
are not to be considered to be products.
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5.4.14.2. The Commission Is aware that ‘there are a number of cases which
constitute a grey zone, where it Is difficult to say Wﬂgther the support of
the design Is a "product” in the traditional sense or something dlfferent.
For Instance a kitchen designed by using a number of slements (cubboards,
chalrs, table, refrigerator, washing machine, gas-stove and sink) combined
together to form'a pleasant, new and unlitary set could be considered both
as an example of lnterlor decoration or as a complex product. It séems to
the Commisison that protection under a Community Design In such cases
should be posslbfe.

5.4.14.3. It should also be made clear, that the future Community Design
would cover typographical type faces provided, of course, that the normal
conditions for eligibllity for protection are met.

5.5. Distinctive character.

The next question s to determine what Iimpact exlsting designs wouid have
on a design which complies with the definltion suggested abovs.

5.5.1. Novelty: a notlon common t6 many national laws.

5.5.1.1. Usually, as has been set out In Chapter 2, specific national
legisiations require that a design be "new". The "novelty" requirement is
however Iinterpreted and applied In very different ways In the various
countries.

In any case - at the present stage of technology -, no way exisis in which
a national authorlity can establlsh whether a design is "new" In the sense
of "universal, obJective novelty". Those authorities which carry out an
examinatlon as to whether such a requirement Is complied with are obliiged
to qualify It or to ftimit it In one respect or another (perlod of tlmé
and/or geographical area taken into consideration).

5.56.1.2. A further difficuity arises from the fact that a newly developed
design might differ from a known one only Iin some detalils. How should the
demarcatlion line be drawn betwseen those detalls which are so insignificant

that one cannot speak of a “"new" design and those detalis which constitute
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a development of the prlor dessign sufficlently creative to deserve a
separate protection? Some legal systems construe the notion of "novelty" so
as to permit the operation of this distinction; others use a requirement
suppliementary to novelty, "orliginality" or "Eigentimlichkelt”. Under the
first approach, for a design to be "new" It must differ from a prior
design sufficiently to be dlstlngulshablé; under .the second approach
"novelty" Is lacking only If there Is an "ldentlcai" brlor design, but the
protection is subject to compliance with the further requlrement, that the
design distinguishes Itself sufficlently from any other.

The absence of guldance on what should be considered infringing similarity
In design laws is considered by many quarters as a serlious shortcoming of
exlstlﬁé design laws. This lack of guidance leads to litigation. Moreover
in some jurisdictions, case law tends to consider the more or less
pronounced differences rather than the overall similarities. Many copliers
have escaped convictlon for plagiarism by relying on .minor differences,
which do noct, however, deprive ihe design of its character of "déja vu".

5.5.1.3. A further remark relates to the ‘tendency common to the judges of
those countries whose leglsiation does not quallfy or limit the novelty
. requirement, to apply this notlon In a manner largely Iinspired by patent
practice. Patent cases come much more freguently before the courts than
design cases and, In view of the "patent approach * followed by most
legistations, It Is qulite natural that judges would tend to follow famillar
patterns. The slituation is however very different In the patent fleld, as
far as the possibility of checking the requirement of novelty is concerned.
The Commission feels that Judgeé should be given guidance by the law as to
how a posslible requirement of "noveity" should be appiied in order to avoid
unjustified differences of treatment according to the circumstances of each
Individual cass.

5.5.2. The possibie notions for a Comnunity approach.

in the light of what has been sald above, protection under a Commﬁnlty
Deslign should be made subject to compliance with a requirement establishing
Its reslationship with known forms and shapes, Including prior design
rights. The notions which the Commission has consfdered are ‘"originatity",
"noveity"” and “"distinctive character”. Choosing either ™"novelty" or

"originality" would give the Impression that a cholice has been made by the

£
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Commission to put the stress on the Industrial property features, or
alternatively on the copyright features, of the design protection.
“Novelty"” 1is obviously a notion comlhg from the patent field, whiist
"originality" Is the basic requirement for copyright protection.
"Distinctive character”™ on the other hand Is a trade mark notion and, If
adopted, the difference with that notion should be clearly Indicated.

5.5.3. Originaiity.

5.5.3.1. Choosing the notlon of “originallity" would inevitabiy entall some
consequences for the solution to be adopted In respect of certain points of
substantive law. ; ‘

It would first of all be necessary to find an acceptable definition of this
requirement. Even If one were to p}etend that we are not strictly speaking
in the fleld of copyright, this exercise would Inevitably be percelived as
an attempt to harmonize the diverging approaches taken by the Member States
with respect to "works of applied arts”.

§.5.3.2. Even assuming that the diffliculties couid be overcome and that
such an exerclse could be successfully carrlied out, this solution would
Imply the posslbliiity of the simultaneous protection of 1dentlcal designs
by different designers. Moreover the rights conferred by the Commun|ty
Design would necessarily also as regards ths Registered Community Design be
confined to the prohibltion of any unauthorlized reproduction. This seems,
however, a solution which mlght-not be advisable. Stronger exciusive rights
seem to be required to make the'Reglstered Community Design attractive and
to avold extensive iltigation.

5.5.4. The two-stage test for novelty and distinctiveness.

To allow exciusive rights to come into existence and to exclude ~ at least
in the case of the Reglstered Community Design - slmultaneous protection of
ldenflcal desligns arrived at Independentiy, a requirement Iis needed which
would be based on some more objective criterlon fhan “originallty". The
Commission Is of the opinlon that a design, to obtain protection, should
meet a two-stage test: It should not have been anticlpated by a dgslgn

which appears In the eyes of the speclalised circles as lIdentical or
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substantially similar and It should distinguish Itself to the eyss of the
ordinary consumer from other known designs. Each of the two stages deserves
a separate analysis.

5.5.5. The first stage.

5.5.5.1. For the reasons already set out, a test of universal objective
novelty cannot be fulfillied and should therefors not bs Iimposed. There Iis
moreover no substantial reason fcor resorting to such a severe test: the
Community Design will protect only fsatures of shape and the sltuatlion Is
not comparable to the one prevalling in the patent fleld where there is an
overriding Interest of maintaining In the public domain already disclosed
inventions.

To 1imit the test of novelty in time and/or to a specific geégraphlcal area
is by necessity an artificial solution. In the present days, with the
exlisting facllity of communlcétlons and the multiplicity of exhibitions and
falrs in many countrles In Europe and outside Europe, bearing also In mind
the International dimension of trade, a solution of that type would not
seem appropriate.

The Commission Is of the opinlon that the criterlon "unknown® to experts
operating In the Community In the sector concerned would be the most
appropriate to draw a balance between the need to be objective and the
need to avoid solutlons unnecessar!ly harsh and difficult to Implement. The
first stage of the test suggested Iis therefore that a design, to obtain
protection, should not already be known to the speclalists operatlhg
within the Community in the sector of the marketable goods to which the
design Is Intended to be applied.

5.5.5.2. The persons whose oplinion is requested concerning the "novelty" of
the design would be the speclallsts, designers, merchants, and
manufacurers operating In the sector concerned. The circlie of relevant
persons Is limited to those operating within the Community, but their
knowledge Is not subject to any terrltorial Ilimitation as, for obvious
reasons, they do not operate In a closed system. The speclallsts will
therefore be asked to say whether to their knowledge a design has been
already disclosed, Iinside or outside the Community. If the design is

unknown to them, then It should be eligibie for protection, even if In fact
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there Is an identical prior design in some remote couﬁtry in the world or
if an ldentical design has exlsted In the past and has completely vanished
from the collective memory. The suggested first stage of the test would
thus be based on "absolute noveity", but only to the extent that it Is’

‘reasonable, and avold solutions which would be elther too severs or too

lenient.

5.5.5.3. In }judging whether a deslgn Ils already known or not within the
meaning set out above, the specialists would not oniy point out "identical®
known designs, In which case the subsequent design would definitely lack
the possibility of obtaining protection, but also “substantially similar®
designs. These are designs which are characterised by some differences In
thelr features with respect to the second design. in judging whether the
degree of similarlty is sufficlientiy thin to permit the second design to be
considered as "new", the speclallists would be In a pésltlon to spot
differences which, glven the constraints of the specific case, might
represent a sufficiently creatlive development, even though they wouid pass
unnoticed by an ordinary observer. ‘

5.5.5.4. The result of this first stage of the test would therefore be that
designs which are not known by experts operating within the Community would
be eligible for protection elther because they are completely different
from anything known by them at the speclific point In time or because they
present, according to the assessment by an expert's eye, sufficlient
differences from known designs to constitute a creative Independent
development.

5§.5.6. The second stage.

5.5.6.1. if a deslign has gons through the first stage of the test, It has
stil! to meet the conditions of the second stage to be deflnlteiy elligible
for protection. This second stage should involve establishing whether the
design distingulshes Itself, through the overall impression it displays In
the eyss of the relevant pubiic, from any other design known.
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5.5.6.2. In this second stage of the test what matters Is the reaction of
the "relsvant public”, l.e. of those persons who are supposed to be the
purchasers of the products In which the design Is or Is going to be
incorporated. They must not be misled by the simllarity of the design with
other existing designs and assume that the products in hand are the same
even If they show some minor differences or variations.

This element of the test brings into the plcture the opinion of the
ordinary consumer of the products in question. This Implies raising the
threshold somewhat higher than In the first stage where experts assess
whether a design Is or Is not already known td them. The ordinary consumer
may not be aware of minor differences which would be immediately detected

by the skilled expert. This more severe test permits, however, It to be.

guaranteed that a glven design Is perceived on the market as something
different from any other known design. The feeling of "distinctiveness"
would be assessed at the level where the economic value of the design
product Is expioited, i.e. on the markef. where purchasers are ordinary
people, lacking the knowiedge of the "skilled designer®.

5.5.6.3. The Commission 1Is aware that such a suggestion might raise
objections from Interested clircles as being too severs.

1t might be that In certain Intenslively explolited sectors, where technlcai
or marketing constralnts leave very |little freedom to designers,
development can only take the form of minor alfterations to pre-existing
designs and It might be difficuit for the ordinary purchaser to spot such
differences. It is on the other hand obvious that Important exciusive
rights of the type that the Commission suggests for the Community Design
can only be accepted If the design protected Is perceived as something
"different” at the market level, where It plays Its role in competition
betwesn products, and not at the more sophisticated level of the worid of
the experts.

An important role may be played in this respect by the information provided
to the publlc by manufacturers and dssligners about‘ the significance of
certain design Improvements which could otherwise remain unnoticed to the
ordinary consumer: It is by ralsing the receptiveness of the “relevant
public" to design that the degree of severity between the two stages of the
test can progressively be approximated.

N

‘s
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5.5.7. How Iis the two-stage test in practice going to be applied.

The exercise of seeking the oplnion of experts and of the reilevant public
should by no means be carried out for each Community Design, not even for
each Registered Community Design.

1t is only If the valldity of the Community Design Is contested In court,
or before the Office In the case of a Registered Community Design, that the
judge wil! normally have to require expert guldance under the first étage
of the test In order to reach his conclusions.

As to the second stage It is likely that, under normal circumstances, the
judge witl tend to assess directly the "distinctiveness”, as he can easlly
put himse!lf in-the place of the ordinary consumer. There might be, however,
cases where the characteristics of the "relevant public" are so pecuiiar
that an expert oplnloh could have to be ordered>also for the second element
of the test.

5.5.8. Guidance for the application of the test.

5.5.8.1. The two-stage test suggested by the Commission endsavours to give

guldance to the Judge by expressing two further ldeas which should heip him

and which are valid for the global assessment of the requirement In

guestion:

~ In order to assess slimilarity common features should be given more
welght than differences.

-~ When deciding on the scope of protection, the degree of distinctive
character of the Community Design should be taken into consideration.

5.5.8.2. The flrst lIdea alms at clarlfying the baslic concept of "overall
impression" displayed by the design. It requires the judge to proceed by a
synthetic approach, letting the design act on him as a whole and comparing
this Impression with the one produced by the simiiar design. The opposite
approach, consisting In analysing al! the details of the speciflc features
of the tWo designs and comparing each of them, might lead to an Impressive
catalogue of differences but could by no means establish with certainty
that the two designs are really percelved as "distinct®, particularly by
the ordinary purchaser on the market. Thls guidance Is thus fully

consistent with the philosophy bshind the two-~stage test suggested.
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5.5.8.3. The second provision endeavours to express a guide-line for the
Judge in order to cater for the extraordinary vartety of cases that the
design legislatlon Is going to govern. The provision expresses the
principle that, the more Ilimited the freedom of the designer Iis In
developing his design due to technical or marketing constraints
(standardization, mechanlcal or physical constralnts, necessity of taking
into account deep~rooted marketing requlfements by the cilents, features
imposed by fashion), the more weight has to be glven to small differences
or variations as constituting an independent dévalopment. The Judge can
expect the "relevant publiic" In this situation necessarily to give a more
careful consideration to the details which make up the difference between

two similar design products.

5.5.8.4. On the other hand, where the freedom of the designer Iis
unconstrained large and.the design represents something substantlally new
and Immediately perceived as such by the reievant public, designs
presenting quite a wlide rangs of alterations or varlations couid be
considered as infringing, because the strong personal character of the new
design Inevitabiy commands an overall impression of a substantial
similarity, even if the differences are quite easily noticed.

5.5.9. Reasons for choosing the notion of “"distinctive character”.

5.5.9.1. Having set out the content of the requirements for protection
suggested by the COmmlssldn, the Commission thinks that there are
advantages In unifying the two stages Into the singie notion of
"distinctive character", rather than spliitting them into two requirements,
one of novelty proper and one of distinctiveness. The reasons for this
preference resuit from the way the test has bsen concelved, distinctiveness
being checked at two dlifferent leveis, first at the more lenient specialist

levei and secondly at the more severe level of ordinary consumers.

Moreover, it might help the judges, in appiying this requirement, not to be
confronted with the notlon of "noveity" which would Inevitably favour an

implementation insplired by patent practice.

. S
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5.56.9.2. As to the notion of “"distinctive character" it goes almost without
saying that the difference with the same notion In the trade mark sector
consists in the fact that here the “distinctlveness" Is measured in the
relation of a design to a similar one, whilst in the trade mark fielid the
"distinctiveness” Is measured In relation to the origin of the products, by
permitting the Identification of the different undertakings which have
manufactured, or traded In, the products in question.

5.6. The activity of the designer.

5.6.1. The design as the result of a designer’s effort.

§.6.1.1. The appearance of the product which can be percélved by the
observer ‘s human senses as regards form and/or colour, and which represents
a distinctive character, must be the result of human activity. Even under
an approach where objective criteria are given full welght, It would not be
senslble to disregard human intervention. Exclusive rights should not be
granted on shapes directly taken from natural objects (e.g. the cast of a
fruit). The situation Is different If the design consists in assembling in
a certain orliginal manner natural forms, where the contribution would

consist In choosing the specific way In which the forms are to be
assembled.

5.6.1.2. The Commission has consldered whether It would not be appropflate
to suggest an explicit requirement that "the design must be the result of
the designer ‘s intellectual effort". Such a requirement would not Introduce
any notion of level of artistic or aesthetic value or merit or of
creatlvity. It would not be Intended to be equlvalent to the notion of
"originality" used In copyright taw. 1t would simply stress the role of
human Intervention in the origin of any Intellectual of lndustrlal property

right and require that the design must not have been copled from an already
existing design.

w
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5.6.1.3. It shouid be recalled that a similar requirement Is contalned in
the Directlive on the protection of topographies of semlconductor products.
Such topographies (or layouts) are speciflic designs, which are granted a
protection sul generis under that Dlrective. As however the Community
Design would not be avaliable fer them, there would be no obligation for
the Community, under this aspect, to take over such a criterion In the
present project. '

5.6.1.4. The Commission Is of the opinion that the principle that to be
eligibie for protsction, a design must be the result of human activity
already results from the general principles applicabie In the fleld of
Iinteltectual and Industrial property. The explicit introduction of such a
requirement in the Regulatlon would however lead to practical difficultles
in its application. Such a requirement would be understood as introducing a
condition of “subjective novelty”, which would Inevitably clash with the
"objective” reguirement of distinctive character. One should think of the
case where a desligner takes over an antique design and applies It to a new
product. As the design would have been copied from an existing design, the
consequence would be that the protectlion should be denied, even |If the
design as such Is unknown to the experts In the relevant sector and
possesses distinctiveness to the eyes of the relevant public. Such an
sxclusion would however, under the specific¢ c¢lrcumstances, be completely
inappropriate}

5.6.2. The computer generated designs.

The dquestion *“computer gensrated designs" Is sometimes evoked. The
Commission considers that the requirement that a design be the result of a
human activity covers this type of deslignhs and In the same time glives an
answer to the question of the entlitlement to the right on such designs. It
should be admitted that the generation of a deslign by computer Is just one
untraditional method of opsrating which should entitie the person using the
computer to this effect and choosing the design generated among the
possible muitipticity of solutlons given by the computer, to obtain
protection if the design fulflis the objective requirement of distinctive
charactsr.
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5.7. Cases where the protection Is excluded.

5.7.1. Desligns which are commcnplace.

The absence of distinctive character would Imply that designs which are
commonplace In the Industry in gquestion would be excluded from the
protection. ‘
As no check of the reaquirements for protection as a Registered Community
Design would be carrled out before registration, such commonplace designs
might well be registered, but their validity cou!d be chailenged by third
parties or could be Invoked as a defence In infringement cases.

5.7.2. Designs contrary to pubilc pollcy or accepted principles of

morallty.

-

The Commission suggests that designs contrary to publlic pollicy or to
accepted principles of morallty should also be excluded from protection. A
rule to thls effect Is present in all the leglislations of the Member
States.

It should be noted that examination for this ground of exclusion should be
carried out, in the case of an application for a Registered Community
Design, at the stage of the preliminary examination by the Office. Spotting
such cases does not Impiy a large amount of administrative work (even |f in
case of appeals, this issue might glve ralse to very complex proceesdings)
and it would clearly be desirable to avold a sltuation where such a design
were flrst to be publlished and then declared invalid.
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1 The Registered Desligns Act 1949, Section 1 (3).
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CHAPTER 6

THE_SUBSTANTIVE LAW GOVERNING COMMUMITY DESIGNS.

6.1. The substantive faw governing Community Designs.

Having set out In the previous Chapter the conditions that a Community
Design has to fulfil to obtain protection under the scheme suggested by the
Commission, this Chapter will set out the basic elements of substantive law
which should govern a Community Design.

6.2. The commencement of the protection.

A distinction should be drawn between Unregistered and Registered Community
Design.

6.2.1. The Unreglistered Community Design.

The purpose of the Unregistered Community Design is twofold:

- to permit the designer to establish whether the design is of commerclaf
value Iin the market place before making a decision on whether it is
worthwhile to take out a reglstration, '

~ to give protectlon to designs which are not intended to remain on the
market for long periods and for which the very ldea of registration has
been excluded from the outset.

The right conferred by the Unreglstered Community Design gives protection
against unauthorlized reproduction. It appeérs logical to commence the
protection with the disciosure of the design to the public (in practice
often with the marketing of the products incorporating the design) and to
compute the term of protection as from that point in time.



- 80 -

In theory It would be possible to iet the protection commence with the

creation or fixation of'the deslign, as for copyright works; this solution

would not be, however, In the Interest of the designer since part of the
limited protection period would have been spent befors the product Is
actually tested In the market place. Further it appears to be reasonable to
claim that a design for which a prptectlon as regards reproduction by
competitors is avallable, should be at least disciosed. By disclosure Iis
meant public use resuiting from the putting on the market of products
incorporating the design or the publication of the -design In catalogues,
advertlising campaigns or exhlbltions prior to the actual sale of the
relevant design products.

The protection of the Unregistered Community Design should therefore run as
onm the date on which the deslgn has been "disclosed" to the public.

6.2.2. The Registered Communlty Deslign.

In dealing with a right which Is subjsct to reglstration, it Is normal to
adopt the view that the protection should run as from the date on which an
application for registration has been vaildly filled with the relevant
public authority - the Community Office.

Adopting this view with no further quallficatlons would haQe, however, the
effect of obliging the desligner to choose between a Registered or an
Unregistered Community Design from the very outset. It follows Indeed from
the requlrement as to distinctlive character that a design, once dlsclosed
to the public, would rapidly become known to the specialists within the
Community and would thereby locose its éllglbillty for protection. This
resuit would occur also |f the designer himself disclosed the design in
order to test it on the market protected as an Unregistered Community
Design bhefore deciding whether a fonger period of protection as a
Registered Design lIs deslirable.

This consequence would be Inconsistent with one of the maln reasons for
adopting a scheme based on two forms of Community Design: glving
manufacturers of design producis the possiblility of testing the chances of
succass of thelr products on the markst before engaging the formal
procedure of registration. The Unregistered Community Design wouid then

Ry
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only be useful for those who declided from the outset that registration in

view of the presumably short 1ife span of the design in question was
super f luous.

6.2.3. The grace period.

6.2.3.1. To avoid this consequence the Commisison suggests that a grace
perliod be foreseen during which disciosures to the publiic of a design by
the designer -himself would not have to be taken into consideration when
determining, for the purpose of a Community registration, whether the
design possesses a distinctive character. If the only design known to
specialists is the one disclosed by the owner of the Unregistered Community
Design, the condition of distinctive character would also be met by the
Registered Community Design, assuming the design is also “distinguishable*
from other known delens as to its overall Iimpression In the eyes of the
ordinary consumer .

6.2.3.2. The Instrument of the grace period Is known In a few legal
systems. Germany for examplie has a six months period. In most other legal
systems, . however, this facility Is not provided and therefore the
disclosure of a deslgn by its owner prilor to registration normatly entails
the loss of the possibllity of obtaining a registration. France In
accordance with |Its copyright approach, does not attach any legal
consequence to the disclosure of the design by Its creator. As already
stated in paragraph 4.3.3. this advantage often reveals itself to be a trap
in which French Industry Is caught. Relying on the domestic rules,
designers based in France often do not realise that, by disciosing the
design In France, they ruiln their chances of obtaining registration in
other countiries where a strict notlon of "novelty"” is applied.

6.2.4. The length of the grace perlod.

6.2.4.1, If the ldea of a grace perlod'ls accepted, Its iength shouid be
carefully considered.

The first impulse would be to fix the length In accordance with the term of
protection of the Unreglstered Community Deslign. As will be set out beliow,

the Commission tentatively suggests for such a {erm a period of three
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years, but It might eventually be decided that a shorter perlod |s nesded.
The Max Planck lInstitute in Its proposal had estimated that two years
should be sufficient In most cases. If the term of protection of the
Unregistered Deslign Is reasonably short - two years might already be too
long from this point of view = It might be possible to consider having the

length of the grace perlod coinciding with the end of the term of
protection.

With a term of protecflon of the Unregistered Community Design longer than
two years It would not be advisabie to adopf the principle of a grace
per iod of the same length. There are at least two reasons for this
conclusion:

~ as the protection of the Reglistered Community Design would run from the
fillng date, too generous a grace perlod would be tantamount to a
corresponding prolongation of the total term of protection of a
Community Design resulting from the sum of the terms of protection of
the two forms in which It can be acquired within the Community;

- In determining the length of the grace period, due account should be
taken of the repercussions that such a provision would have on the
international endeavours to update Industrial property conventions, even
outside the fleld of design. _

The Commission has In the annexed Draft Regulation tentatlvely fixed the

length of the grace perlod at one year but 1t would especially welcome the

views of Industry on this point.

6.2.4.2. A completely different solution which might be envisaged, but
which has not been developed In the form of provislons in the Draft
Regulation, would consist In establishing that the protection under the
Registered Community Design is conferred as from the date of flling the
application dr from the date of first disclosure of the déslgn to the
pubilc, whichever Is the eariler.

Under this solution the term of protection of the Reglstered Community
Design could not be prolonged by delaying the filing of the application
under the coverage of a grace period. It would therefore be possible to

'-open the possibility of filing applications for registration up to the end

of the term of protection under the Unreglstered Community Design scheme,
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whatever Its length. It would be necessary to provide the definition of the
requirement of “dlstlnctlva character" that the assessment whether a design
is known by the speciallists operating within the Community must be carrled
out without regard to the Unreglistered Community Design in question.

This solution would, however, present one major Inconvenlence. Under the
Registered Community Design scheme the legal certainty as to the date on
which the protection takes effect represents an important advantage.
Replacing In a probably large number of cases thls date by the date of
fl[St disciosure to the public, which Is by its nature difficult to prove
and to ascertaln and subject to objectlons and consequentiy to titigation,

. might Introduce lnto‘the Registered Communlty’Deslgn scheme an unnecessary

element of legal Insecurity.

The Commisslon would welcome comments on this alternative solution.

6.3. The term of protection.

The term of protectlon varies greatly among the specific design protection
taws of the Member States. Its length goes from a minimum of 10 years iIn
Spaln to a maximum of indefinite duration in Portugal, the average duration
bsing between 15 and 20 years. It Is thus difficult to derive guldance from
a comparative study of law as to the appropriate term of protection. One
Interesting feature to be noted is that the trend _In the - last years
everywhere In the Community has been an extension of the term (Italy went
to 15 years, Germany to 20, UK to 25).

6.3.1. The Unregistered Community Design.

6.3.1.1. There are as already stated in paragraph 6.2.1. baslcaily twq

reasons for instituting an Unregistered Community Design not subject to any

formality:

- to permit manufacturers of -design products to test thelr products on the
market, while being protected and keeping the possibliity of Inltiating
later the reglstration procedure only for those desligns which real!y
need a long lasting protectlbn:
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- to glve protection to designs which are not Intended to remain on the
market for very long perlods and for which the very ldea of registration
has been excluded from the outset.

The term of protection of the Unreglistered Community Design should be fixed

so as to cover these two needs. The Commission hopes that the reactions of

Iinterested circles willl permit ildentification of the most appropriate term

of protection.

6.3.1.2. The Max Planck Institute, In its Draft Project, has Indicated that
for the sector of short-llved products two years would be largely
sufficlent. The fashloﬁ Industry In particular frequentiy replaces ]ts
designs.

The Commisslon wonders, however, whether the benefit of protection without

formalltles should not also be offered to those producers who, though
putting on the market less ephemeral products than fashlon, foliow the
pollicy of changing thelr designs -after a {imlited number of years. In such
cases It would appear preposterous to require a registration for the short
period in which protection Is sought. The Commlssion feels that the
community Desigh shouid be an Instrument tailored to the manifoid needs of
industry and that favouring a hligh number of reglstratlons‘at any cost
should not be an aim in Itself. Following these considerations the
Commission has tentatlvely suggested a perlod of three years for the term
of protection of the Unregistered Community Design. The Commission is of

course ready to reconslder this suggestion in the light of any comments
which may be submitted.

6.3.2. The Registered Community Design.

6.3.2.1. It follows from what has been set out before that the Registered.

Communlity Design Is concelved as a form of protection for products intended
for a longer lifetime on the market. The Commission suggests that a
flexible term of protection of up to 25 years should be provided for.

6.3.2.2. There are ssesveral arguments In favour of such a term.
First of all It would fit well with the recent trend In the Member States
of extending the length of protection: this trend Is In turn a reflection
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of the growing economic importance of design In a number of sectors where
products, elther by tradition or because of the Investment they represent,
are not subjbct to continuous design developments.

Moreover, a term of 25 years would probably represent the limit which would
be acceptable, for polltical reasons, to those countries whose systems
grant at present a much longer protection to thelr national designs (France
50 years, Portuga! Indefinite length).

6.3.2.3. Obviously the protection should not be granted for an entire term
of 26 years from the beginning. In fact the term of protection should be
flve years, renewable several times up to a maximum of 25 years. It should
be left open for the authorities which will manage the Community Design
Office to Infiuence thé pollicy concerning the renewal of protection through
an appropriate level of renewal fees.

6.3.2.4. It has been suggested In some quarters that a protection much
longer than 25 yeafs could be Justifled. In fact Iiglting In time the
protection corrresponds to the need of making technological Innovation
avallable to the publlc as soon as possible. If technical features were not
to be protected, such a need wouid dlsappear and the sltuation would be
more simllar to that of the economic exploitation of I|lterary and artistic
works under copyrignt. _

Those who express the wish of a longer term of protection recognize,
however, that a real need for It would arise only In a few speclal cases.
They are also ready to accept that a long lasting protection should be
accorded only under the conditlon that the design Is used on the markset. An
obligation of use cannot, however, be introduced, as It would run agalnsf
the provislons of the Paris Convention.

The Commission Is of the opinion that such a suggestion shouid not be
- followed. The concern of the Interested clrcles as to a longer term of
protection may in certain cases be met by trade mark protection. A design
which has bsen used for 25 years and still Is of value may have become a
sign which ldentifies the undertaking producing the products In question.
If this Is the case, a protection of indefinite duration is avallable under
a trade mark, where the obligation of use Is not only Justifled, but
requlred by the Community instruments.
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6.4. The rights conferred by the Community Design.

6.4.1. The two possible approaches.

in dealing with this Issue the Commission had to take a stand on the
auestion whether the exclusive rights conferred by a Community Design
should protect against unauthorized reproduction - as in copyright - or
should grant a genulné monopo!y -~ as Vln patent law. It is Important,
before setting out the provisional conclusions of the Commission on thls
Issue, to identify the extent to which the two approaches dlffer in
practice. »

6.4.2. The protection against unauthorized reproduction.

The protsctlion against unauthorized reproduction entalls:

-~ protection against siavish reproduction, i.e. making ldentlical or quasi-
ldentical coples of the protected design without the right holder’s
consent (by "quasi-identlical" Is meant the case where the technique used
to copy Inevitably entalis some minor differences, other than In the
case of more sophisticated techniques Ilke “"surmoulage”);

- protection against Imitation, l.e. against coples of the protected
design which present some varjatlons or alterations, but which display a
substantlaliy similar overai! Impression to the eyes of the relevant
public.

In both cases the protectlion presupposes a subjective element of fraud or

at feast of negligence In the person infringing the design owner's rights.

Subject to the difficulty which the onus of proof might represent, If an

identical or substantially simiiar design has been arrived at lndapendently

by a second person, he would not infringe the first designer’s rights by
producing products Incorporating the design, which couid also claim
brotectlon.

6.4.3. The protection conferring full exclusive rights.

The protéctlon of the patent type conferring full exclusive rights, would

give the design owner the right to prevent any third person not having his

o4
g
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. consent from dealing in the course of trade with products Incorporating the
design. The exercise of the right Is not subject to any subjective
requirement on the part of the infringer. Even the "Innocent" infringer,
l.e. the person who has arrived at the same or a substantlally simllar
design Independently from the design owner, Is cadght by the infringsment
actlion (differences of treatment in the sanctions brought to.bsar may exlist
according to the "good"” or "bad falth" of the Infringer, but the basic
prohibltion will always operate). ) ‘

From a practicai point of view the difference between fhe two approaches
lies In the last case: the possibility of obtaining protection against an
"Innocent" infringer which Is not avallable under the copyrlight approach.

6.4.4. The Registered Community Design.

Most dsesign protection blaws In force confer upon the right holder a
protection of the patent type. It appsars that there Is no vallid reason for
limiting the scope of protectlon of Registered Designs to protection
against reproduction. The purpose of the registration is to estabiish and
to warn possible competitors that an excluslVe right Is claimed for the
design In question. If a patent type profection were to be retalned It
would make the Reglistered Community Design an effliclent and strong right,
sought after by Industry. In the vast majority of cases It would in
practice oOperate exactly llka& a protection against unauthorized
reproduction, but it would save the rlght holder from lengthy disputes
concerning the subjective element (was the design copled or arrived at
independent ly?)

It might be questioned whether éuch a solution would be acceptable deaiing
with a right, flke the Registered Community Deslgn, which shouid not be
sublect to any examlnation other than as to purely formal requirements
prior to registration. {t is suggested that this should not be a decisive
objection. Many legal systems operate - or have operated until rscentiy -~
with reglistered Industrial property rights whose grant is not subject to
any substantive examination procedure and which yet confer on their owners
a monopoly right of the type proposed. It Is obviously important to make
sure that the defence as to the invalldity of the Design should be readlly

avallable In 1legal procesdings to any Interested person in order to
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countsrbalance the strong rights conferred by the Registered Community
Design. The rules set out In chapter 9 shouid be sufficlent for that
purpose. ’

6.4.5. The Unreglstered Community Deslign.

6.4.5.1. A part from registration the Registered and the Unregistered
Design are subject to the same conditlions for obtaining protection and the
scope of protection is the same.

The Commission has therefore considered whether It would not be appropriate
that they also confer the same rights to thelr owners. It appears however
that it would be difficuit, on legal grounds, to obtaln a consensus in this
respect. In several Member States the grant of a patent type protection by
a right which Is not subject to reglistration would be considered impossible
on legal grounds. In practical terms [t also has to be recognized that a
right which originates by simple disclosurs to the_publlc In a territory as
targe as the Community would pften remain unknown for a long period to a

targe number of competlitors, whatever efforts they might make to keep

themselves informed of deslgn developments In thelr'sector.

The Commlission has consequently reached the conclusion that the rights
conferred by an Unregistered Community Design shouid correspond to a
protection agalnst unauthorized reproduction (see Art. 17 of the attached
Draft Regulatlon in Annex 1).

6.4.5.2. It needs to be emphaslized, however, that the nature of the rights
conferred has no Impact on the degree of distinctiveness required to
consider a second deslign, "iInspired" by an existing design, as non-
infringing. The protection agalnst unauthorized reproduction cannot be
limlted to a protectloﬁ against "slavish" reproduction, but it must extend
to substantially simliar Imitations. |f the second design is admittedly a
copy or Is proven to be a copy of an Unregistered Community Design, there
is no reason why it should considered as non-infringing just because the
competitor has changed some detalls In the design, without making It quite
distinct from the original design.

"o,
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6.4.56.3. In conclusion, the rights conferred by an Unreglistered Community
Design would correspond to the same scope of protection which would result
from a Registersed Community Design, 1i.e. against identical and
substantially simiiar designs. Thelr exercise would be, however, subject to
the condition that the Iinfringing design Is the result of copying.
Protection against counterfelt design products would therefors be
available, but the protection could not extend to design products which,
though ldentical or substantially simllar, are the result of a design
arrived at independently by a second designer. Such products would only be
caught under a Rpglstered Community Design, where the infringement action
wouid be avallable also against the "innocent" Infringer.

6.4.6. The right of prior use.

In the few cases where a design lnfflnglng a Reglstered Community Design
has been arrived by a way of independent creation by a second designer,
the prejudice resulting from the solution suggested by the Commission could
be mitigated by lntroduclng'a right of prior use. A provision to this
effect has been provided In Articlie 21 of the Draft Regulation.

Under this right the second designer having independentiy reached the same
or a substantially similar design, would have the right, to the extent that
he has already undertaken exploitation of the design or has made serlious
preparations to that effect, to carry out that exploitation for the
purposes of hls own undertaking. The right of prior use could not be
transferred to any third person except with the whole undertaking.

Ailthough this solutlon appears satisfactory In the case of an owner of the
earller design which‘ls a manufacturer, it might be questionable whether it
would have any economlic meaning if the ear!ler design Is still In the hands
of an individual creator. The right of prlor use Is, however, a protection
of an investment only and It would therefore appear difficuit to extend the
right of prior use beyond what has been suggested.

6.4.7. Limitation of the rights conferred.

6.4.7.1. Having established which rights should be conferred by the
Unregistered and which by the Reglstered Community Design, it Is necessary
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to ceonsider some cases where a limitation of such rights would be
appropriate. Certain iimitations are normal under patent law (see Article
27 of the Agreement relating to Community Patents?)). In the design
sector the Commission has. identified a few cases which need to be

' regulated: the case of acts done for non-commercial, or experimental

purposes or for the purposes of teaching design and the case of some acts
referred to by Iinternational conventions to which the Member States are
party.

6.4.7.2. Acts done privately for non-commercial purposses, are traditionally .

excluded from the protection of Industrial property rights. The owner of
such rights s only protected against acfs accomplished in the course of
tradef A similar exclusion should be provided for the Community Design.
Although the Community Design as such does not protect dlréctly the
technical Innovation which could result from a specific design, it Iis
obvloﬁs that design products often present an interest from this point of
view. Deallng with the design for experimental purposes should also be
Included, as it Is the case under patent law.

Finatly It should remain possible to accompllsh‘acts relating to the design
for the purpose of teaching design such as reproducing the design In a
school for desligners, which act in the absence of a provision to the
contrary would constltute an Infringement.

6.4.7.3. The other cases of Iimitation concern equipment on ships and
alrcraft reglistered In a third country having temporarily entered the
territory of the Community, as weil as importation of spare parts in order
to repalr such vehlcles. This limitation corresponds to the Iimitation
provided by Article 5 of the Parls Convention as regards patents. _

6.4.8. Exhaustlion.

Article 20 of the Draft Regulation (Annex 1) takes over the weli-known
docirine of Community exhaustlon developed by the Court of Justice. The
drafting follows closely the simitar provisions in ths Commun]ty trade mark
instruments and In the Agreement relatlhg to Community Patents.
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6.5. Invalldity.

6.5.1. Grounds for invalidity.

6.5.1.1. The Draft Reguiation does not provide for a Ilist of grounds for
refusal of the reglistration. Unreglstered Community Designs would arise
without any formalities and Registered Community Designs, as wlil be set
out Iin Chapter 8, would undergo a very limited preliminary examination
which ~ with the exception of examlnation for the compliance with pubiic
order — would not extend to thelr cohformlty with the substantial rules of
the Regulation. 1t |s would thérefore be at a second stage, sither In the
framework of a direct actlon for invalidity or should the question of
validity be raised as a defence In an Infrlngement- action, that the
determination of the validity of a Community Design would be carried out.

6.5.1.2. Article 23 of the Draft Regulation enumerates in a exhaustive list

the possible grounds for Invalidity of both Unreglistered and Reglistered-

Community Designs. These are:

= non compllance with the réqulrements for protection set out in Chapter 5§
(It does not fall under the definition of deslbgn, or It does not have a
distinctive character);

~ Incompatibility with public order or wlith accepted principles of
morality;

- non-entitlement of the owner of the Communlty Design (see for this issue
the developments In Chapter 7); ‘

-~ the exlstenge of én eariler design or other earllier right which is a
hindrance to the Registered Community Design.

The last ground for invallidity requires explanation.

6.5.2. The exlIstence of an eariler design or other ear!ier right.

6.5.2.1. Under normal circumstances the existence of an earller design will
entall the Invalldity of the design second In time under the first ground
for invalidity. The design as such or a design substantially simitar will
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be known by the specialists within the Community and therefore the later
Community Design will not stand In court and wili be decliared Invalid with
effect ex tunc for the whole Community.

it mlght,vhoweVer, occur that a design as such is not yet known to the
specialists within the Community elther because an application for the
eariler right has been filed and disclosure to the public has not yet taken
place or because the owner of the earlier right has made use of a
possibifity of secret deposit provided by some national legal systems (and
also by the Community Design scheme in ths suggested form of an adjournment
of the publication). The earllier design could, however, objectively be so
similar to the {ater Community Design that the ordinary purchasers would
get an overall Impresslon of ldentity or of substantial similarity. In such
a case the two-stage test for distinctiveness would not help, as knowledge
by speclalists Is the pre-condition for excluding a design from protection.
On the other hand It would be unsatisfactory to let two rights co-exist in

a same territory, with the possible consequence of misleading the public.

6.5.2.2. It Is therefore suggested that In such a case the later Community
Design should be consldered Invalfld, but the effect of invallidity shou!d In
cases where the relevant earliler right Is a nationa! rlght be limited to
the territory of the State or States where the earller rlghf has effect. In
other words this ground for Invaiidity would create a hole In the
territorial protection of the Community Deslign, which would remain valld in
the other territorles. This constlitutes a derogation to the unlty principis
of the Community Design. On balance, however, It wouldkseem excessive to
destroy completely the right under the clircumstances descrlibed.

Obviousiy the last !imitation would not operate if the earlier right is a
Community Design: In this case the later flled Community Design would be
nutl and volid throughout the Community. In the case of national designs,
including Benelfux designs and designs registered under the Hague
Arrangement, the Invalidity would have a territoriaily limited effect. If
the eariler right is unregistered (be 1t an Unregistered Community Design,
an unregistered design right under UK legislation, or a copyright under a
natiohal law) a simiiar rule should apply, but the later Community Design
should only be affected insofar as It can bes estabiished that 1t ‘has been
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copled from the earller-rlght. This would be consistent with the protection
against unauthorized reproduction which iIs usually conferred by
unreglstered rights.

6.6. The Community Design as an obJect of property.

6.6.1. Title 1l1. of the Draft Regulation Iis devoted to the Community
Design as an object of propesrty. As most of the provisions are directly
derived from the corresponding provislons of the Draft Regulation on the
Community trade mark, It would seem superfluous to comment on them In

detail. Soms remarks should, however, be reserved to the Unregistered
Community Design.

6.6.2. The Commission Is confronted for the first time with the need to
define rules of conflict which permit the Identification of the proper law
applicable to an unreglstered right which extends to the whole of the
Community. The rules so far develdped concern registered rights; namely the
Community Patent and the Community trade mark, and In these cases it was
plain that the data resulting from the Community Register should constitute
the basis on which such rules of confilct could be built. In the case of an
Unregistered Community Deslgn such a basis is lacking. The Commission has
consldered that the criterlion to Invoke should remain the domicile of the
owner of the right, but it wouid be necessary to determine such domiclis in
each case Instead of making a reference to the domicile recorded in the
COmmuntty Deslign Register.
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1 Agreement 89/695 EEC, 0J No. L 401 of 30. December 1989.
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CHAPTER 7

THE _ENTITLEMENT TO THE COMMUNITY DESIGN.

7.1. Introduction.

7.1.1. The draft reguiation on the Community Design shoutd contain
provislons concerning the entitlement to a Community Design. This aspect
touches. upon the very difficult and dellicate problem of the relatiqnship
between producers (Investors) and the designers. If the forthcoming
Community system Is to be attractive to Industry to use, It needs to strike
a falr balance between the possibly different Interests between these twq
groups of economic operators. This Is the purpose of articie 11 to 16 In
the draft Regulétldn (annex 1).

7.1.2. The basic principlie, common to many national legislations, Is that
the right originates in the person of the designer. The principle is,
however, qualifled by the subsidiary principle that the original right may
be transferred or assligned in its entirety to another person, the successor
in title. The Community Design needs probably to apply the same principles
(see annex 1, Article 11). These principles express the common sense
solution one would look for In the case where a person, having created a
design, has to chooée between expioiting the design himse!f (whether

personally or through a llcensee) or assigning it to a manufacturer.

7.1.3. It should be noted In this context that the specific design
protection taws of Member States do not graqt designers a moral right, that
Is a right to claim paternity In respect of the work, and a right to
authorize alteratlions of ths design. A moral right In respect of a design
may exist, however, by virtue of the prdvlslons of copyright law Iif the
design fulfilis the conditions for attracting copyright protection.
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7.1.4~ The appllcat]on of the provisions of copyright Ilaw relatlng' to
moral rights will be dlscussed in chapter 11. At thlé place it should only
be mentloned that the introduction of a genuine moral right in respect of
the Community Design has been suggestsed to the Commission by the Bureau of
European Deslgners Assoclation (BEDA), but that the Introduction of such a
right in the new Community Instrument hardly appsars to be desirable and
probably also not practical. Articie 16 of the draft Reguiation glves the
designer a right to be mentloned when designs are being reglstered. Further
rights of an ldeal character can In some cases be reserved on a contractual
basis In particular If the designer Is famous and his negotlating position
as a consequence thereof Is strong. Though the design agtlvlty undoubtediy
bears some resemblance to the artistic activity of autﬁors in respect of
titerary and artistic works there are also considerable differences as
regards notably the economic exploitation of the creations. Industrial
products may need to be adapted from time to time or adapted to the demands
of different markets. A right to authorize modifications could unduly
restrict manufacturers® possibilitles of exploiting the deslign. Unless
other convincing arguments are brought forward In support for the
introduction of a right ldentical or similar fo the notion moral right of
copyright law the Commlission wouid for the reasons stated not suggest its
Introduct lon. ’ '

7.2. Designs created by employed designers.

7.2.1. The question of the entitliement to a design developed by an employee
In the course of his normal activities during his employment ralses
difficulties similar to those which are met both In the field of the
creation of copyright works and in the field of Iinventions made by
employees. As it 1is known, +the negotlators of the European Patent
Convention of 1973 were unable to reach an agreement on a unitary
substantive rule on the question of the right to the patent. Likewise, the
negotiators of the Agreement relating to the Community Patent of 1989 did
not reacﬁ - slxteen years later- a better result in thls respsct. In both
cases they had to satisfy themselves with a rule of conflict pointing to
the national legislation which would be applicable In each specific case
(Article 60 par. (1) EPC to which Article 23 CPC refers).

St
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7.2.2. The reasons for the diffliculty of developing a unlitary European rule
stem from the fact that this subject matter inevitabiy ralises a number of
Issues of Industrial refations taw, which are very sensitive and are
approached differently in the varlous Member States.

7.2.3. In the arsa of copyright the Commlss]on has recently had the
occassion to address the Issue within the context of the legal protection
of computer prerams. in the Directive on the legal protection of computer
programs1 It Is set out that "where a computer program is created by an
employes In the execution of his duties or folliowing the Instructlons glven
by his employer, the employer shall be entitied to exercise all economic
rights in the program so created, unless otherwise provided by contract".
This provision does not provlde for a complete, mandatory soilution.
Firstly, It takes a position only on the exercise of economic rights since
possible moral rights are - Inallenable. Secondly, the provision Iis
applicable on!y In cases where the contract does not foresee a different
solution. For the purpose of harmonization of laws the proposal of the
directive mentioned is sufficlient. in an Instrument creating Community law
it may be adviseable to take a different approach.

7.2.4. Firstly, to avoid any undue delay of the whole project the
Commission suggests that in this case |like In the Patent Conventions one
should at the present stage of development of Communlity law be content with
a rule of confllict pointing to the national legislation applicable, without
trying to develop an autonomous unltary, mandatory rule.

7.2.5. While following the approach of the European Patent Convention the
relevant provision shouid bs drafted in a way reflecting the progress that
in the field of determining the applicable law has been achleved by the
Member States by the conclusion of the Rome Conventidn of 1980 on the Law
applicable to Contractual Obligations. Article 12 of the draft Regulation
(Annex 1) follows closely the wording of Articlie 6 of the Rome Convention.
This should give sufficient emphaslis to the foilowing points:
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- the princliple of the freedom of cholce of jaw Is vallid also In the fleld
of contracts of employment;

- the same national legisiation will govern the substantive provisions of
the contract of employment and the aspects relating to the entitliement to
the design; -

-~ shouid a legisiation applicable under the rule of conflict contain
mandatory rules on the protection of the designer's rights, they would
be applicable irrespective of the choice of law made by the parties to
the contract.

7.3. Commissioned deslghs.

It would appear natural to give the parties to the contract the widest
possible choice to decide on the entitlement to the design and as regards
the law applicable to the contract. in absence of a cholice, however, It
would seem reasonable to replace the generic crlterion on which the Rome
Convention Is based ("the law of the country with which the contracts is
most closely connected") by a more preclise criterion permitting the
avoidance of litigation on this point. 1t is suggested In accordance with
general practice to resort In this case to the law of the State In which
the commisslioner has his domicile or his seat.

7.4. Plurallty of designers.

7.4.1. The possibility that .several persons may cilaim entitiement as
regards the same deslign needs to be considered and regulated.

7.4.2. The rather simple case where a design has been developed Jointly by
several designers does not appear to pose any problems. The right to the
Community Design shall belong to ail of them jointly, unless they decide
otherwise by contract.

7.4.3. Different and more complex Iis the case where different persons
independently of each other arrive at the same design. In practice such
cases will probably be rare. The ilkellhood that a same design couid be
arrived at by different persons idependently of sach other appears to be

low. Normally claims of that kind are only pretexts during infringement
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iitigation, where the defendant tries to hide the fact and avold the
consequences of having in reallty copled the original design. It may also
occur -~ and there Is an Interesting case-iaw In some Member States to that
effect - that the substantla! similarity of the designs in question is
caused by a "subconscious” reproduction by ths second designer. He may,
without clearly recalling this fact, have seen the original design, e.g. at
an exhibition or at a fashion-show and without consciously taking mental
note of the design later when charged with a design task simply reconstruct
the design he has seen. In this case, where access to the crlg!nalldeslgn
can be proved, the second designer cannot claim eligibility for protection
of his design. '

7.4.4. However rare, the possibility that a design could be arrlved at by

several persons Independentiy of each other cannot be discarded a priori.

There are at least two reasons which point towards the possibllity of such

cases occuring: )

a) The'scopa of protection of the Community Deslgn |s very broad and
extends to those designs which are similar enough to produce the same
overall impression to the public. The Ilkellhood that a design
satisfying thils condition could be arrived at indepently of the
original designer is obviously greater than under a éystem protecting
only against identlical or quasi-lidentical designs.

b) An unregistered Community Deslign, which bscomes known only through its
disclosure to the public, can remain fully unknown to other deslgnérs
operating 1In the same sector, notwlthstanding the care they have
displayed in order to keep themseives Informed of what Is happening In
the relevant design field. Thils Is particuiarly true if one consliders
the dimensions of the market Involived, namely the Community. Under
these circumstances It would not be surprising If, in particularly
active sectors, where the trend, the fashlon or the prevailing style
limlit considerably the freedom of desligners, two persons would reach
Independently of each other results highly simiiar, if not identical.

7.4.56. There are two classic ways to solve the problems arlsing out of a
situation as described above.Foliowing a "copyright approach" one may

recognize the right to the design for both the independent cfeators. If a
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"patent approach" Iis followed all rights are vested exclusively In ths

designer, who Is "first to file", lrrespective of whether he was the first
to develop the design or not.

7.4.6. Under the "“design approach® that this green paper lntroduces, the
issus cannot be soived by slmply resorting to elther soiution.

7.4.7. As far as the Unregistered Community Design Is concerned It follows
from the discussion In chapter 6 that the Unregistered Community Design
confers upon the right holder a protection against -unauthorized copyling
only but not a monopoly right as regards the use of the design in question.
In accordance herewith, Article 13 (2) of the draft Regulation sets out
that If Identical or substantially similar designs have bsen developed
independentiy by different desligners the right to an Unregistered Community
Design shall belong to each of them.

7.4.8. in the case of Reglstered Community Deslign, the right should beiong
to the person who first files .an application with the Offlce. This soiution
would be the natural consequence of the registration system. It implies
that the grace period for registration of an Unregistered Community Design
discussed in par. 6.2.3.1. and 6.2.3.2. becomes a period during which the
right holder can decide whether he wants to take out a registration or not,
provided that nobody pre-empts his rights by registering an identical or
substantially similar design developed Independentiy. In the latter cass
the owner of the Unregistered Community Design would loose the possibllity
of obtalning a Registered Community Design, but he would obviousiy continue
to enjoy the rights conferred by the Unregistered Community Design not only
up to the end of the grace perlod, but untli! the expiry of the term of
protection of the Unreglstered Design.

7.4.9. One might wonder whether the solution set out above for the
Registered Community Design and enshrined in Article 13 of the draft

. Regulation is the most appropriate. 1t has undoubtediy the advantage of

Inducing desligners to apply for reglstratloh as soon as possible, in order
to escape the risk of seelng their rlights pre-empted. This has however as a
consequence that the functlioning of the grace period, which has been
Instituted to permit testing the design In the market place, |Is
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Jeopardized. If an unfalr competitor copies the original design and files
an appliication with the Office eariler than the rightful owner, the only
possible way for the latter of having his right recognized would be to
establish before a court, bearing the burden of the proof, that the design
has been copled or stolen from him by the applicant. As the vindication
claim is excluslvely reserved to natlional courts and cannot be ralsed
before or checked by the Office, this might put the rightful owner in a
very awkward position with respect to Inscrupuious competitors.

7.4.10. For this reason the Commission would welicome comments on the
alternative solutlon set out below which iIs not developed in the attached
draft Regulation: In the case of a design being developed by several
persons lndependently.of each other, the right to the Registered Community
Design would belong to the person who first has accomplished elther of the
following acts: disclosure of the design to the public or fiting an
application with the Office. This solution would simpiify matters, as it
would be sufficlient for the first person to be recognized as entitled to
the Reglistered Cbmmunlty Design, to establish before a court that he has
got an earlier date of disclosure to the public with the respect to a iater
filing, without having to establish that the design has been copled.

7.4.11. Both solutions, the one reflected In Article 13 and the alternative
one suggested above, raise the question as to whether the person who has
independently developed the same design, but Is not entitled to the
Registered Community Design, should remain without any protection and any
right to use the design developed In good falth. This would, In the eyes of
the Commission, make the system more rigld than justified by the nature of
the rights involved. '

7.4.12. It Is suggested, therefore, that a fair balance of Interests could
be reached by according to the later independent creator of the same deslign
as a Registered Community Design a right of prior use as described In
Article 21 of the draft Regulation. This right would take care of the fact
that it Is particulariy difficult for a competitor, In a system like the
proposed Community System (with provisions for examplie on deferment of
publication (Article 46 of the draft Regulation)) to be fully aware of all
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new designs on the market In a specific sector at the level of the
Community, even If the utmost care |s displayed. The right of prior use
would therefore mitigate the rigidness of the rule envisaged. This right of
prior use Is discussed aliso In paragraph 6.4.6.

7.5. Registration of a Community Design by a non-entitied person.

7.5.1. Whichever of the twe rulss suggested above Is accepted, It needs to

‘be declided which remedies would be availabie to an sentitied person In order

to see his right recognized when a non-entitied person pretends to be the
right holider in respect of the design and the design has been registered by
the Office In the name of such a non-entitied person.

7.5.2. The problem could occur also In reifation to the Unregistered
Community Design {f another person than the right holder uses the design
under the pretext that he is the ieglitimate rightholder. This situation is,
however, so close. to the Infringement situation, that It appears
unnecessary to set out speclific provisions dealing with the sl!tuation
described. If, for particular reasons, the person entitled should wish to
see his sentitlement speclifically recognized, he will normally be able to
sue the non-entitied person and to claim such 4recognltlon by a
"vindtcation® actlon ("actlon en revendication”, “Vindikationskiage"),
Independently of any other Infringement action or Irrespective of whether
any other remedy Is open to him.

7.5.3. 1t is suggested that the procedural aspect of this speclfid action
should be left to tﬁe national leglislation appliicable. In particuiar, it
appears unneccessary to interfere with national procedural and civil iaw by
trying to unify at Community tlevel rules concerning e.g. the prescription
of the actlion, the fate of existing llicences and other .rights in respsect of

the dés!gn when title to a design changes as a consequence of such an
action.

7.5.4. In the case of a Registered Community Design, however, thé conflict
between the reglstered right hoider and the legitimate owner of the design

requlres unitary ruies. As the non-entitied person would appear on the

Community Design Register as the leglitimate owner, thlrd parties wouid rely
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on this Informatlion for any legal act they would concliuds with respect to
the design. It is therefore necessary that the conseguences of reglstration
of the name of a non-entitled owner and of a change of ownership as a
consequence of a clailm of a rightfully entitled person be gove;hed by
uniform rules throughout the Communlty.

7.5.5. A similar problem arose with regard to the Community Patent, and lts.
solution is to bs found In. Articles 23 and 24 of the Community Patent
Conventlion in the verslon of the 1989 Agreement relating to Community
Patents. The problem in the case of the Registersd Community Design could
be solved along the same lines. Judiclal proceedings to have the right to
the Design transferred to the person entitled would be sublect to
prescription within a period of two years as from reglstrailon, unisss the
person reglstered as proprietor was In bad faith at the time when the
design was reglstered or transferred to him. In case of complete change of
ownershlp, the llicenses or other rights acquired on the design would lapse.
The previous owner and the llcencees, If they were in good falth, would,
however, recelve a non-exclusive licence to the design as of right.

7.6. Other speciflic provislons concerning the Registered Community Design.

7.6.1. As the Jurisdiction on the question of entitlement to the Community
Design should be exclusively restricted to Jjudicial courts, It would appear
falr to prevent any lIssue of that nature from Interfering with the activity
of the Office concerning the application for a Registered Community Deslign
at Issue. For that purpose a provislon corresponding to Article 60 (3) EPC
is suggested In Article 15 of the draft Reguiation establishing a
presumption in favour of the person in whose name the application is f!ied
or the Community Design is registered.

7.6.2. If the applicant for or the proprietor of the Registered Design is a
person other than the designer, ths létter should have the right to be
mentloned as such before the Office. This principle is enshrined In articls
16 of the draft Reguiation. The dquestion of ‘the sanction If such an
obligation is not compiled with during ;he registration procedure will be
discussed in chapter 8 below.
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CHAPTER 8

REG|STRATION PROCEDURE.

oiag

8.1. Introduction,

8.1.1. The suggestion that one of the forms that a Community Design could
assume Is that of a Reglistered Design entalls the necessity of providing an
Office to carry out the tasks Iinked with the responsibiiity for
registration and of establishing a éet of rutes to govern the procedure
leading to such a result. This chapter wiil deal with these two Issues..

8.1.2. The experlence galﬁed in the course of previous work on the European
Patent and the Community Patent and the Communlity trade mark may simplify
the task. It Is self-evident that untess there are solld reasons for not
doing so, the solutions accepted within the framework of those Instruments,
having been the subject of thorough discussions, should be adopted for the
design, subject only to any adaptations required by the specific needs of
this type of protection. A large number of provisions in the annexed draft
Regulation have therefore been taken over from the consolldated text of the
proposal for a Regulation on the Community trade mark or, exceptionally,
from the European Patent Convention. Consequentiy, this green paper will
not -reiterate_ the problems that were raised when the original provisions
were worked out, but which must now be considered settied.

8.2. The Community Design Office.

. 8.2.1. The draft Regulation provides for the setting up of an autonomous

Community Design Office. Like the Community Trade Mark Office, the
Community Design Office would be a body of the Community having legal
personallity. Articles 99 to 126 of the annexed draft Regulation follow the

pattern of the corresponding provisions contalned In the proposal for a
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Regulation on the Community trade mark. Detailed comments appear therefore
for the purpose of this gresn paper to be superfiuous. it should only be
stressed that, In view of the uncertainty which stil} prevalls on this part
of the trade mark Regulat!on,_ whatever solutions the Council may
eventuélly adopt for the Community trade mark regarding the sections
deailng with general ~ provisions, management of the ' office, = the
Administrative Board, and budget and financial -control, should probably
also be followed for the future Community Deslign Office.

8.2.2. Like the Community Trade Mark Offlce, the Community Design offlce

will have to be financially self-supporting. This Impiles that the fees, -

including renewal fees, should bs flxed at a level guaranteeing that, after
a running-in perlod, the revenues of the Office wili cover the expenditure.
For the running-in perlod a subsidy from the Community budget will probably
have to be provided.

8.2.3. However, in fTlxing the level of the fees the attractiveness of the
Reglstered Communlty Design would also have to be taken Iinto consideration.
Presumeably, industry will have the cholice between nationai rights and
Community rights; moreover the Unregistered Community Design, though
entalilng a shorter term of protection, constitutes an alternative with no
costs whatsosver. |t~Is clear that renewal fees will have to be lower than
the sum_of national fees for renewing natlonal registered designs In ali
iMember States. Simiiar considerations appiy to the application fee or
publlcation fes.

8.2.4. Reconciling the need for the financial balance between revenue and
expenditure of the Office and the financlal attractiveness of the Community
Design should not, howsver, be an impossible task, If one considers that in

contrast tc the case for trade marks, it appears to be qulte likely that

the majority of dssign registrations In the Community would in the futurs

be taken out at the Community level by means of the Community Registered
Design. '
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8.3. Staff.

8.3.1. Apart from the prospective large number of Community fllings,
another argument supports this optimistic view. The future office wl!
probably be very small. As It will later be set out in detall, the
registration procedure should be extremely expeditious. No search, no
substantive examination, and no epposition procedure are forsseen prior to
registration. A very limited staff should ba able to deal with the
registration procedure even for a large number of appllcations.

8.3.2. The bulk of the expendlture would stem from the staff needed for the
departments deaiing with invalidity procedure, In particular for the Boards
of Appeal. To what extent, however, the Iatter'wlll be needed, or whether
the task will be taken over largely by the court of First Instance of the
European Communities, Is a matter which will depend on the solutions
retained for the operation of the Community trade mark Office.

8.3.3. Another Important source of expenditure wlil be represented by the
administrative department which will be needed for the management and the
administration of the Office. It might be considered whether economies of
scale In this respect could not be achleved by merging the Community trade
mark and the Communlity Design Offices into one body. Such a solution would
not necessarily be Incompatible with the seat of the Community Design

Offlce, as a branch of the Community trade mark Office, in a different
place.

8.3.4. The question of the seat of the Office is of a political nature and
needs therefore not to be discussed in this green paper.

8.4. Languages .

8.4.1. The question of the language or languages of procedure of the Offlice
Is also an Important one which the annexed draft Regulation makes nho
attempt to solve. It |[s suggested that the results of the current
hegotiations on the same problem concerning the Community trade mark Office
should be awalted.
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8.4.2. it should, however, be stressed from the outset that the problem is.

far from being so acute In the case of designs as It Is for trade marks.
The whole procedure up to registration may be carried out on the basis of
standardised forms, which could be made avallable to and used by the public
in all Commualty languages without difficulities whether for the public or
for the Offlce.

b

8.4.3. As far as Invalidity or appeals procedures are concerned the matter
would probably be different. Under such procedures written statements are
submlitted and inter partes oral proceedings take place. A lingulstic regime
allowing the use of numerous Community fanguages would create cost problems
anaiogous to those which the Community trade mark office Is facing In
respect of such procedures.

8.5. Management of the Office.

8.5.1. The Office, managed by a President, should be structured in
departments, which should be responsible for the varlous phases of the
procedure.

8.5.2. Only four departments have been foreseen in the annexed draft
Regulation: Preliminary Examining Divislons, a Design Administration and
Legal Division, Invalidity Divisions and Boards of Appeal. The tasks of
each of these depariments and theilr compositlion are set out In Articie 113
to 116 of the draft Regulation.

8.6. The registration procedure.

8.6.1. It Is an essentlal element of the Community Design that the
registration procedure should be as easy and expedient as possible. The
draft Regulation deails with thls Issue in the Titles IV: and V., Articles
32 to 47.

g ;\

B J
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8.6.2. As regards the specific features which should distinguish the
registration procedure of a design from that of a trademark or of a patent,
the Commission has based Itself largely on the suggestions contained in the
draft worked out by the Max Planck Institute. The Commission Is, however,
open to any useful suggestlion that could come particulariy from the
naticnal offices or from the users of the natlonal registration procedures,
in order to Iimprove the efficlency of the registration procedure of the
Communlity Design. A large part of the details wilil have to be dealt with In
the Imptementing Regulation, which will be worked out only after a final
decision ‘on the baslic characteristics of the project has been adopted.

8.6.3. The fist step of the reglstratlon procedure is the filing of an
applicaton with the Office. As In the case of the Community trademark, It
would be useful to leave the applicant the possibliity of filing elther
directiy at the Office or at the central Industrial property office of a
Member State, the Benelux Office being- assimilated to one of such offices
for this purpcse. The role of the national office shouid be Iimited to
acting as a mall-box: it should simply make sure that the flled
appiications are conveyed to the Community Offlice without deifay.

8.6.4. An appliication, to be valid, must necessarily contain the following
elements:

a request for registration,

Informatlon identlfying the applicant,

a graphic or photographic representation of the design sultable
for reproduction,

mention of the designer.

Further particulars might be derescribed by the Implementing Reguiation.

8.6.5. The graphic or photographic representation could be In colour or in
black and white. It Is desirable that the Office shouid be able to publish
such reproduction in elther form, at the cholce of the applicant, as It s
the case now with the Bulletin of the German Patent Office or the WiPO
GAZETTE relating to designs deposited In accordance with The Hague
Agreement .
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8.6.6. The application could also contain the class or the list of classes
of products to which the design Is intended to be applied. Such an
indication woulid only serve fér classificatlion purposes and would have no
effect on the scope of protection conferred by the design. A Community
Design, be It Reglstered or Unregistered, should confer a protection
lrreépectlve of to whatever kind of articlie It Is applied.

8.6.7. Sometimes there might be a need to explain ths features which
constitute the design and which might not easily be percelived simply by
looking at the reproduction. This should bs made possible by joining a
description to the application. It should be stressed that this is the only
slement of the whole application which might ralse some difficulty in

relation to the use of all Community languages for the reglstration
procedure.

8.6.8. It should further be possible for the applicant to deposit a
specimen or a sample of the designed product. This type of deposit, which
was obligatory In the past Iin some Member States, could still present some
advantages In certain speciflc cases and the applicant for a Community
Design should be allowed.to make use of it. It goes without saying that the
impiementation Regulatlion would contain approprlate provisions regarding

the detalls of this type of deposit, In particular as regards the maximum
admissible size for deposited articles.

8.7. Multiple appllications.

8.7.1. By virtue of prellminary contacts with natfonal authorities and
interested circles, the Commission Is convinced that the basic request from
a number of Industrial sectors as regards the possibility of filing so-
called "multiple applications” Is fully Jjustified. This need Iis
particularly felt In the sectors of textile, fashlon and gensrally short-
lived articles where, wlth short intervals, large numbers of designs are
developed over short periods of time, only some of which are eventually

L3



“
Sy .

8)

- 111 =

incorporated into products which come on tﬁe market. Flling a separate
appiication for each of those designs would be too cumbersome and too
expensive. Obviousiy the Unregistered Community Deslign Iis the main answer
of this Green Paper to the concerns of these sectors, but It would also be
desirable to make easlier recourse to the Registered Community Design In
these kinds of slituation. ’

8.7.2. "Multiple appiication” is already known and used In several Member
states. tt is also foreseen under the Hague Agreement concerning the
internatlional Deposit of industrial Designs. To be applicable in practice,
the designs should all belong to articles of a same'classJ but there should
be no Ilmltailon of the type resulting from the present UK legislation,
where only desligns applied to a gliven set of articles (e.g. cups, dishes
and tea-pot of a tea-set) could benefit from a combined deposit.

8.7.3. The highest number of designs which could be joined In a multiple
application has been tentatively set at 100, the flgure which has been
chosen by most national legisiations.

A specific appilcation fee, obviousiy higher than the normal one, should be
fixed for this kind of applications.

8.8. Priorlty right.

Very llttie has to be sald on the Articles 38 to 41 of the draft
Regulation, which deal with the right of priority. This right resuits from
the Paris Convention, to which all Member States adhere. The text follows

closely the corresponding articlies of the Draft Regulation on a Community
trademark.

8.9. The examinatlion.

8.9.1. As prevlously Indicated, each application should be subject to an
extremely simple "prellminary® examination by the Office, immediately
foliowed by reglistration. This examinatlion would consist of an “examination

as to obvious invalidlty” and an "examination as to formal requirements".
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Whereas examination as to distinctiveness should not take place as a
condition for reglistrdtion It may be considered to carry out such
examination at the request by the applicant as a service and subject to the
payment of a fee.

A prerequisite would be a database contalning existing designs, see
paragraph 8.10.4.

National registration offices may eventually find an Interest in carrying
out such examinations for the Community Offlce. The Commission would
welcome the views of interested clircies on this suggestion.

8.9.2. The examination as to obvious invalidity would permit the Office to
refuse applications which are “"obviously" unsuitable for protection because
they do not concern the external form of a product: e.g. a slogan, a poem,
a piece of music. This examinatlon should also permit the identification of
those applicatlons which would give rise to objections from the point of
view of public poliicy or accepted principles of morality (e.g. a swastika
decorating a product with the clear intention of provoking the public).

8.9.3. The examination as to formal rsquirements shouid permit a
determination that the application complies with the forma! conditions taid
down by the Regulation or the Implementing Regulation and can be accorded a
date of fliling. If the applicant falls to communicate any of the basic
elements which permit Identificatlion of an applicatlion, i.e. the request
for registration, the information Identifying the applicant, the
representation of the design, the mention of the designer and any other
particular Imposed by tﬁe Implementing Regulation, the Office would Issue
an lnvitation to the applicant to remedy the deficlienclises established. The
same would apply In case of fallure to pay the abp|lcatlon fee within ‘the
time limlt prescribed.

8.9.4. If the applicant remedies the deficiencles or pays the fee within
the time limit prescribed, his application will be accorded a date of
flling and reglstered. If not the application will be refused.

The question arlises whether the date of filing accorded after the
deficiencies have bsen remedlied should be the initlal one or the one at

which the application was put in order. The Commisslon would tentatively

S
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favour sanctioning more severeiy deficiencles concerning the request for
registration, the information on the Iidentity of the appl!licant and the
reproduction of the deslign, as well as thé fallure to pay the application
fée. In these casss the date of flling should be the one on which the
deficlencies have bseen remedied or ’the fee palid. In the other cases
(mention of the designer and par%lculars imposed by the Implementing
Regulation) the date of flling could remain the date where the defective
application had been flled. The attention of the Commission has been drawn
In particular to the fact that it might -sometimes be difflcuit, when filing
an application, to mention the designer, particularly If the design s the
result of a team work within a company.

Fallure to satisfy the requirements concerning the clalm to priority should
only lead to the loss of the right of priority, but not affect the actual
date of fliing.

8.10. Publication of the app!lication.

8.10.1. The qusstion as to whether appllications for a Reglstered Community
Design should be publlished has been given careful consideration by the

Commisslon. There ars several reasons for questioning the necessity of such
a formality. 4

8.10.2. First of all any publication of Community Designs cannot be
complete, due to the existence of the Unregistered Community Designs.

Competitors couid therefore hever be sure, simply by consuiting the

Community Design Bulletin, that they have an overail view of existing
Community rights. This Jack of completeness would also affect the
documentary value of such a publiication.

8.10.3. Publication Is an element which further increases the cost of the
registration procedurs. Dispensing with i1t would definiteiy ensture that the
Office could offer its service to industry at a very Ilnexpensive rate.

8.10.4. Modern technology may also render publlication In the traditional
form of a Bulletin obsolete. It could be clalmed that it would be
sufficient that the Office makes the flles avaliabis to the public. As data
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on the Register will be stored digltally, the Register couid be consulted
like any other database Including on-llne access. Finally 1t has been
claimed in certain quarters that design Bulletins and similar publications
are mainly uséd by plrates and counterfelters, particularly In third
countries, to obtain In a very cheap way Informatlion on the newsst trends
In design and fashion. ' ) _

Designs would presumabiy be stored on optical discs, thereby opening the
possiblility of making Information relating to designs registered avallable
not only at the Community Office but aiso by the way of sale of coples of
the reglister on CD-ROMs. Eventually CD-ROMs could also be kept avallable
for the publiic at the natlonal offlces. The technical detalls remain to be
discussed at the appropriate time, but It appears to be Important to
brovlde industry with a possibllity to verify the distinctivensess of a
given design before large scale production of a product to which the design
Is applied Is planned or carried out.

8.10.5. Notwithstanding the force of such arguments, the Commission would
tehtatlvely suggest that publication of apptications In a Bulletin §hou|d
be undertaken by the Office as an element of the registration procedure.
Appérently, importance Is attached to the documentary and legal value of
such a publication by a number of Industrial sectors and by certaln Member
States. The experience of Germany In recent years shows that a traditional
publication of designs can be carrled out at reasonable costs to a
sufficiently large public of subscribers. International obligations
resulting from The Hague Agreement wouid also speak in favour of a simtlar
obligation for Community Designs. As to the risk that such publications
might be abused by pirates, It should be considered that advertising by the
companies, pubijication of catalogues, dlisplay of the products in
exhibitions or simply thelr sale on the market offer to prospective
counterfeiters much betisr opportunities for copying than the necessarily
rather unattractlive presentation of designs in an official bulletin.

8.10.6 Article 45 of the draft Regulatlod provides that all applications

"having recelved a date of filing will be publiished by the Office within a

period which has stil! to be determined but which should coincide with, or
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immediately follow, the date of registration. it should therefore be
possibie to combine the publlication of the application and of the mention
of the reglstratlon In the same Issue 6f the Bulletin. Taking Iinto
consideration the average time needed for the preliminary examination and
the tlhe needed for the techhicatl preparation of the publication this
perfod should not go beyond 3 or 4 months from the date of fillng.

8.11. Deferment of the publication.

8.11.1. In several Member States appllcations for registration of a design
may be Kkept secret for a certaln period on request by the applicant.
Certain sectors of Industry are attached to this posslibility of keeping
secret designs which they Intend to promote In the future. This is not only
the case for fashion, where new models are developed well In advance of the

seascon In -which they are put on sale, but also, in other sectors, such as
new models of cars.

8.11.2, Under French legislation secrascy of the fqglstered design has until
very recently been rule. Secrecy could be maintained for a periocd up to 25
years; publlication of the design durling this period only took place at the
expliclt request of the rlight owner. Under the "deslign approach" followed
In this Green Paper a French-type solution would not be concelvabie. The
Community Desldn; In both Its forms of Unregistered and Registered Design,
arisses by virtue of an act of "disclosure to the public" In the sense of
uslng the design In the market or registering it In a "public register".
The scope of protection grahted by the Community Registered Design is
moreover very broad, as It allows action to be taken even agalnst the
“lnnocqnt“ Infr inger, andtnot'only against the psrson having copled the
design. Under these clrcumstances the Commisslion feeis that the general
rule should be publicity and not secrscy.

8.11.3. This does not, however, sexciude the recognition of the justified
need for a period of secrecy In a number of cases, where eariy publication
of a model might destroy or Jeopardize the success of a commerclal
operation. It Is claimed by some quarters that this may be the case where
the marketing of the product to which the design is applied
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requires preparation for technical or commerclal reasons. Fashlon, for
example, Is desligned and manufactured prilor to the season for which It is
produced, but Is in the meantime kept secret. The desirabiilty of some
leadtime Is selifevident from a commercial point of view. If, howaver, it is
the purpose of the defsrment of the publication to secure a protection
which goes beyond the contens of the design protection a deferment of
publication should probably not be considered within the context of the
Community Design. The Commission wouid welcome comments and clarification
regarding the need for retaining deferment of publication at the request of
the right holder. 1t Is tentatively suggested, that the pubtication of the
application for a Reglistered Community Design should be deferred for a
period not exceeding twelve months from the date of fliing on request by
the applicant. This perlod corresponds to the perlod at present foreseen
under Article 6 (4) of the Hague Agreement, but could evehtually be
adjusted according to the suggestions made to prolong the period set out in
the forementlioned provtglon to 30 monthsl. It is further suggested, in
accordance with an idea launched by the Max Planck Institute, that a
warning to competitors could be Issued by publishing a simple notification
that an appllcation has been filed by the applicant, but remains
provisionatly unpubliished. The Commission would also wellicome views on the
usefulness of such a warning.

8.11.4. If no further action Iis taken by the appllicant, the protection
resulting frcm the secret deposit will explre at the end of the period of
defermeht. 1f, on the otherhand, within twelve months from the date of
filing, the appllicant requests pubiication upon expiry of the period of
deferment, the Reglistered Design will benefit from the normal term of
protection.

The purpose of thils measure, which affects the principle "no rights without
publication”, is to glve the appliicant one year during which he can within
his undertaking study the commercial prospects of launching a new design In
the near future, without loosing the original date of filing. Should the
assessment of these prospects turn out to be negative, the applicant could

simply abandon the application with practically no administrative costs.
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8.11.5. The deferment of the publication has admittedly the consequence
that for a period of one year compstitors may be confronted with a right
having an eariler priority date without being abie to take the necessary
precautions to avoid such a slttuation. This then ralises the question as to
the rights of a third party sued for infringement of a secret design. From
the discussion above, it Is clear that no actlon could be instituted on the .
basis of a design which remains secret; the owner of the Registered
Communlity Design kept secret would have to publish it In order to prevail
himself of the rights conferred by It. The protection would however be
retroactive with effect from the day of flling: the Infringer could be
"innocent”, but he would still be an infringer. However, In such a case a

right of prlor use would have to be allowed to him under Article 21 of the
draft Reguiation.

8.11.6. The owner of the secret design may, however, warn the competlitor
that he 1Is Infringing his right. In this case, If the warning Is
accompanied by a threat thaf an infringement action will be Initlated upon
publication of the design, the coﬁpetltor shouid be allowed to inspect the
relevant file at the Office, even If the design Is stiil secret. This right
haé been provided for In Article 72 of the draft Reguiation. As the
drafting of Articlie 72 makes clear the right to Inspect the relevant file
may aiso be exerclised In other cases where a legitimate interest In doing
so can be substantiated.
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1 see WiPO document H/CE/J/2 of 15 February 1991 paragraph 20 and 21.
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CHAPTER ©

THE LITIGATION SYSTEM.

9.1. Introduction.

This chapter deals with the Judlcia] actions relating to Community Designs.
It comprises four main parts:

general provisions;

i

speciflc rules on disputes relating to infringement of the Community
Design; o '

1

specific rulss on disputes concerning the valldity of a Community design;
rules concerning other disputes relating to Community Designs.

9.2. General provisions.

9.2.1. As In the case of the Community patent and the Community trade mark,
the Introduction of. a new Communlty-wide autonomous right raises the
problem of the judiclal means available to right holders to enforce thelr
rights and the way and the manner In which third parties can assert their
claims against a Community Design.

As It would obviously be Impossible to set up a whole original code of
civil procedure specifically for such a purpose, the Community has
previously, in analogous cases, entrusted this task to national
authoritles. There have, however, been certain derogations concerning the
validity of the right In question, where parallel, and sometimes exclusive
jurisdiction has besn conferred. Thus, for the Community patent quasi-
judicial bodies are set up within the European Patent Office and there is a
newly established court common to the Member States, (the so called COPAC)
and as far as the Communlty trade mark Is concerned, some dspartments of
the Communlty'trade mark Offlice have jurisdictlion under the control of the
Court of Justice. ’
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1t Is suggested that a simllar approached Is followed for the Community
Design.

9.2.2. In view of the unitary nature of the‘Communlty Design, the courts of
any Member State would In principie be entitied to hear actions relating to
it. 1t will therefore be necessary, as In the case of the Communlty patent
and the Community trade mark to set out In the Regulation speciflic rules iIn
order to identify the court having jurisdiction In any specific case and to
provide for recognition and enforcement in the other Member States of a
decision Issued by such a court.

9.2.3. This task is greatly simplified by the existence of the Brussels
Convention on Jurisdiction and the Enforcement of Judgements In Civil and
Commercial Maters, of 27 September 1968. This Conventlon, as supplemented
by the Luxemburg Convention of 9 October 1978 on the Accession of the
Kingdom of Denmark, ireland and the Unlited Kingdom of Great Brltain and
Northern Ireland, and by the Luxemburg Convention of 25 October 1982 on the
Accesslion of the Hellenic Republic, Is at present in force among ail the
Member States of the Community, with the exceptlon of Spain and Portugal.
As the San Sebastian Convention of 26 May 1989 has entered Into force and
progressively will be ratifired by all Member States, It Is extremely
likely that the Brussels Convention will be In force throughout the whole

Community at the time when the Community Design becomes a reaflity.

9.2.4. It should also be recalled that the Brussels Convention Is
accompanied by a Protocol on its iInterpretation by the Court of Justice. A
mechanism simiftar to the one provided under Article 177 EEC gives the Court

of Justice a powerful Instrument In order to ensure a uniform

Interpretation of the Brussels Convention. About sixty declisions have up tov

now been rendered under the mechanlism described.

9.2.5. Determining which courts are competent to deal with Community Design
Issues and ensuring recognition and enforcement of the declsions Issued by
such a court Iin all Member States may therefore be a falrly easy task, and
may. be set out in a way which Is consistent with the general aaproach
followed by the Member States and the Community in the fleld of litigation



- 121 -

on civil and commerclal matters, by declaring as a general rule that the
Brussels Convention is applicable to actions relating to Community Designs.
See Articlie 80 of the draft Reguiation. '

9.2.6. Specific measures, In particular relating to infringement and
Invalidity of a Community Design, may, however, have to be envisaged to
take account of the peculiarities of this Community-wide rlight, as has also
been the case for the Community patent and the Community trade mark.
Suggestions as regards such specific rules, derogating from the general
rules of the Brussels Conventlion, will be set cut below.

9.3. The_infringement action.

9.3.1. The Infringement actlion Is the basic legal action for the
enforcement of the design right. It is suggested that Unregistered and
Registéred Community Designs should be governed by ldentical rules as
regards jurisdiction In Infringement actions.

9.3.2. The Community Design Courts.

9.3.2.1. One of the major probiems which arose in relatlon to the question
of jurisdiction for actions relating to Infringement of Community patents
or trade marks was the need to ensure that such jurisdiction was conferred
only on courts composed of experlienced Judges sufficlently speciallsed to
deal efflicliently with all the intricatles Qf Intel lectual property law.
This necessity was underscorsd by the fact that natlona! courts had also
been entitied to decide In certaln circumstances on the valldity of the
Community-wide right and with Community wide effect when cases where
brought before them. This problem has been solved in the context described
by providing for a concentration of Jurisdiction in Member States so that
only one or a few national courts may hear cases rslating to the
infringement of the Community patent and the Community trade mark. These
are the so called " Community patent Courts” and "Community trade mark
Courts*.

It is suggested that the same approach should be followed for Community

Designs and that Member States should be required to designate a number of

“"Community Design Courts" to deal with Infringement actlions relating to
Community Desligns.
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9.3.2.2. The Commission makes this suggestion In the hope that the same

courts and the same territorial districts as are Iisted in the Agreement

relating to Community patents willl be chosen by the Member States for the
purposes of both the Community trade mark and Community Designs. Thus a
uniform policy could be developed as regards thé ngcessary speciallsation
and concentration In Member States of jurisdiction In thess related areas
of Inteliectual property. '

9.3.3. The rules on International jurisdiction.

9.3.3.1. The flrst_questlon in an Infringement case Involving a Community
Design would bes to determine the Member State whose courts would have
jurisdiction (“"lInternational Jurlsdictlion”). The Brussels Convention would
give a very clear and satisfactory answer In most cases. Howsver, It does
not contain uniform ruies on Jurlsdiction for cases where the defendant is
domiciled outslide the Community. In such cases the national rules of
international p;!vate taw of the Member State concerned remain applicable
(Art. 4 Brussels Convention). This would ental}l however, for a Community-

wide right which obviously could need to bs enforced against a psrson or a

company domicllied outside the Communlty, the risk of positive or nsgative.

confilcts of Jurlsdiction and of contradictory QGclslons. Efflclent rules
on enforcement ars essential for the success of the new protection system,
and there Is therefore a dsfinlte need for a set of uniform rules covering
all possibie cases.

9.3.3.2. This problem has been soived by the Protocol on Litigation

attached to the Agreement refating to Community patents and has been
basically taken over In the Draft Regulation on the Community trademark. It
would therefore ssem appropriate that 2 similar set of ruleé be applied in
the case of Community Designs. This set of rules |s set out In Articies 83
and 84 of the draft Regulation.

9.3.3.3. The solution set out In these Articies may be summarized as
folliows:
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The plaintiff has In infringement cases the choice between two different
courts; the court of the piace where the acts of infringement have been
committed and an alternative which Is normally the court of the place
within the Community where the defendant Is domiciled. If the defendant has
no domiciie wlihln thé Community, subsidiary criteria, applled successively
until one of them flts the case, permft In each case the ldentification of
the " alternative court (Member State where the defendant has an
establlshmant, Member State where the plaintiff has his domiclle, Member
State where the plaintiff has an establishment, or, If all the previous
criteria fall, Member State where the Community Design Office is
situated).

A court having Jurisdiction under the criterion "loc! delicti commissi®

wiil be competent to deal only with acts of Infringement committed wlthin
the territory of the Member State where It is situated, whilst a. court
having jurisdiction under the alternative rule will be .competent in respect

of any act of Infringement committed within the territory of any of the
Member States.

9.3.3.4. The only problem which this solution is likely to raise Is |inked
with the existence of the Lugano Conventlon on Jurisdiction and the
Enforcement of Judgements in Civil and Commerclial Matters, concluded by the
EEC and the EFTA States on 16 September 1988. Under this Conventlon, which,
for all practical purposes, Is ldentical In Its cohtents with the Brusssels
Convention (this 1Is why It 1Is also called "Parallel Convention"),
defendants domiclled In an EFTA State party to the Convention would have
the right to be sued before courts which are not the same as those
resulting from the suggested unitary solution. The EEC Member States and
the Community are aware that a similar problem exists In respect of the
Community Patent and trademark and that such a problem could jeopardise the
unity of the legal system established by the Lugano Conventlon among the 18
States which have concluded It. Solutions are currently being sought by the
Memberﬁstates for the Community patent and will later also need to be
impiemented with the appropriate adaptations in the fislds of the Community
trademark and Community Deslign.
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9.4. Deciaration of Invalldity.

The solution set out above for litligation on Infringement of a Community
Design appears to be fairly obvious. it Is much more difflcuit, however, to
decide what policy should be followed as far as the declaration of
invalidity of a Community Design Is concerned.

A Dlstlnctldn‘ needs to be made between unreglstered and Registered
Communlty Designs,

9.4.1. The Registered Community Design.

Dealing with Registered Communlity Designs first, the questicn arises
whether the verlification of thelr wvallidity, which does nof take place
before registration, should be entrusted to the Community Design Office
and, If the answer |Is positive, whether such Jurisdiction should be
exclusive.

9.4.2. The direct actlon before the Office for the Invalidity of the

Registered Community Design.

9.4.2.1. The Commission ls of theioplnlon that there are valid arguments in
favour of entrusting the appropriate departments of the Office with the
task of hearlng direct actlions ralsed by third parties against the validity
of the Registered Community Deslign. such a Jjurisdiction, with possibility
of appeal to the Court of Justice, would favour a uniform Iinterpretation of
the provisions of the Reguiation concerning the reauirements for vaildity
of the designs. A uniform interpretation of those provisions would also be
Insured by the mechanism of Article 177 EEC, If the jurisdiction were to be
given to national courts,but this procedure would be slower and probably at
the end of the day entail higher cost for the parties concerned than direct
action before the Offlce. it Is further submited that direct action, with a
possiblility of éppeal to the Court of Justice, wouid permit a detalied
case-law to be estabiished much faster. Furthermore the experience of the
European Patent Office shows how Important it Is, In the flrst instancs, o
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have a speclallsed body composed of experts coming from all States which
participate In the system, In order that declisions not be subject to the
suspicion of being blased by national interests.

9.4.2.2. It Is sometimes argued that a centrallised action within the Offlice
would not be adapted to the specific needs of small! and medium sized
industries. The necessity of resorting to unfamillar proceedings at ths
seat of the Office, which Is ilkely to be In many cases Iin a foreign
country, the costs of legal advice needed, the perspective of being
confronted with foreign languages In the proceedings, ali this would be a
deterrent, operating in favour of big companies. To a certain extent these
concerns are justified and therefore the Commission considers, as It will
be set out tater, that a person should be permitted to wait for the design
owner to attack him for infringement and then to react by taking exception
as to Invalidity before a judge who, due to the rules on International
jurisdiction ‘appllcable to Infringement actions set out above, wili
normally be operating in more famiilar surroundings.

If, however, there Is a need for a direct attack, having a central instance
where the actlion can be.brought does often preseﬁt the advantage of being
easier 4and cheaper than a direct attack before a national court. The
action for Iinvalidlty of a Community Design would normally have to be
brought before the court of the place where the design owner Is domiclled,
which could weli be In a forelgn country, with procedures less famillar
and/or more éostly than those which wouid be followed under the common
rules of the Reguiatlion before the Office.

9.4.2.3. Having taken this view, the Commission submits, in Articlies 51 and
52 of the draft, provisions lnsplred by the corresponding provislions o? the
draft Regulation on the Community trademark with a view to making 1t
possible for any person to bring Iinvalidity proceedings against a
Registered Community Design befors the Office. The only limitation to the
right to initlate such proceedings is In the case where the ground of
invalidity invoked is the entitlement to the design; In such a case only
the person whose right has been duly recognized by a court decislion should
be able to sus the Office.
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9.4.2.4. The Commisslon further suggests that there should be no parallel
jurlsdiction of national courts for a "direct" actlon for a deciaration of
invalidity of a Registered Community Design. This action should be
excliusively reserved to the appropriate departments of the Office, subject
to appeal to the Court of Justice.

9.4.3. The Issue of Invalldity of the Registered Community Design raised as

a defence.

For the reasons evoked above, It shéuld be possible for any person sued
before a Community Design Court for infringement of a Reglistered Community
Design to ralse as a defence the claim as to the invalidity of the Design
and to ask the court to decide on this {ssue. ,

A challenge +to vallidity raised during Iinfringement proceedings couid
notoriousty take two different forms: it could be ralsed by way of
cognterclalm (actlion reconventionnelle, Widerklage) or Just as a defense as
to the merits (exception a titre incident, Einreds).

9.4.4. The counterclaim.

In the case of a counterclaim the effsct Is to Iinstitute a legal action
closely connected to the main ons, where the roles of the partles are
reversed. As the rules on Jurisdiction for Infringement cases provide for
the excliusive jurisdiction of Community Design Courts, the guarantee that
the validlty of the Reglistered Community Design will be checked by
competent and experienced judges Is automatically given In the case of a

'counterc!alm. Such courts should therefore be empowered, if the Issue of

validity Is raised by a counterciaim, to decide on it, with the possibility
of dectlairing the Reglstered Communlity Design Invalid with effect for the
whole territory of the Community.

An exception from this Community-wide effect of the declaration of

invalldity should be introduced In accordance with the propOsed Article 23

par. (2) where the ground for invalidity on which the declision is based is.

the existence of an earller design or other earlier right.



PN

e

- 127 -

9.4.5. The defence as to merits.

The Commission has considered whether It should be permlitted that an
exception of Invalidity could be ralsed before a Community Design Cour:
otherwise thsn by way of counterclaim. If a mere defense as to the merits
could be accepted, the result might be that the action for infringement is
rejected_on the basls of the conviction of the judge that the Reglistered
Community Design concerned Is not wvalid, without, however, having any
effect as to the legal existence of the sald Design. This would create 2z
situation which Is far from being desirable; the design owner would not
have all the fegal means and guarantees to substantiate his right that he
would Iin the case of a counterclaim; the pub]lc‘at large would be misled b¥
the fact that a Design probably null and vold contlnues to remain on the.
Register: the economic value of such a right would on the other hand te

reduced because the owner could hardly rely on It Iin future.

There is, however, a case where this possiblility of a defence as to tnz
merits should not be ruled out: this Is the case where the ground for
invalidity Invoked Is the existence of an earlier design or other ear!:¢-
right of the defendant himseif. in such a case the exception, even {f
raised by way of a counterclialm, could only lead, |f found vaiid by ths
court, to the iInvalidity of the Design in the Member State concernec
Accepting that the Community Design Court couid admit a defence as to the
merits formulated otherwise than by way of counterclaim would not ic tre
same extent entall the negative consequences mentioned above and wou:i:
enhance the procedural position of the owners of national designs or othe-

earller rights.

9.4.6. The dlirect actlon before the courts for the Invalldity of the

Unreglistered Communlty Design.

9.4.6.1. The possibllity of a direct actlon before the Office, although i+
should not be ruled out a priori, would not be in conformity with the logic
of the system. The Unregistered Community Design arises with the disclosure
or publlc use of the design; there Is no connection whatsoever with tne
Office.
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9.4.6.2. The possibililty of a direct action for a declaratlon of Invalldity
should therefore be opened before the national courts. It is suggested that
exciusive jurisdiction for the validity of Unreglistered Community Design
shoutd be given to the Community Designs Court.

9.4.7. The lIssue of Invalidity of the Unregistered Community Design
ralsed as a defence.

9.4.7.1. The short term of protection of the Unregistered Community Design
makes 11 quite unlikely‘that the number of dirsct actions for Invalldity
will be very high. Competitiors who might have an Interest In attacking the
valldity of the Design will generally be anticipated by summary procedures
or an Infringement actlon Instlituted by the owner of the 'rlght.
Provislonal, iIncluding protective, measures, granted by national courts are
in fact the most Important element for efficient protection, as the
manufacturer of short-lived design products will not be so much interested
in obtalning — after lengthy proceedings -~ damages for the Infringement
suffered, but much more Iin safeguarding the market for his products agalnst
counterfelt products. Against this background it seems possible to affirm
that the question of validity Is likely to be ralsed much more frequently

as a defencs by the defendant rather than by way of a direct attack.

9.4.7.2. The rules for determining the international jurisdiction would be
the same as these set out before for Infringement actions. As In the case

of invalidity the criterion *locl delict! commissi" would not be

appiicable. This would restrict the jurisdiction to the court of the place
within the Community where the owner of the Unregistered Community Design
is domicited, or, If thls criterion fails, the court resuliting from the
application of the foliowing criteria In the successive order: the place
within the Community where the owner of the Design has an establishment,
the place wlthin the Community where the plaint!ff has his domiclle or an
establishment, the pilace where the Offlice is located. The last criterion is

quite arbitrary, but there Is a need for a fall-back criterion where other

criterla fall.
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9.4.7.3. The possibliliity should be admitted that the defence of Iinvalidity
of an Unregistered Community Design can be raised by way of counterclaim In
an infringement action. As the iInfringement action could only be brought
before a Community Design Court, there 1Is a guarantee that the Court
dealing with the Issue of validity will be a speclalised and experlenced
one. The effect of a declaration of lnvalldltynlssued by such a court under

these clircumstances should therefore be in principle Community-wlds.

9.4.7.4. As to the possibillity that the question of Invalidity be raised as
a defence as to the merits before a Community Design Court in a case
concerning an Unregistered Community Design, it appears to the Commission
that it should pe admitted only under the very restrictive conditions which
have been foresesan in the case of a Reglistered Community Design.

9.5. Other disputes.

9.5.1. The general rule for determining the international jurisdiction for
disputes other than infringement or invalidity proceedings is left to the
application of the Brussels Convention. As to the internal jurisdictlon,
the competent court wiil be the one which would-have Jurisdiction ratione

loci and ratione materlae If the case had been one relating to a natlonal

design.

9.5.2. If the validitiy of Community Deslign Is called into question In such
a dispute, assumlng that the court concerned where not a Community'Design
Court, the Design would have to be conslidered as valid. No counterclaim
could therefore be accepted. The court could stay the proceedings and
invite the defendant to have the point cleared by challenging the validity
of Design elther before the Offlce, If It Is a Reglstered Community Design,
or before the competent Community Design Court, if It Is an Unreglstered
Community Design. Similarly, no defence as to the merits should be
admissable. However, !n both cases, If the ground invoked Is the ex lstence
of an earlier deslign or other eariler right of the defendant, the defence

should be admitted and decided by the court, as the extent of ‘the



- 130 -

territorial scope of protsction of the Community Design challenged would be
limited to the country where the earller design or other earlier right is
valid.

9.6. Further provisions.

The Draft Regulatlon contalns a number of provislons concerning the system
of litigation which have been Inspired by similar provisions contalned in
the Protocol on ltigation concerning Community patents and the draft
Regulation on the Communlty trademark. 1t would therefore be of I|lttle
interest tc comment in detail on each of them.

It should be sufficlient to recall that they concern extremely Important
matters for the eff!cienqy of the Iitigation system. They reiate to the law
applicable, the sanctions In the case of Infringements, the provisionat,
inciuding protective, meaéures, and rules on related actions connexity when
cases |inked are pending before another court or the Office.

Especlally as regards sanctions It should be noted that the refevant
provision, Article 90 of the draft Regulation, has been drafted in
accordance with the corresponding provision of the consolidated text for a
Regu!atlon‘on the Community trade mark and that It has not been considered
useful at the present stage of work to engage in more profound reflexions
on whether a more elaborate system of sanctions or remedies would be
concelvable and desirable within the context of a Community Regulation.
This does not in any way preclude Interested circles from submitting
comments on the desirabllity to foresee such provisions in a possible

future Community Regulation.

N
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CHAPTER 10

COMMUNITY DESIGNS AND EXISTING NATIONAL DESIGNS.

10.1. Co—-exlstence of Community Desligns and national designs.

10.1.1. The Issue to be discussed In this chapter relates to the possibie
co-existence of Community Designs and national designs including Beneiux
designs and designs resulting from an international deposit under the Hague

Agreement.

10.1.2. Leavlng aslide the question of the necessary transitional solutions
which would need to be found should the abolition of national protection
systems pe declded, the basic probiem to be adressed is whether there will
be, once the Community Design (Reglstered and Unregistered) has come Into

force, a need to maintain the national or regional protection systems?

10.1.3. It could be argued that if a Community Design as sketched out In
the preceding chapters becomes a reality, Industry wil! have an adequate
protection Instrument at Its disposal. Moreover, Iif, as intended by the
Commission, registration costs for a Registered Community Deslign are kept
low and formalltles restricted to a minimum, even the need for "local"”
protection (protection restricted to the territory of one or a few Member
States), could easily be met by having recourse'to the Community Désign.
Bearing In mind aiso that the Unregistered Community Design would arise
without any formality with effect for the whole Community and that
cumulation of the Community Design with national copyright law, as set out
in chapter 11, should not only continue to exlst but also be Iintroduced
where it does not yet exist, it could not be harmful to users of design
protection to be restricted in thelr choice of specific protection to the
Community Design and no longer have national design protection systems at

their disposal. Thus, the abolition of the national protection systems
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would achieve, after a transitional period during which acquired national
designh rlghts’would slowly fade out, a genera! simplification - filtting
well in the framework of the completion of the internal market - of the
European deslign protection map.

10.1.4. 1t could be argusd on the other hand that iIn the future, and even
under the conditlons of an internal market, national speclflc'protectlon
laws should continue to exist for a number of reasons:

- Switching from a national market approach to a Communlty market
approach is going to be a slow process for design right holders. It
would not be advisable to rush this process by taking hasty measures.
The development In the fleld of patents, where European patents arse
gradually superseding national patents, could be the example of how
the Community shouid operate in this case.

- Industiry may want to "test" on its merits the new Community instrument
for a considerable perlod before abandoning the famiiiar national
protection systems.

- I1f a right holder only Intends to use his design on a "local" basis,
it might be excess|vé, If he wants a registered design, to oblige him
to take out a Community-wide right. '

- Notwithstanding the efforts for reaching an attractive and balanced
Community protection system, some of the existing national protection
systems may offer isolated attractive features, which the Community
Deslign is not offering.

- national filings may be used to acquire priority rights in other
States within and outside the Community, under the Paris Convention
and the Hague Agreement; they may also be used to acquire a priority
right In respect of a Reglstered Community Design.

10.1.5. Iin particular the need to be able to obtain an pinternatlonal
registration under the Hague Agreement could appear to be an Iimportant
conslderation for keeping alive national protection systems. This argument
would, however, cease to be valld as soon as a lInK between the Community
Design and the Internationa! deposit wunder the Hague Agreement |Is
established following the precedent set out for trade marks under the 1989
Protocol retlating to the Madrid Agreement.

A

N 4
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10.1.6. In the fileld of trade marks, the proposal for a Regulatlion on the
Communlty trade mark leaves the natlonal! trade marks untouched (save for
the harmonization measures already adopted or to be proposed). Whether the
co-existence of the Community trade mark wlith national trade marks can
reasonably be relled on as a precedent Is, however, questionable. As far as
trade marks are concernsd one has to reallse that there exists an extremely
high number of national trade mark rights, which are In theory everlasting..
These represent an extraordinary amount of good-will and thus a valuable
asset. National rights can thus only be superseded by the Community
instrument In the very long term. Moreover the 1lingulstic and culturat
differences betwesen European countries make the need for a specific "Iocé!"

trade mark much greater than the need for "local" designs.

10.1.7. The suggestion that national protection systems should be abolished
could also raise objections of a more political nature by Member States. it
should be stressed, however, that In the field of designs no s!gnif!cant
problem should arlise concerning the repercussions on national offices or
their staff In case natlonal systems were to be abolished. Existing
reglistration systems do not In any country represent a number of Jobs worth
mentioning. Further, the design registration departments of national
patent and/or trade mark offices concerned do not constitute nelther a

source of consliderable income nor a flnanclial burden.

10.1.8. In the absence of advice from Interested circles - which the
Commission would welcome -~ the Issue does not seem 1o be ripe for a
declision. Pending a final decision the Commission would in the meantime

suggest a pragmatic approach.

10.2. The Commisslion’s approach.

10.2.1. As long as design protection under the umbrella of copyright law
has not bsen harmonized, compietely satisfactory Internal market condltlons
will not have been fully establlished, notwithstanding the creation of a
Community Design. Further Community action wli! thus be nesded in this
fleld (see also chapter 11 below). It might be reasonable; under these

circumstances, 1o leave the question of the possible aboilition of national
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spacific design protection systems to be declded in the future in the light

,uf the experisence wlith the new Community Instrument. This wou i d avold‘

raising at the present stage what could become a political problem and also
ine drafting of a number of complex transitional provisions to preserve
“acquired rights”.

0.2.2. It Is consequentiy submitted that, unless a very strong interest Is
shown by interested circles and Member States for Immediate action, no
sffort should be displayed in the near future to abolish exlsting naticonal
design protection systems, which would therefore co-exist with the

Community instrument.

i0.3. Harmonization of national reglistered deslign protection laws.

i1f it is accepted that, at least for some time, ‘Communlty Deslign and
natlonal designs will co-exlst, the question arises whether the Iinternal
market could funciion in a satisfactory manner with both the new Community
instrument and é number of national laws which are far from being uniform

in thelr contents.

The answer to this question appears to be negative for two reasons: One
reason is linked to the Introduction of the new Community Instrument; the
other reason is a result of considerations which are Independent of the

existence of the Community Deslign.

10.3.1. Harmonlzation iIs required by the co-exlstence with the

Community design.

10.3.1.1. The c¢o-existence of the Community-wide and the natilonal
instruments, based on free cholce by the users, presupposes, for Its proper
functloning, that at least the substantlive features of the rights are

simitar.

10.3.1.2. Of course, when the features of 1he national system are less
favourable than those of the Community Deslign, thls might appear as an

extra attractive eiement In favour of the Community instrument. This would
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be the case If, for Instance, the term of protection In most Member States
were to remaln shorter than the one suggested for the Registered Community

Design.

10.3.1.3. There are on the other hand features of substantive law In some
legislations which, if considered separately from the overall plcture, in
the eyes of the right holder. could appear to be more favoufable than those
suggested for the Community Deslign. Among such features couid be mentlioned
the longer term of protection In France and Portugal, the fonger term of
protection of the UK unreglsteréd design compared to the Unregistered
Community Design, the assessment of the novelty requirement on a purely
national or regional basis In the UK, lIreland, Benelux and Denmark and
finally the possibility In France of registering a design any number of
yeafs after disclosure of the design by commercial use without destroying
the noVeIty character of the design. |f these features were not harmonized,
national déslgns would in a number of cases appear more attractive than.

Community Designs.

10.3.1.4. Moreover the lack of harmony In the requirements for protection
(and thus In the grounds of Invalidity) of natlonal designs with respect to
the Community Design wouid multiply the ‘number of cases where earlier
designs or other earller rights could be Iinvoked agalinst a Community Design
and create a loophole In the territorlal protection conferred by the latter

in the State concerned.

10.3.1.5. Summing up, one could say that the absence of any harmonization
of the basic feature of the natlional systems with the Community system
wollld tend to Increase the existing confuslon for the users, who therefore

risk belng abused by shrewd operators In unfalir trade practices.

10.3.2. Harmonizatlon is required to avoid distortion of

competition within the Iinternal market.

10.3.2.1. Quite apart from the problems which the Iinterplay between non-
harmenized national and Community rights would provoke, there appears to be
a need for harmonizatlion of the national legistations independently of the

existence of the Community right.
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10.3.2.2. If it is accepted that, at least In the foreseeable future, there

s still a valld need for "local" protection which shouid be accessible

. under clear conditions to any undertaking operating within the common

market, the differences between the natlional systems are so impor tant that
their approximation under a Directive based on Article 100 A EEC would be
required to avold a distortion of compef!tlon In the internal market for
the reasons set out in Chapter 3.

The situation would be similar to the one the Community has met In the
field of trademarks, where the First Directive adopted Indeed corresponds
to a need to create equal condltions for national! and Community trademarks,
but It’also pursues the alm of creating equal conditions for competition

petween undertakings, lIndependently from the Community tnstrument.

10.3.3. Content of the harmonlzatldn.

10.3.3.1. As In the case of trademarks, the approximation of legislations
needs not extend to all aspects of the natlonal specific protection laws,
in partlcular those retating to the procedure’ for registration (including
possibie search, examlnation and opposition proceedings prior to

registration). Such an extensive exercise would either be superfluous, If

in a few years national designs should In practice cease to be used or even-

be abolished, or be better postponed, should It be concluded that these

forms of protection will contlnue to serve a useful function within the

~Internal market.

10.3.3.2. In short, the Commission is of the opinion that the proposal for
a Regulation Instituting the Community Design should be accompanied by a

propoéal for a Dlrective with a view to harmonizing the most Important

substantive features of specific design protection laws of the Member

States. Thls harmonization should be achleved In principle by bringing in
tine those features with the corresponding features of the Community

Design.

s
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10.3.3.3. The features to be harmonlized should be the following: the
definition of ‘“design", the requirements for obtaining protection,
including the grounds for excluslion, the gréce period for the requlrement
as to distinctive character, the scope and term of protection, the grounds
for refusal or invalidity, the definition of the rights conferred by the
design, inciuding thelr limitations, and exhaustion of rights.

10.3.3.4. As far as specific design protection under an unreglistered design
Is concerned the Community Unregistered Deslign renders in the future the

Introduction of simllar national rights superfluous. It could even be

- counter productive as regards the functioning of the Internal market If

such rights were to be Iintroduced. If this view Is confirmed upon the
éompletlon of the consultation the Commission would reflect this In an
appropriate provision in the Directive.

However, as far as the exlisting UK unregistered design right is concerned

.an abolltion or a limltation in accordance wlith the Community Unreglstared

Design appears not to be called for. First, the unregistered design right
serves a purpose similar to copyright protection in other Member States,
which Is suggested by and large to be left untouched fof the time being
(see chapter 11). Secondly, the UK unregistered design right serves a
purpose similar fo the utillty model type of protectlon, which is also
pending the launching of the present Initiative left untouched (see chapter
11, iIn partlcular paragraph 11.5.2.3.). Thirdly, It should be kept In mind
that unreglstersed design rights take the place to a certain extent of
unpair competition law, which In other Member States may grant protection
agalnst stavish reproduction, but cannot be relled upon In the U.K.

Consequently 1t Is suggested that Interference with the UK unregistered

.design right couid better ~ for the time beihg -~ be omitted.

10.3.3.5. Since a detailed discussion of the matters of substance
concerning the features to be harmonized already appears in the appropriate
parts of this Green Paper as far as the Community Design is concerned, it
would be superfliuous to repeat the same arguments for the purpose of
discussing natlona! laws. Instead reference Is made to the Draft proposat

for a Directive which Is to be found as Annex 2 to this Green Paper.
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10.4. Cumulation of Community protectlion with national specific design
protection. ’

1f natlional protection and Community protsction co-exist -and the main
features of substantive law governing national designs are harmonlized as
indicated Iin the preceding pafagraphs, registered national designs and
Community Designs wiil be subject to the same term of protection, the same
requirements for reglstration and the same sScope and contents of
protection. Under this assumption the question arlises whether the right
should be given to users to “cumulate" both Community and nationai

protection for the same design.

10.4.1. Cumulation with national registered designs.

i0.4.1.1. First, the relationship between the Community Design and
registered natlional designs, including Benelux designs and designs

deposited under the Hague Agreement, wlil be consldered.

10.4.1.2. As far as Unregistered Community Designs are concerned, the
answer to the question, In the Commission’'s opinion, shouid be afftrmative.
There appears to be no reason why a national registered dssign which
presents a greater legal certainty and which is easier to base oness!f upon
in legal proceedings than an Unregistered Community Deslign should be
affected In 1ts existence for the sole reason that the right holder could

also rely upon an Unregistered Community Design.

10.4.1.3. However, as far as Registered Community Desligns are concerned,
cumulation should not be admitted. The legal force In the State concerned
of a registered national design and of a Registered Community Design would
be the same. There Is therefors no reason for multipliying the number of
identical protections in the hands of a same right holder in the same

territory.
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10.4.2. Cumulation with national unreglsiered rights.

10.4.2.1. Also the relatlonship between the Community Design and national
unregistered designs (other than copyrights) needs to consldered. Until now
unreglistered deslgn protection has been introduced only in the UK.

10.4.2.2. The reiationship between an Unregistered Community Design and a
UK unregistered design should ralse noﬂdlfflculty. In both cases the right
in question comes Into existence without formalitlies. To Introduce a
prohibitlon of "cumuiatlon" wouid be tantamount to making the UK specific
protection completsly ineffective. It seems therefore that the cumuiation
should be aillowed. It should be recalled in this context that, although the
UK unregistered deslgn protection is not a copyright protection, It serves,
however, the same purpose as does copyright In the other Member States.
Also for this reason "cumulation® should be permitted since this is the

solution suggested In chapter 11 for copyright protection.

10.4.2.3. For reasons similar to those set out above "cumulation” between a
Registered Community Design and a UK unregistered design shotld also be
admitted. The greater legal certainty of the Community Design makes It

unlikely that a UK unreglstered design would often be invoked In paralliel.

10.4.3. Provisions expressing these principles.

The principles set cut In the preceding paragraphs are the basis of Article
96 of the draft Regulation. In particular, as far as the Registered
Community Design Is concerned, It should remain possible for the user to
file applications for registration for both a Community and a national
right, or, more frequently, to file first at natlonal level and to apply
later for a Community registration by claiming the national priority. As
soon as the Community Design Is reglistered, however, the national right
should become ineffective, nor‘could a later lapse of the Community Design
entall a revival of the national right. The detalled rules, Including
procedural rules, on the csase of effect of natlional rights would be a

matter for national legisliatlion.
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10.5. Conversion of a Registered Community Design into a national

application for registration.

10.5.1. A last question to be examined In this chapter Is whether it should
be possible for a Registered Communlty Deslign declared invalid, or, If an
application for a Community Design Is refused or withdrawn, for this
application to be converted into a natlonal design application. Provisions
on conversion are contalnad in the 1989 Agreement relating to the Community

patents and in the proposal for a Reguliation on the Community trade mark.

10.5.2. For Designs, the draft Regulatlon contains in Articles 77 to 79
tentatlive provisions Inspired by those of the trade mark proposal. Any
detailed discussion therefore appears superfluous for the purpose of this
green paper. But it Is Important to examine whether such provisions would
be at all necessary.

10.5.3. First of all It should be recalled that for the most freguent cases
in which such a provision could come into play, i.e. when an earller design
or other earller right Ieads to the invalldity of the Community Design, the
draft Regulation already suggests that the effect of the Invaiidity should
be limited to the country where the earlier design or other earlier right
is valid. Community protection wiill therefore contlinue to exist In other
countries, thus rendering the need for a conversion questionable.

Further, If the harmonization of the maln features of substantive
provisions of natlonai speciflc design protection law is achleved, the
number of cases where protection has been denled under the Community
Regulation but couid be achleved according to nationai law wiil be limited
to cases where the non exlistence of the Community Design Is due to the
fallure of meeting formal requirements or paying the fees In question or
the lack of compliance wlth prescribed time limits. As another possible
case could be mentioned a different assessement - respectlively at the
Community level and at the national leve!l - of the grounds of public policy
or of conflict with accepted principles of morallty which could lead to
rejection of an application. Whether a procsdure for conversion needs to be
lntroduced to cater for such presumably rare cases Is a guaestlon on which

the Commission would welcome comments from interested circles.

,!.
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CHAPTER 11

COMMUNITY DESIGN AND OTHER LEGAL INSTRUMENTS OF PROTECTION.

11.1. Introduction.

11.1. This chapter deals with the question of the relationship of the
Community Design with other legal instruments which are used In order to
supplement or to replace the legal protection resulting from the specific
design laws in the Member States. As has been indicated in Chapter 2, the
protection of the appearance of a product Is very often the'result of the
concurrent applicatlon of a number of legal Iinstruments, even though the
measure of protection conferred by each of them and the frequency by which
users resort to each of them vary conslderably from one Member State to
another.

The maln alternative legal Instrument traditionally used Is protection
under national copyright law. The relatlbnshlp of the Community Design with
copyright law will constitute the main part of the following discussion.
This chapter will further analyse the retatlionship between Community Design
and protection under trademark, patent and wutiiity mode! and unfalr
compestition laws.

11.2. The general approach to the problem.

Before coming to these developments |t appears useful to anticlipate the
conclusions provisionally reached by the Commission on this subject. It
would seem advisable, In a first stage, to avoid In principle interference
by the Community law-maker wlth these other fleids of Intellectual and
industrial property for the sole purpose of establishing rules .applicable

to Community Designs. Article 98 of the attached Draft Regulation provides
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thersfore that nothing In the Regulation should prevent actions éelating tb
a Community Design from being brought under natlonal laws of‘the Member
States reiating to other Instruments of tegal protection. The position
should be reconsidered In the context of the further harmonization  of the

laws of copyright of the Member States.

11.3. Relationship to copyright.

11.3.1. The "Unity of art" theory.

11.3.1.1. Copyright 1Is the main alternative instrument to the specific
protection used to protect the appearance of a product. Some lega! systems
and an Iimportant part of learned oplnion profess the so-called theory of
the "unite de 1’'art" according to which a‘“copyrlght approach" would be the
correct way of addressing protection of industrial design. Under this
theory Industrial designs should be treated as "works of applied art®
within the meaning of the Berne Convention. Possible registration systems
should only have a probationary value, but the‘right to thé protection
should arise by sole virtue of the creation of the design, as In the case

of literary or pure artistic works.

Such a theory constitues the foundation of the French protection system and
is deeply rooted In the culturai and legal thinking of tha French
tradition. The theory has left marks In severai other legal systems, even

when they are based on a "patent approach”.

11.3.1.2. Some sectors of the design industry moreover consider that tegal
protection based on copyright Is the most satlisfactory answer to their
needs. Copyright excludes any formallty or deposit as a precondition for

protection and gives compared to specific design protectlon law a very

generous term of protection, usually 50 (but in Spalin 60 and In Germany 70)

years after the death of the designer. The minimum term laid down by the

Berne Convention Is 25 years as from the making of the work. The Commisslon
has already indicated that It has the Intention to present a proposal to
harmonlize the duration of copyrlight.
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11.3.1.3. Notwlthstanding these advantages 11 EEC Member States out of 12
have felt 1t necessary to Introduce and to maintaln specific protsction
systems based on registration. Greece, the only country in the EEC whera_
there is no general alternative to copyright, seems aiso fo be willing to
introduce specific protection within a short time. A number of non-EEC
industrtalised countries iIn Europe and elsewhere Iin the worid also know
specific protection based on registration. The advantages of legal

certainty of this system are sought-after and appreciated by industry.
The result Is that the two ways of obtaining protection co-exlist In most
States, even if the conditions under which “cumulation" of the protections

may be enjoyed differ substantiaily.

11.3.2. The principle of cumulation of speclflic protection and copyright

protection.

1t should not come as a surprise that under these circumstances the

" Commission does not take a theoretical stand-point In favour either of a

“copyr ight approach® or of a "patent approach®”, based on registration. The
pecullafltles of the industrlal design justify In the Commisslon’s view an
independent "design approach", lying somewhat In between the two. In the
previous chapters a possible scheme based on such an approach has been
developed. |t would however be both poiitically undesirable and objectively
wrong to draw from this option the consequence that the “copyright
approach" needs to be abollished and no "cumulation" of pfotectlon should be
possibise.

A falr overal!l protection of Industrial design may require the possibility
of invoking, at least in certain cases, copyright protection. The question
of under which conditions and to what extent this should be possible cannot
be settled now by a Community measure for reasons which will be sst out
later. The Commlisslon conslders, however, that 1In the meantime the
prlnciple of the possibility of cumuiation constitutes the right policy to
follow In this sector and should be acknowledged by alil Member States.
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Having set out %he basic consliderations on which the policy approach Is
based the Commission ]s encouraged by the fact that ths Max Planck
Institute in .its Draft had independently reached a similar conclusion.
Further, specific Iinternal market considerations speek In favour of

Community action as set out bsliow.

11.3.3. The relationship betwsen Article 2 (7) of the Berne Convention and

the Community principle of non-discrimination on the grounds of

nationality.

11.3.3.1. Article 2 (7) of the Berne Convention (Stockholm Act) provides
for an exception to the principle of natlonal +treatment. Under this
provision protection for works protected in their country of origin solely
as desligns under speciflic deslign protection law may also only be claimed In
other couniries of the Barns Unlon under speéiflc design protection law.
However, if the country where protsectlion Is sought has not Introduced
speclfic deslign protection law, It must protect the works as artistic
works.

The implementation of this provision with respect to Community countries
could lead In certaln cases t¢ a violation of the princlple of non-

discrimination enshrined in Article 7 EEC.

11.3.3.2. A clear example may be set out taking the relations between
France and ltaly. italy has a very narrow approach to copyright protection
for designs (they must fulfil the requirement of “scindibliita), but, as
soon as a registration has been taken out, protection under copyrlight woulid
be excluded by virtue of thé registered design law even If the said

requirement were fulfilled.

Under these clrcumstances an tallan right-holder wishing to obtain
protection In France can only rely upon reglstered design proﬁectlon in
France. Should he fail to reglster and should he for this or any other

reason wish to Invoke protection under the French copyright taw, -his claim

S
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vould be rejected, even though a French rIght~hoiderAwou!d have enjoyed
copyr ight protection for the same design. Reclprocity takes the place Qf
national treatment.

This is not a theorstical or academic problem. There s a constant case law
developed by the French Cour de Cassation applying this principis, in full
consistency with the international obligations of France under the Berne
Convention. This case law also covers countries where partial cumulation is
admitted: the Cour de Cassatlon has examined whether, under the law of the
country of origlin, the design would have been protected by copyright, and
accorded or refused protection under French copyright law according to the
resulis of such an examination.

Similar principles may be applled by other Community countrles to the
extent that they recognize cumulation.

11.3.3.3. Moreover one might speculate about’ the attitude of a Community
country with “cumuiated protection" with regard to a UK dssign, protected
only as a reglistered and/or unreglistered design, the tatter having been
decliared not to be “copyright".

11.3.3.4. Obviously one could walt until a case arises and the Court of
Justice Is requested to decide whether appilcation of this provision of the
Berne Convention to persons established in Community countrles would be
admissible under Community law. However, In view of the importance of the
economic Interests Involved and also the importance of safeguarding the
princlpie of non-discrimination on the grounds of nationality within the
framework of the EEC Treaty, It would seem more advisable pending a
harmonization of the baslc criterion for copyright protection to seek a
solution as a temporary measure +in the Directive for harmonization of the

basic features of national specific design protection.

11.3.4. The solution suggested.

The solution which Is suggested in the ilght of the previous considerations

Is to insert in the Directlive a provision alming at the following results:
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a) The prlhclple of "cumulation" of the speclfic design protection and
copyright protection should be acknowledged by all Member States. No
design should be denled protection under copyright law for the "sole"
reason that It has been registered either at national or at Communfty
level. Member States would however remaln free, pending future
harmonisation, to determine the requirements of "originality" that the
design should fulfil to enjoy protection under their copyright iaw.

b) Pending harmonization of the origlinality criterion Member States should
be under an obligation not to make use of the facllity available to them
by the Berne Conventlén to make protectlon under thelr copyright iaw
dependent upon the appiication of copyright taw of the country of origin
If, in the gliven case, the country of orlgin is another Community State.

¢) The Directive should also abolish certaln criteria, either obsolete or
which glve rise to great difflculties of Interpretatlon,'upon which In
certaln Member Statés the benefit of the full term and scope of
copyright protection is made depéndent. These are the requirement that
the design Is applied to a number of articles lower than 50 in the UK
and Ireland and the requlremeht of "scindibilita" in Italy.

Article 14 of the Draft Directive attached in Annex 2 takes account of
this suggestion.

11.3.5. Requirements for copyright prote:tion.

11.3.5.1. The criterla applied under national legistations for the
protection of designs under copyright law vary from country to country. A
number of countries take - If one considers the legislative texts only - a
position on cumulation in the sense that It lIs explicitly stated In the
law, that the protectlion of a design under specific design protection law
is without impact on the application of copyright protection. This is the
case for Denmark, France, Germany and Portugal. The uniform Benelux law on
the - other hand restricts (In theory) the application of copyright
protection when a Benelux registration has been taken out to cases where
the design has " a markedly artistic character". In Italy the applicatlon
of copyright is excluded by provion of law If a design has been registered.

The law of Spaln does not take a position on cumulation or non cumulation

" between protection under copyright 1{aw and specific registered design
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protection. The serious limitation of the appllication of copyright for the
protection of three dlmenslohal designs which follows from the UK
Copyright, Designs and Patents Act 1988 are independent of whether a
registration has been taken out or not. The designs In question just do.not
qualify for copyright protection and the possible copyrlgﬁt In the design
document as such Is not infringed by making an articie to the design,
uniess the design Is an artistic work. In lreland the 1927 Industrial and
Commercial Property (Protectlion) Act permits In principle cumulation with
copyright, which was comprised In the same law. The 19863 Copyright Act as
amended by the 1987 Copyright (Amendment) Act Implies, however, limitations

as to the works eligibie for copyright protection.

11.3.5.2. To obtaln a correct picture of the situation it is necessary to
consider how the leglslative texts are appllied.

In France the thesory "1 ‘unité de i'art" excludes the possibllity of making
a distinction between elther the different artistic ways of expression or
the different purposes which a work of art Is Intended to serve. This
lmplies that a work of appiled art, an object with a specific practical
function, however profane, Is In principle eliglble for protection Ilke any
other artlstic creatlon, provided it Is original In the sense not copled.
There can be no appllcatlon of criterla regarding artistic merit, which
according to the sald theory is not subject to Judicial censorship. The
result is total cumuiation between registered design protection and
copyright protection.

11.3.5.3. Also, In the Benelux system there Is today, as a result of a
recent decision by the Benelux Court of Justice 1, In spite of the words
of the law, total cumulation between copyright law and the Benelux
reglistered design protection.

11.3.5.4. In Germany the appllication of copyright for the protection of
works of applled art is limited by case law to works of pronounced artistic
merit. The same is the case In Denmark, though the test regarding artistic
mer it seems to be somewhat easler to pass. Spain also belongs to this group
of countries. In Portugal the reservation as to the artistic merits of
works of applied art has found explicit expression In Article 2(i) of the
1985 copyright act.
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11.3.5.5. Roughly speaking one could abstract from legal technicalities and

conclude that Member States may be divided into two groups:

-~ the group of States which apply copyright protectloh in a sweeping
manner (France, Benelux and Greece). To these States the UK should be
added even If technically speaking Its "unregistered design" does not
quallify as "copyright”;

-~ the group of States which have a more or less restrictive approach to

protection by copyright (ltaly, Germany, Spaln, Portugal, DenmarkK and
ireland).

11.3.6. The future harmonization of the copyright notlén'"origlnallty".

11.3.6.1. Both the legislative and practical differences mentioned above
would appear to provide prima facle evidence as regards the Justification
of a Community Initiative with - a view to harmonizing the copyright notion
of "originality" 1In 1its application to "works of applled art". The
Commission consliders, however, that the need for an Inltlative relating to
the harmonization of the originality criterion should be sesn and assessed
in a broader context since problems simllar to those mentloned above may
occur In retation to other type of works protected under copyright law.
Whatever solutions are suggested they wiill require the most careful
consliderations, In particular In the light of the provislons of the Berne
Convention. The harmonization of the originality criterion at Community
level is a difficult task which, however, at the appropriate time should be
undertaken. There is therefore a risk that the adoption of urgent measures,
I1ke the iInstitution of a Community Design, would be deiayed If they were
combined with such an Initlative which does not necessariiy at the present
time need to constitute a part of the legistative proposais aiming at the
introductlion of the Communlity Design.

11.3.6.2. The difficulties invoived in a harmonization of the originaiity

requirement should not, however, be overestimated. Progress has already
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been made at least In one area of copyright law namely the legal protection
of computer programs. On 14 May 1991 the Councll adoptéd the Comm(sslon's

proposal for a Directive on the legal protection of computer programsz.

According to this Directive a computer program 1Is protectable under
copyright law if it is original in the sense that it is the author’'s own
intellectual creation. No other criterta and in particular no aesthetic or
qualitative criteria may be applled to determine Its eligibllity for
protection. This impiiles that all computer programs Iirrespective of the
level of “creatlivity" are protected‘agalnst unauthorized reproduction as
literary works.

11.3.6.3. What has been accomplished for computer programs could also be
accomplished for other type of copyright works, Including design products.
It should be clearly understood, howsver, that the Commission’s Iintention
to address the Issue -~ If and so far as it may be necessary for the
functioning of the Internal market -~ does not In any way prejudice the
outcome of the discussion as to the level of originaiity, which may be
required In the context of the further harmonization of copyright law of
the Member States.

11.3.6.4. In the case of computer programs the Community had a clear
obliigation to provide a protection which Is totally compatible with ths
obligations of Member States under the Berne Convention. it would not be
possible to Introduce specific provisions as to eligiblility for protection
in the general copyright regime applicable to computer programs. Furthér,
no protection under specific leglistation Is avallabie or Is sought for
computer programs. Finally the strict limitation of the protectlon to the
expression of the program, not protecting underlying ideas, makes the

protection unobjectionable.

11.3.6.5. To the extent that the Berne Convention as regards designs puts

constraints on the Community and its Member States these constraints must
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be respectied. But the standards of the Berne Convention are under
consideration at ,tha' appropriate international level under active

participation of all Member States and the Commission.

11.3.6.6. At the present time there Is no need to argue the case of the
level at which orlginality should be harmonized In the future. What needs
to be settied in the context of this Green Paper Is exclusively whether a
postponement of an initiative In respect of harmonization of originality

criterion will from the outset jeopardlze the present design Initilative.

11.3.6.7. Since the legal effect of a possible harmonization procedure

_alming at the limitation of the applicatlon of copyright could only be

obtained in a distant future because acquired rights In respect of designs
created before a harmonization measure could come Into force would need to
be respected it Is clear that such a measure needs not necessarlly be

combined with the Introduction of the Community Dssign.

11.3.6.8. For the opposite soiution, the harmonization of the orlglnallfy
criterion In accordance with for example the provision of the text of the
Common Posltlon for a directive on the legal protection of computer
programs the same cannot be clalmed since such a measure, which would not
negatively affect acquired rights, could come into force and show Its
effect upon adoption. A postponement can therefore only be accepted if the
aliedgely negative effects of the different national applications of the
originality criterion are susceptibie of playing a less Important role In

practice - at least for some time- than it on the face of It could be

-.assumed.

11.3.6.9. In trylng to give an answer to this question the following

considerations should be borne In mind:

a) The term of protectlon of the Registered Community Deslign would be 25
years. This Is a time span sufficlent for the majority of designs
explolited on the market. The average length of protection needed In
practice Is much shorter. The experience of the German Patent Offlce
suggests that 1/3 of all reglstered designs are not renewed after the

inittal 5 years reglistration deriod and that after 15 vyears the
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ovefwhelmlng majority of registered designs lapse. Accordingly, it

appears that the greater number of cases In which design rights are

pursusd under the umbrella of copyright protection Instead of under the

umbrelia of specific design protection are those In which a registered
design right for one reason or another has not been applied for (for
example because the right holder was unfamiliar with the law) and not
cases where the'specliflic deslign protection has explrad.

If one moreover conslders that extensive exclusive rights will .be
conferred by the Reglistered Community Design, tﬁé practical need for
resorting to copyright protection during the duration of the Registered
Community Deslign should be greatly reduced.

The need to cater for some kind of automatic protection for designs In
respect of which a registration for the one or other reason has not been
taken out 1is accomodated by the Unregistered Community Design which
gives a protection close to copyright albeit Ilimited In time to -
tentatively — three years (with the option of registration during the
first 12 months).

During the forementlioned period of three years It would be unnecessary

for right holders to rely upon copyright protection to protect

themselves agalnst product piracy of which newer products are the target

more often than products, which have been aiready on the market for some
time. If a reglstration has not been taken out( for example because It
has been forgotten) the necessary legal defence against reproductlion
exists. But after the expiry of the duration of protection for the
Unregistered Community ©Design the dliscrepancies between the legal
position of Member States may show an effect, which at the appropriate
time needs to be asssessed.

Such cases wlil! only arise, by definitlion, some years after the entry
into force of the Regulation on the Community Design. 1t would therefore
be possible for the Community to develop measures to take care of that
problem in the meantime.

3.6.10. In conclusion then: The problem stemming from the application of

copyright to the protectlion of desligns, which differs widely from Member

State to Member State as regards the conditions for protection and the term

of

protection is likely in practice to prove its effects essentially some

time after the entry into force of the Regulation on the Community Design.
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The introduction of the Community Design will - at least for some time -
mitigate existing probitems not exacerbate them. )
The Commission would weicome the opinion . .of Iinterested circles on Its

assessement of the sltuation and the suggested policy.
11.3.7. The questlion of the entitiement to copyright.

A further question which will be raised by the lack of harmonization
concerns the possibility that the right to the Community Design could
beiong to a person other than the one who Iis entlitied to copyright
protection under the relevant national law.

As may be known, copyright may In some continental States as a rule
originate only In a physlcal person, the author, whereas the right to the
deslign, depending on the law applicable under the provisions mentioned in
Chapter 7, could originate directly in the company employing the designer
or Iin the commissioner of the design. There Is therefore a risk that the
rights to the two cumulated protections could belong to different persons.
The Commission does not feel that this problem, however awkward it may be,
should be addressed In the context of the present design initiative at
Community level. It has been set out in Chapter 7 why it would not be
appropriate to try to develop uniform Community rules concerning the
entitiement to the Community Design for the time being. Similar

considerations apply as far as the guestion of entitlement to copyright is-

concerned, which could only be addressed within the framework of a general
approach In the area of copyright.

No major difficulties seem to have arisen untii now In the Member States
with conflicting entitlements. The potentlal risk of conflict seems to have
been avoided largely by contractual clauses regarding the assignment of the
copyright by the designer to the employer or to the commissioner or where
an assignment of the copyright as such Is excluded, by an appropriate
assignment as regards the right of economic exploitation. The possibility
that the designer invokes his moral rights under copyright in the countries
where they are recognised seems not to have glven rise, according to the
information avaifable to the Commission, to any major problem. The

Commission would however invite comments on this aspect, in particular from
the interested circles. '

\m/
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If Jjudged necessary by interested clrcles the harmonizatlon Issue could as
stated be addressed within the framework of a general approach In.the area

of copyright.

11.4. Relatlonship to trade mark protectlon.

11.4.1. The sltuation In this respect Is much more satisfactory at
Community lsvel than in the caée of copyright. Harmonization of substantive
trade mark law has already been achieved by the First Directive 89/104/EEC
of 21 December 1988 and the future Community trade mark will be governed by
similar rules. It Is quite clear under these Instruments that a trade mark
may consist of a two-dimensional or three-dimensional design. The oniy
designs which will be excluded from protection as a trade mark are those
which "consist exclusively of: .

a) the shape which results from the nature of the goods themselves, or

b) the shape of goods which Is necessary to obtain a technlical resuit or,
¢) the shape which glves substantial value to the goods."

11.4.2. To cumulate protectlon with a trade mark a design must however
fulfil the basic requirement that "it is capable of distingulshing the
goods or services of one undertaking from tnose of other undertakings"”.
This might weil be the case from the outset, but It could also occur that a
design, although It has distinctive character within the meaning of the
Draft Regulation for the Community Design, does not fulfll the requirement
of distinctiveness |n a trade mark sense. A

The Community Instruments provide howsver that a trade mark shall not be
refused registration if, "following the use which has been made of It, It
has acqulred a distinctive character." This provision would allow for a
design which, following its intensive use on the market, has become a sign
identifying the undertaking which manufactures the articles Incorporating
It, to be accepted as a trade mark even though it did not possess a
distinctive character at the origin.

11.4.3. To sum up It can be sald that cumuiation of protection of a
Community Design with a natlonal trade mark or even a Community trade mark

results from the exlisting Community legistation, to the extent that the
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design fulflls the specific requirement to be treated as a trade mark.
Iinsofar as a protection as a trade mark Is provided for, the design
concerned will be subject to the obligation of use and could be revoked If
it has not been put to a genuine use within a continuous period of five
years. If the requirement of use Is complled with, the term of protection
as a trade mark can be prolonged indsefinitely.

11.5. Relationship to patent and utllity model iaw

11.5.1. The Patent

Should a design represent an invention, It could attract protection under
patent law. In those cases It Is unlikely, however, that the design could
attract protection under the speciflc national legislation or the Community
Design Regulation: such a design is probably dictated soilsly by its
technical function. Should this not be the case (in other words, shouid the
designer keep a marglin of freedom for aesthetic features independently from
the technical function), then cumulation should be possiblis. 0f course the
elements protected would differ under the two rights: the patent would
protect the Invention as such, whilst the design would only protect those

features where the free action of the deslgner has manifested Itsslf.

11.5.2. The utllity model.

11.5.2.1., Everything which has been sald above with respect to ths patent
would aiso apply iIf the design were to represent a “"petty Invention", not

patentable under patent law in most cases for lack of Inventive step.

Also in such cases, where the design Is dictated solely by the technical
function, protection under speclflc design law Is normally excluded. A
protection undér a “utility model™ could be obtalined Iin those countries
which know such a legal iInstrument (Germany, Gresce, ltaly, Spain and
Portugal). Similarly protection under a UK unregistered design would be
possibie. In the other countries there would be a lacuna In the protection

system of Industirial property of which the Commisslon is Tully aware.
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11.5.2.2. The most difficult problems would arise with those designs which
represent a "petty invention" but also contain features of aesthetic value
which attract protection under the speclflic design law (and possibly even
under copyright). The definition which the Commission has tentatively given
of the design would only cover the Ilatter features and would leave’
unprotected the technical improvements which have been referred to as
"petty inventions".

The situation under the law of some Member States (Germany, ftaly, Spain)
Is that In such cases the applicant for protection could, if he so
requires, obtain two different tities of. protection, a "design" and a
"utility mode!"™ which would co-exlist, even if the terms of protection
differ. The slituation In Portugal seems to be that only the protection
which Is prevailing would be granted. In the UK, with the exceptions of the
"must match" and “must fit" clauses, protection of the two aspects would be
unified under an unreglistered design. In the other cduntrles no protection
would be available for such “petty lnventions" as such and the protection
as a design Is also meant to cover in practice these needs.

11.5.2.3. The Commission |is aware that the lacuna described above
represents a major problem In establishing a Community sysfem of protection
of Industrlal property. An initiative In this fleld with a view to
harmonizing natlional legislations and introducing the lInstrument of the
“utiiity model™ In thoss countries which do not know It Is going to be the
next major target of the Commission In this field, after the initiative
concerning the Community Design will have been successful iy launched. The
Commission will In parficuiar study whether a better answer to the needs of
the iInternal market would be the institution of a new Community unitary
instrument, the “Community Utility Model® or the obiigatory Introduction of

national "utillity modeis" Iin ail Member States and their harmonization.

11.5.2.4. Pending this future Inttlative, the situation will remain
unsatisfactory during the flirst years of functioning of the Community

Design system, to the extént that cumulatlon of protection iIn the cases
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ovoked before will only exist In some Member States. This explalns why it
is the Commisslon‘'s Intention to accelerate the pace of the Initlative

anticipated here.

11.6. Relatlonship to the protection under unfalr competition rules.

11.6.1. The protection under unfair competitlbn rules can be cumulated In
all Member States with ther other forms of protection. This 1is natural
enough If one thinks of the different nature of these rules, which tend to
deal with falrness In the behaviour of operators In trade and which
require, next ‘to objective acts of _mlsbehaviour, the existence of a

subjective element of fault of neglligence on the side of the offender.

11.6.2. The oniy problem which seems to arise from a comparison of the
existing legisliations 1Is, quite apart from fhe need for a general
harmonization of this sector of legislation In the perspective of the
internail mérket, the prohibition In certaln countrles (Benelux and ltaily)
against invoking the unfalr competition rules even agalnst stavish
Imitations of a product, once the term of protection of the design has
expired. This prohlbition, based on the ldea that a monopoly right should
be entireliy avallable to the public as soon as the excluslvensss period |s
over, (the "patent approach"), risks justifying unfalir misappropriations of
commercial good-wllit attached to a well Introduced design which comes to
the expiry of Its protection term. The Commission would wish to hear
comments from the interested circles on the pertinence of this remark and
on the possible need for separate Community action, possibly in the
framework of the Directive, to settle this problem.

g
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1 See the decision of the Benelux Court of Justice of 22 May 1987 in the

case Screenoprints Ltd v. Citroen Nederiand B.V.

2 0J No. L 122 of 17 May 1991.
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OF A PROPOSAL FOR A REGULATION
ON THE COMMUNITY DESIGN

TITLE 1}
GENERAL PROVISIONS

Article 1

Community Design

A design which conforms with the conditions <contained In this

Regulatlion is hereinafter referred to as a "Community Design”.

A Community Design shall be protected uhder the terms of this

Regulation '

a) without any formalltles as an "Unregistered Community Deslign",

b) if it is registered In the manner provided for in this Regulation,
as a “"Registered Community Design".

A Community Design shall have a unitary character. It shall have equal

effect throughout the Community; it shall not be registered,

transferred, surrendered or be the subject of a decislion declaring it

Invalid,'save In respect of the Whoie communlty. This principle shall

apply unless otherwise provided in this Regulation.

Article 2
Community Design Office

A Community Deslign Office, herelnafter referred to as "the Office", is
hereby establIshed.
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TITLE 1.
THE LAW RELATING TO DESIGNS

Section 1

Conditlion for protection

Article 3

Definitions

For the purposes of this Regulation :

a) "deslign" shail mean- the two—dimensional of three-dimenslonal
features of the appearance of a product, which are capable of being
percelved by the human'senses as regards form and/or coliour and
which are not dictated soclely by the technical function of the
product;

b) a "computer program" or a "semi-conductor product" shall not be

consldered to be a "product“.

Article 4

Distinctive character

(1) A design shall be protected as a Community Design to the extent that
It -has a distinctive character.
(2) A design shall have a distinctive character if, at the relevant date,
~ It Is not known to the circies speclalised in the sector concerned
operating within the Community and,
— through the overall Impression It displays in the eyes of the
relevant public, 1t distinguishes itself from any other design

known to such circles.

'W/
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The relevant date within the meaning of par. (2) shall be

a) In the case of an Unreglistered Community Design, the date on which
It was first disclosed to the public,

b) In the case of a Reglstered Community Design, the date on which the
application for registration was filed, or the earller priority

date, If a priority has been clalimed.

Articie 5
Period of grace
for a Registered Community Design

In order to assess whether a design for which an application for a
Registered Community Design has been filed fulfils the conditlon under
Article 4 no account shall be taken of any disclosure to the public
made within a period of tweive months prlor to the date of filing the
application or, If priority is claimed, prlor to the priority date,

- by the designer or his successor In title, or,

- by third parties on the basis of Iinformation provided by the

designer or as a resuit of action taken by him.

Article 6

Designs excluded from the protectlion as a Community Deslign

A Community Deslign shall not subsist In a design the exploitation or
publication of which Is contrary to public policy or to accepted

principles of moratity.
Par. (1) shail apply notwithstanding that the ground for exclusion

obtains in only part of the Community.
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Section 2

Scopse of protection

Article 7

Scope of protection

(1) The protection conferred by a Communlty'Deslgn shall extend to any
design which in the eyes of the relevant public displays an overall
impression of substantial simliarity to that of the Community Design.
In order to assess the similarity of the overall Impression common
features shall be glven more weight than differences.

(2) When dec(ding on the scope of protection, the degree of distinctive

character of the Community Design shatl be taken Into consideration.

Article 8

Interconnections

The protection conferred by a Community Design shall not extend to
those features of the appearance of a product which muét necessarily
be reproduced in their exact form and dimensions in order to permit
the product to which the design is applied to be assembled or
connected with another product.

Article 9
Commencement and term of protection

of the Unregistered Community Design

(1) A design which meets the requirements under Articles 3 and 4 shall be
protected without any formalitles as an Unregistered Community Design

for a period of [3] years as from the date on which it was disclosed
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to the pubtic in the Community by the designer or his successor lnA
title or by third parties on the basis of information provided by the
designer or as a result of an action takeh by him.

However, if the owner of an Unregistered Community Design has an
identical or substantially similar Registered Community Design, the
Unregistered Community Design shall be Ineffective from the date of
publication of the mention of registration of the Registered Community
Design. )

The subsequent lapse or declaration of invalidity of the Reglistered

Community Design shall not affect the provisions of par. (2),

Article 10
Commencement and term of protection
of the Reglistered Community Design

Upon reglstration by the Offlice In the'Communlty Design Register a
design which meets the requirements under Articles 3 to 5 may be
protected as a Reglstered Community Design for a period of flve years
as from the date of filing. The term of protection may be extended In
accordance with Article 48 up to a maximum of 25 years.

s

Section 3
Entitiement to the Community Design

Article 11
Right to the Community Design

The right to the Community Design shall belong to the designer or his

successor In titile.
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Article 12

Design of an empioyee or .in pursuance of a commission

If a design has been developed by an employee, the right to the
Community Design shall be determined, to the extent that the partles
to the contract of émployment have not chosen a different flaw, Iin
accordance with the law of the State In which the employse habltually
carries out his work, even If he Is temporarily employed In another
country; if the employee does not habltually carry out his work In any
one country, the right to the Community Design shall be'determlned in
accordance with the law of the State in which the emplioyer has his
place of business to which the employee Is attached.

A cholce of law made by the parties to govern a contract of employment
shall not have the result of depriving the employee of the protection
afforded to him by any mandatory rules of the law which would be

applicable under paragraph (1) In the absence of cholce.

If the design has been developed In pursuance of a commission, the

right to the Community Design shall be determined, in the absence of a
different choice of law by the parties to the contract, In accordance
with the law of the State In which the commissioner has his domiclile
or his seat.

Article 13

Plurality of designers

if two or more persons have jointly developed a design, the right to

the Community Design shall belong to them Jointiy.

If two or more persons have developed Independentiy of each other

identical or substantlally similar designs, each of which In isoiation

meets the requirements under Articles 3 to §,

a) the right to the Unregistered Community Design shall beiong to each
of them,
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b) the right to the Reglstered Community Deslign shall belong to the
person who first flles an appllcation with the Office for =&
Reglstgred Community Design.

iIf a priority Is Iinvoked for the application with the Office, the
priority date shall be taken Into conslideration for ths purposes of
par. (2) b).

Article 14
Reglistered Community Design

belonging to a person non-entitled

If a Reglistered Community Design Is registered In the name of a pe?spn
who 1s not entitied to it under Articles 11 to 13, the person entitied
may, without prejudice to any other remedy which may be open to him,

claim to have the Registered Community Design transferred to him.

Where a person Is Jjointly entitled to the Reglstered Community Design,

that person may, In accordance with par. (1), claim to be made a Joint
proprietor. ) .
Legal proceedings to sesk the transfer wunder par. (1) may be
instituted only within a perlod of not more than two years after the
date of publication of the mention of the registration in the
Community Design Register of the Registered Community Deslign. This
provision shall not apply {If the owner of the.Reglstered Community
Design knew that he was not entitied to it at the time when such
Design was reglstered or transferred to him.

The fact that legal proceedings under par., (1) have been Instituted
shall be entered In the Communlty Design Reglister. Entry shall also be
made of the final dscision in, or of any other termination of, the
proceedings. _

Where there Is a complete change of proprietorship of a Reglstered
community Desigh as a result of legal proceedings under par. (1),
ticences and other rights shall lapse upon the registration of the

psrson entitlied to the design In the Community Design Register.
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1f, before the institutlon of the legal proceedings under par. (1) has
Been registered, the owner of the Reglstered Community Deslign or a
licensee has exploited the design within the Community or made- ser ious
and effectlive preparations to do so, he may continue such use provided
that he requests withln the period prescribed by the Implementing
Regulation a non-exclusive licence from the new owner whose name Is
entered in the Community Design Register. The license shall be granted
for a reasonable period and upon reasonable terms.

Par. (8) shall not apply if the owner or the licensee, as the case may
be, was acting In bad falth at the time when he began to exploit the

design or to make preparatlons to do so.

Article 15

Presumption In favour of the registered person

The person In whose name the application for a Registered Community
Design was flled shall be deemed to be the person entitled In any

. procsedings before the Offlice.

Article 16
Right of the designer to be ment ioned

The desligner shall have the right, vis-a-vis the applicant for or the
proprietor of a Reglstered Community Deslgn, to be mentloned as such

pefore the Office.

Section 4

Effects of the Community Deslign

Articie 17
Rights conferred by the Unregistered Community Design
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An Unreglistered Community Design shall confer on its proprietor the
exclusive right to prevent . any third party not having his consent from
copying the design for commercial purposes.

Article 18
Rights conferred by the Registered Community Design

A Community Design shall confer on Its proprietor the excliuslive right
to prevent any third barty not having hls‘ consent from making,
offering, putting on thg market or using a product to which the same
design, or a designh which displays In the eyes of the relevant public
an overall impression of substantia! simifarity, Is appiled, or from

.Importing, exporting or stocking such a product for these purposes.

Article 19

Limitation of the rlights conferred by a Community Design’

The rlights conferred by a Community Design shall not extend to:

a) acts done privately and for non-commercial purposes,

b) acts done for experimental purposes,v

¢) to reproducing the design for the purpose of teaching designs.

in addition, the :[]ghts conferred by a Community Design shall not

extend to:

a) equipments on ships and alrcraft registered in a third country,
when these temporarily enter the territory of the Community,

b) the Iimportation In the Community of spare parts and accessories for
the purpose of repalring such vehicles,

c) the execution of repairs on such vehlgleé.
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Articie 20

Exhaustion

The rights conferred by a Community Deslign shall not extend to acts
relating to products covered by the scope of protection of the design
which have been put on the market In the Community by the proprietor
of the’Communlty Design or with his consent.

Article 21
Rights of prior usg

Iin respect of a Reglistered Community Design

The rights conferred by a Reglistered Community Design shall not
become effectlve vis-a-vis any third person owning a design which has
bgen develioped independently of the person entitled to the Registered
Communlty Design and which is ldentical to it, or displays in the eyes
of the relevant publlc an overall Impresslon of substantial similarity
to it, If, at the relevant date, such third person has commenced In
good falth use of Its design within the Community or has made serlous
preparations to that effect. Such a person shall be entitled to
exploit the design for the needs of the undertaking in which the use
was carrlied out or foreseen. This right cannot be transferred
separately from the undertaking.

The relevant date within the meaning of par. (1) shal! be the date on
which the entitiement to the Community Design arose In accordance with
Article 13 par. (2) b) and (3). However, Article 13 par. (3) shall not
apply if the applicant for or the proprietor of a Reglistered Community
Design s a national of a third country which does not guarantee
reciprocity to the nationals of the Member States in respect of rights
of prlor use or personal possession when the priority of a foreign
application Is invoked before its authorlities.
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Section 5
) ‘ invalidity

N Article 22 .

£, Declaration of lnval]dlty

(1) A Community Design may only be declared invallid by a Communlty’Des!gnv
Court. A Registered Community Design may also be declared invalild by
~the Office In accordance with the procedure in Titie VII.
(2) An application for a declaration of Invalldity may be submitted sesven
after the Community Design has lapsed.

Article 23

Grounds for invalidity

(1) A Community Design may only be declared tnvalid if
a) the Community Design does not fulfll the requirements under
Articles 3 to 5, or
b) its exploitation or publication is cpntrary to pubtic policy or
to accepted principlses of morality, or
c) the propriestor of the Community Design is not, having regard to
a decision of a court which has to be recognised throughout thé
Community, entitled within thé terms of Articles 11 to 14.
(2) A Reglstered Community Design may also be declared Invalid If there Is
an earller design or an earllier right which Is a hindrance to it.
(3) An "earller dssign" within the meaning of paragraph 2 is a design
which
a) is identical to the Registered Community Design at Issue or does
not substantially differ from it 1in respect of the overall

- Impression it displays in the eyes of the relevant
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pubtic, but Is not known, at the date of flling the application for
registration or at the priority date of such Design, to the circles
speclallised In the sector concerned operating within the Community
and
b) belongs the one of the following categories:
1D Reglsteréd Community Designs,
i) designs registered In a Member State or, for Belglum, the
Nether lands and Luxembourg, at the Benelux Deslign Office,
ii1) desligns registered under international arrangements which
have effect in a Member State,
iv) applications for designs réferred to undar i) to itl),
or
c) belongs to one of the following categories:
Unregistered Community Designs or unreglistered deslign rights of a
Member State, and has been copied In the Registered Communlity
Design at issue.
An “earller right" within the meaning of par. (2) is an excluslive
right under the legisiation of a Member State other than a design
right, which has been copled in the Reglistered Community Design at
tssue and which, pursuant to the law governing it, confers dn its
proprietor the right to prohibit the use of a subsequent design.
By derogation from Article 1 par. (3), In the case specified in par.
(2), invallidity shall be declared only In respect of the Member State
or States where the eariler design or the eariler right has effect.
The derogation shall however not apply If the earllier deslign belongs
to the category mentioned in par. (3) b) 1) or c) 1).

Article 24
Effects of invalldity
A Community Deslgn whlch has been declared invallid shall be deemed not

to have had, as from the outset, the effects specified Iin this
Regulation.
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Subject to the natlonal provislons relating elther to ctlaims for
compensation for damage caused by negligence or lack of good falth on
the part of the proprietor of the Community Design, or to unjust
enrichment, the. retroactive effect of Invalidity of the Communlty‘
Design shall not affect: ) ‘
a) any declslon on Infringement which has acquired the authority of a
fina! decision and been enforced prlor to the invalidity decislon,
b) any contract concluded prior to the Invalldity decision, Iinsofar. as
it has been performed before the declsion; however, repayment, to
an extent Justified by the circumstances, of sums pald under the

relevant contract, may be claimed on grounds of equlty.



- 22 -

TITLE i1,
COMMUNITY DESIGNS AS OBJECTS OF PROPERTY

I3

Article 25

Dealing with Community Desligns

as national designs

Unless Articles 26 to 30 provide otherwise, a Communlty Design as an

object of property shall be dealt with in its entlirety, and for the

whoie area of the Community, as a natlonal design of the Member State

in which

a) the proprietor has his seat or his domicile on the relevant date,
or

b) where subparagraph a) does not apply, the proprietor has an
establishment on the relevant date.

in ths case of a Registered Community Design, the Member State

referred to in par. (1) shatll be‘the Member State which results from

the sentries made in the Community Design Register.

1f two or more persons are joint proprietors, par. (1) shall apply to

the Joint proprletors In the alphabetic order of thelr family names.

However, In the case of a Reglstered Community Design, par. (1) shall

apply to the joint proprietor first mentioned In the Community Design

Register; falllng this, It shall apply to the subsequent Joint

proprietors Iin the order In which théy are mentioned therein.

Where par. (1) to (3) do not apply, the Member State referred to In

par. (1) shal! be the Member State In which the seat of the Offlice is

situated.

Article 26

Transfer

A Communlty Design may be transferred.
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(2) The transfer of a Registered Community Design shail be subject to the

(1

(2)

(1
(2

(3

following provisions:

a)

b)

c)

d)

On request of one of the partles a transfer shall be entered In fhe
Community Design Register and published.

As long as the transfer has not been entered In the Community
Design Register, the successor In title may not invoke the rights
arising from the Registered Community Design.

Where there are time limits to be observed vis-a-vis the Office,
the successor Iin titie may make the correspondlﬁg statements to the
Office once the request for reglistration of the transfer has been
recelived by the Office. '

All documents which require notification to the proprietor of the
Registered Coﬁmunlty Design shail be addressed to the person
registered as proprletor.

Article 27
Rights in rem
on a Reglstered'Communlty Deslign

A Reglstered Communlity Design may be given as a security or be the
subject of rights in rem.

on
be

request of one of the parties, rights mentioned in par. (1) shatl
entered In the Community Deslign Reglster and published.

Article 28
Levy on execution

In respect of a Registered Community Design

A Reglstered Community Design may be levied In execution.

As

regards the procedure for levy of execution, the courts and

authorities of the Member State determined In accordance with Article

25 shall have exclusive jurisdictlon.

On

in

request of one of the parties, levy of executlon shall be entered
the Communlity Design Register and published.
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Article 29

Bénkruptcy or like proceedings

Untii such time as common rules for the Member States in this field
enter into force, the only Member State In which a Community Design
may be Involved In bankruptcy or like proceedings shall be that in
which such proceedings are first brought within the meaning of
national law or conventions applicabie In this field. - ‘

Where a Registered Communlity Design is Involved in bankruptcy or |like
proceedings, an entry to this effect shail be made, on rsquest of the
competent national authority, in the Community Design Register and
published.

Article 30

Licensing

A Community Design may be licensed for the whole or part of the
COmmunlty. A license may be exclusive or non-exclusive.

Without prejudice to the provisions of the llcensing contract, the
licensee may bring proceedlngs'for infringement of a Community Design
only if its proprietor consents thereto.

A licensee shall, for the purpose of obtaining compensation for damage
suffered by him, be entitled to Intervene In an infringement actlon
brought by the proprietor of a Community Design. -
In the case of a Reglstered Community Design, the granf or transfer of

a license in respect of such right shaill, on request of one of the

parties, be entered in the Community Design Register and published.

Article 31
Effects vis~a-vis third partles

The effects vis-a-vis third parties of the tegal! acts referred to
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in Articles 26 to 28 and 30 shall be governed by the law of the Member
State determined In accordance with Article 25.

However , as concerns Registered Community Desligns, legal acts referred
to In Articles 26, 27 and 30 shall only have effect vis-a-vis third
parties in all the Member States after entry Iﬁ the Community Design
Register. Nevertheless, such an act, before it is so entered, shall
have effect vis-a-vis third parties who have acquired rights In the
Registered Community Design after the date of that act but who knew of
the act at the date on which the rights were acquired.

Par. (2) shall not be applied with regard to a person who acdquires the
Registered Community Design or a right rélatlng to It by way of
transfer of the whole of the undertaking or by any othsr unliversal
succession. '

Until such time as common rules for the Member States iIn the field of
bankruptcy enter Into force, the effects vis-a-vis third parties of
bankruptcy or |lke proceedings Invoiving a Community Design shall be
governed by the law of the Member State determined In accordance with
Article 29.
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TITLE IV.
THE APPLICATION FOR A REGISTERED COMMUNITY DESIGM

Section 1
Filing of applications and
the conditions which govern them

Article 32
Filing of applications

An application for a Registered Community pes!gn shall be filed, at
the cholce of the applicant,

a) at the Office or

b) at the central industria! property office of a Member State or at

the Benelux Design Office. An application filed In thls way shall

have the same effect as I|f it had been filed on the same date at
the Office.

Article 33

Forwarding of the appllcation

Where the application is filed at the central industrial property

office of a Member State or at the Benelux Design Office, that
shall take all

office
steps to forward the appliication to the Offlice within
four weeks after fiiing. The central

Benelux Office may charge the applicant a fee which shall not exceed

the administrative costs of recelving and forwarding ths application.

Appllcations which do not reach the Offlce within three months after
fillng shall be deemed withdrawn.

industriai property offlice or the

o
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Ten years after the entry into force of this Reguiation, the
Commisslion shall draw up é report on the operation of the system of
filing applications for Reglistered Community Designs, together wlth

any proposals for modifying this system.

Article 34
Conditions which applications must comply with

An application for a Registered Community Deslign shali contain:

a) a request for registration;

b) Informatlon ldentifying the applicant;

c) a graphic or photographic representation of the design sultable for
reproduction;

d) such

other may

particulars as the Implementing Regulation
prescribe.
The application shali mention the designer. If the applicant is not
the designer or not the sole designer, the mention shall contaln a

statement iIndicating the orlgin of the right to the Community Design.

In addition the appliication may contain:

a) a list Indicating the class or classes of products to which the
design is to be Incorporated, v

b) a descriptlion explaining the representation,

¢) a specimen or a sample of the product or products to which the
design Is to be incorporated,

d) a request that the publication of the application be adjourned in
accordance with Article 46.

The Implementing Regulation shall contaln provisions governing the

presentation of the appilcatlon.

The Indicatlon mentioned under par. (3) a) does not affect the scope

- of protection granted by the Registered Community Design.

The specimen or sample ment loned under par. (3) c¢) shall be declisive
whenever the appearance of the Reglistered Community Design is relevant
for assessing controverslal questions. ’
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Article 35
Multiple apptications , '”T}

Several desligns intended to be Incorporated in products belonging to
the same class may be combined iIn one muitiple application for
Registered Community Desligns. A multlplé application shall not -
compr ise more than 100 designs. The multiple application shall compty

with such particulars as the Implementing Regulation may prescribe.

Article 36
Date of filing

The date of filing of an appllication for a Reglstered Community Design

shali be the date on which documents contalning the Information

specified In Article 34 pé}. (1) are filed with the Office, or, If the

appllication has been filed with the central industrial property office

of a Member State or with thé Benelux Design Office, with that office,

subject to the payment of an application fee or, In the case of a )
multiple application, of the multiple application fee, within a perlod v%}
ofvone month of filing the above-mentioned documents. ”

Article 37
Classification of Registered Community Designs

The Offlice shall use the classificatlon of desligns provided for in the
Annex to the Locarno Agreement Estabiishing an International
Classification for Industrial Designs.

Sectlon 2

Right of prlority - g

‘K‘W"/ /
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Article 38
Right of priority

A person who has duly flled an application for a déslgn in or for any
State party to the Parlis Conventlion, or hls successors In title, shail
enjoy, for the purpose of filing an appliication for a Reglistered
Community Design for the same design, a right of priority durlhg a
perlod of six months from the date of filing of the first application.
Every flling that Is equivalent to a regular national filing under the
national law of the State where It was made or under bilateral or
multllateral agreements shall be recognized as glving flse to a right
of priority.

By a regular national flliing Is meant any'flllng that is sufficient to
establish the date on which the application was filed, whatever may be
the outcome of the applléatlon.

A subsequent application for a design which was the subject of a
previous first appl!catlon, and which Is flled in or In respect of the
same State, shall be conslidered as the flrst appl!ication for the
purpose of determining priorlty, provided that, at the date of fiting
of the subsequent applicatlion, the previous appllcatldn has been
withdrawn, abandoned or refused, and has not served as a basls for
claiming priority. The previous appllcation may hot thereafter serve
as a basis for claiming a right of priority.

If the first filing has been made in a State which is not a party to
the Paris Convention, par. (1) to (4) shall apply only insofar as that
State, according to the findings of the Office published In accordance
with the Implementing Regulation, grants, on the basis of a filing
made at the Office and subject to conditions equivalent to those laid

down In this Regulation, a right of priority having equivalent effect.
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Article 39
Clalming priority

An applléant for a Registered Community Design desiring to take
advantage of the priorlty of a previous application shall file a
declaration of prlority. The Office may require production of a copy
of the previous application and, |f necessary, a translation of it in
a procedural language of the Office.

Article 40
Effect of priority right

The right of priority shall have the effect that the date of priority
shall count as the date of filing of the app!ication for a Registered

Community Design for the purpose of establishing which rights take
precedence.

Article 41
Equivaience of Community filing

with national flling

An application for a Reglstered Community Design which \has been
accorded a date of filing shall, In the Member States, be equivalent
to a regular natlonal filing, where appropriate with the priority
claimed for the sald application. '

\.ww‘

y
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TITLE V.
THE REGISTRATION PROCEDURE

Article 42
Examination of applications

The Office shall examine whether:

a) the object of the appilcation for a Reglstered Community Design lIs
not, by Its nature, obviously unsuitable for protection as a
design;

b) the exploitation or publication of the design for which the

‘appllcatlon has been filed would be contrary to public pollcy or to
accepted principles of morality.

The Office shall furthermore examine whether:

a) the application satisfies the conditions for the accordance of a
date of filing In accordance with Article 36;

b) the appllication contains the mention of the designer in accordance
with Article 34 par. (2); ‘

¢) the appllcation complies with the other conditions lald down In
Artlicle 34 and, in the case of a multiple appllication, Article 35.

Article 43
Non-remediable deficlencies

Where the defliclencles referred to Iin Article 42 par. (1) are
present, the Office shall refuss the application.
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Article 44

Remedlable deficlencies

wWhere the application doss not satisfy the requirements referred to in
Article 42 par. (2), the Offlce shali request the applicant to remedy
the established deficiencies or default on payment of the application
fee or the muitiple application fee within the period prescribed by
the Implementing Regulation. ’

if the appllcant compiies with the Offlce’s request In due time, the
office shall accord as date of filing the date on which the
application affected by the established defliciencles has been
originalty flled. If however compiiance with the Office's request
concerns deficiencies relating to the conditions referréd to in
Article 34 par. (1) a) to ¢) or the default on payment of thé
application fee or the muitiple appllcation fee, the Offlice shail
accord as date of filing the date on which such deficiencies or the
default on payment are remedled.

If the deflclencles or the default on payment establ ished pursuant to
par. (1) are not remedied In due time, the Offlice shall refuse the
applilication.

Fallure to satisfy the requirements concerning the claim to priority
shali result in loss of the right of priority for thé application.

Article 45
Pubiication

An application for a Registered Community Design, including the
reproduction of the representation of the design, shall be published
within a perlod of four months from the date of filing. it shall be
published simultaneously with the pubiication of the mention of the

registration, when the reglistration has taken place
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before the'explry of the period referred to above. Where a specimen or
a sample has been filed in accordance with Article 34 par. (3) ¢), an
additional reference to this filing shall be published.

Article 46 -
Adjournment of the publication

The applicant for a-Reglstered Community Deslign which has not been
disclosed to the public may request, when filing the application, that
the publication of the appiication be adjourned for a perlod not
exceeding twelve months as from the date of fillng. However if
priority is claimed, the starting date of such perlod shall be the
priority date. Upon such request, the Office shall publiish, within the
period referred to in Article 45, a mentlon that the appllcation has
been filed together with the Information ldentifying the applicant.
The term of protection shall end with the expiry of the perlod of
ad journment.

The term of protection provided under Article 48 shall apply |If,
within the perlod refsrred so in paragraph (1), the applicant for or
the proprietor of the Reglstered Community Design requests the Office
that the apptlication be published.

Article 47

Registration

Where an appllication meets the requlirements of this Regulation, the
design shall be registered as a Registered Community Design, provided
that the registration fee has been pald within the period prescribed
by the Implementing Regulation. {f the fee Is not pald within this
period the application shal! be deemed to be withdrawn..
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TITLE VI.
TERM OF PROTECTION OF THE REGISTERED COMMUNITY DESIGN

Article 48
Term of protection

The term of protection of the Reglistered Community Design shali be
five years as from the date of filing of the apptication. 1t may be
renewed pursuant to Article 49 for perliods of five years each up to a
total term of 25 years as from the date of fliing of the first
application.

Article 49
Renewal

Registration of the Registered Community Design shall be renewed at
the request of the proprletor or of any person expressly authorised by
him, provided that the renewal fee has besn pald.

The Office shall inform the proprietor of the Registered Community
Design, and any person having a registered right In respect of the
Registered Community Design, of the expiry of the registration in good
time before the sald expiry. )

The request for renewal shall be submitted within a perlod of six
months preceding the last day of the month In which protection ends.
The renewal fee shall aiso be pald within this period. Failing this,
the request may be submitted and the fee pald within a further perlod
of six months from the day referred to in the first sentence, provided
that an additional fes Is palid within this further period.

Renewal shall  take effect from the day following the date on which the
existing reglstratlon expires. The renewal shall be reglistered.
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TITLE ViI.
SURRENDER AND INVALIDITY OF
THE REGISTERED COMMUNITY DESIGN

Articie 50

surrender

The surrender of a Reglstersd Community Design shall be declared ta
the Office In writing by the proprietor. it shall not have effect
until It has been reglstered. ’

Surrender shall be registered only with the agreement of the
proprietor of a right entered in the Communlty\Deslgn Register. If a
llcence has been reglistered, surrender shall only be entered in the
Community Design Register If the proprietor proves that he has
Informed the licensee of his Intention to surrender; this entry shall

be made on explry of the period prescribed by the Implementing
Regutation.

Article 51
Application for a deciaration of invatidity

Any person.may submit to the Offlice an appllcation for a deciaration
of lInvalidity of a Reglstered Community Design; however, In the casse
specified In Article 23 par. (1) c¢) , the abpllcatlon may be flled
only by the person or persons entitled.

The application shall be filed In a written reasoned statement. |t
shall not deemed to have been flled until the fee has been pald.

The application shall not lle If an application refating to the samé
subject-matter and cause of action, and invoiving the same parties,
has been adjudicated on by a Community Design Court and has acquired
the authorlity of a final decision.
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Article 52
Examination of the application

If the appllcation for a declaration of invalidity Is admissible, the
Offlcé shall examine whether the grounds for invalldity referred to in
Article 23 prejudice the maintenance of the Registered Community
Design.

In the examination of the application, which shall be conducted in
accordance with the Implementing Regulatlon, the Office shall invite
the parties, as often as necessary, to flile observations, within a
period to be fixed by the Office, on communications by the other
parties or lIssued by itself.

The decislon deciaring the Reglstered Community Design invalid shall
be entered in the Community Design Register upon becoming final.
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TITLE VI,
APPEALS
FROM DECISIONS OF THE OFFICE

Article 63
Declisions subject to appeal

An appeal shall lie from decisions of the Office. It shall _have
suspensory effect.

A declision which does not terminate proceedings as regards one of the
parties can only be appealed together with the final decision, uniess
the decision allows separate appeal.

Article 54
Persons entitied to appeal and
to be parties to appeal procesdings

Any party to proceedings adversely affected by a decision of the
Ooffice may appeal. Any other partles to the proceedings shall be

k parties to the appeal proceedings as of right.

Article 55
Time limit and form of appeal

Notice of appeal must be flied In writing at the Offlce within two
months after the date of notification of the decision appealed from.
The notlce shall not be deemed to have been filed untii after the fes
for appeal has been paid. Within four months after the date of
notification of the decision a wrltteh statement setting out the
grounds of appeal must be flled.
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Articie 56

Inter focutory revision

If the department of the Office whose decislon is contested considers
the appeal to be admisslibie and well founded, it shall rectify its
decision. This shail not apply where the appef!ant is opposed by
another party to the preoceedings.

If the decision Is not rectified within one month after receipt of the
statement of grounds, the appeal shall be remitted to the Board of
Appeal without delay and without comment as to its merits.

Articie 57

Examination of appeals

If the appeal Is admissible, the Board of Appeal shall examine whether
the appeal Is allowable.

In the examinatlion of the appeal, the Board of Appeal shali Invite the
partles, as often as necessary, to file observations, within a period
to be fixed by the Board of Appeal, on communicatlons from thse other
parties or lssued by ltseif. '

Articie 68
Decisions In respect of appeais

Following the examination as to the aliowabiiity of the appeal, the
Board of Appeal shall decide on the appeal. The Board of Appeal may
sither exercise any power within the competence of the depariment
which was responsible for the declsion appealed or remit the case to
that department for further prosecution.

If the Board of Appeai remits the cass for further prosecution to the
department whose decision was appealed, that departiment shal} be bound
by the ratio decidend! of the Board of Appeal, Insofar as the facts
are the same.
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_ Article 59
Actions before the Court of Justice

Actions may be brought before the Court of Justice against dscislons
of the Boards of Appeal on appeals. Such actlons shall have suspensive
effect. ) »

The action may be brought on grounds of lack of competencé,
Infringement of an essentlial procedural requirement, infringement of
the Treaty, of this Regulaflon and any rule of law relating to thelr
app!icatlon or misuse of power.

The actlion shall be open to any party to proceqdlngs before the Board
of Appeal adversely affected by its decision.

The action shall be brought before the Court of Justice within two
months of the date of notiflication of the decision of the Board of
Appeal .

The Office may Intervene In the proceedings before the Court. it may
also present observations without Intervening In the proceedings.

if the Court of Justice remits the case for further prosecution to the
Board of Appeal, the Board shall be bound by the ratio decidendi of
the Court of Jgstlce Insofar as the facts are the same.
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TITLE tX.
PROCEDURE BEFORE THE OFFICE

Section 1

General provislions

Article 60
Statement of reasons on which declsions are based

Declsions of the Office shall state the reésons on which they are
based. They shall be based only oh reasons or evidence on which the

parties concerned have had an opportunity to present thelr comments.

Article 61
Examination of the facts by the Ooffice
of its own motion

in proceedings before it the Offlce shall examine the facts of Its own
motion; however, In proceedings relating to a declaration of
invallidity, the Office shall be restricted In this examination to the

facts, evidence and arguments provided by the parties and the relief

sought.
The Office may disregard facts or evidence which are not submitted In

due time by the partles concerned.

Articie 62

Oral proceedings

If the Offlce considers that oral proceedings would be expedient, they
shall be held elther at the Instance of the Office or at the request

of any party to the proceedings.

e
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Oral proceedings, including dellivery of the decision, shall be public,
Insofar as the Office does not declde- otherwlse In cases where
admission of the public could have serlous and unjustified
disadvantages, In particular for a party to the proceedings.

Article 63
Taking of evidence

in any proceedings before the Office the means of giving or obtaining
evidence shall Include the following:

2) hearing the partles,

b) requests for Information,

¢) the production of documents and ltems of informatlion,

d) hearing the witnesses,

" e) opinions by experts,

f) Inspectlon,

g) statements In writing sworn or affirmed or having a similar effect
under the law of the State in which the statement Is drawn up.

The relevant department of the Office may commission one of Its

members to examine the evidence adduced.

If the Office conslders it necessary for a party, witness or expert to

give evidence orailly, It shall elther:

a) Issue a summons to the person concerned to appear before it, or

b) request, In accordance with the provisions of Article 73 the courts
or other competent authorities In the Member State of residence of
the person concerned to take such evidence.

A party, witness or expert who Is summoned before the Office may

request the latter to allow hils evidence to be heard by a court or

other competent authority in the Member State In which he resides. On

recelpt of such a request, or if there is no reply to the summons, the

Office may, In accordance with the provisions of Article 73, request

the court or other competent authority to hear the person concerned.
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IT a party, witness or expert gives evidence before the Offlce, the
jatter may, If it considers It advisable for the evidence to be given
on oath or In equally binding form, request, In accordance with

Artlicle 73, the courts or other competent authorities In the Member

State of the person concerned to re-examine his evidence under such

conditions.

When the Offlice requests a court -or other competent authority of a
Member State to take evidence, It may reaguest that authority, In
accordance with Article 73, to take the evidence on oath or in equally
binding form and to permit a member of the department concerned of the
Office to attend the hearing and question the party, wltnes;,or sxpert
elither through the Intermediary of the authority or directly.

The parties shall be informed of the hearing of a witness or expert
before the Offlce or before a court or other competent authorlity of a
Member State. They shall have the right to be present and to put
questlons to the witness or expert, elther through the intermediary of
the authority or directly where the procedure of the Member State so

permits.
Article 64
Notliflcation
The Offlice shail, as a matter of course, notify those concerned of

decisions and summonses and of any notice or other communication from
which a time 1imlt Is reckoned, or of which those concerned must be
notified wunder other provisions of this Regulation or of the
impiementing Regulatlon, or of which notification has been ordered by
the President of the Office.

Articlie 63
Restlitutio In Integrum

The appllcant for or the proprietor of a Reglistered Community Design
or any other party to proceedings before the Office who,
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In spite of all due ca}e required by the clircumstances having been
taken, was unabie to observe a time lImit vis-a-vis the Office shaltl,
upon application, have his rights re-establlished If the non-observance
In gquestion has the direct consequence, by virtue of the provisions of
this Regulation, of causing the loss of any rights or means of
redress.

The application must be filled In writing within two months from the
removal of the cause of non-compiiance with the time Iimit. The

‘omitted act must be completed within this period. The application

shail only be admlissiblie within the year 1mmedlate!y following the
expiry of the unobserved time !imit. In the case of non submission of
the fequest for renewal of reglstration or of non-payment of a renewal
fee, the further period of six months provided for In Article 49 par.
(3), third sentence, shall be deducted from the period of one year.
The application must state the grounds on which It Is based and must
set out the facts on which it relies. It shall not be deemed to be
flled untli the fee for re-estab!ishment of rights has been paid.

The department of the Offlce competent to decide on the omitted act
shall declde upon the application.

The provisions of this Article shal! not be applicable to the time
limits referred to in par. (2) of this Articie and In Article 38 par.
(1. '

‘Where the applicant for or proprietor of a Reglistersd Communl!ty Design

has his rights re-estabilished, he may not Invoke his rights vis-a-vis
a third party who, In good faith, in the course of the perlod between
the loss of rights In the application or the Reglstered Community
Design and publication of the mention of re-establishment of thess
rights, has put goods on the market Incorporating a design which Is
identical bto or dlisptays in the eyes of the public an overall
impression of substantial similarity with the Registered Community
Design.

A third party who may avall himself of the provisions of par. (6) may
bring third party proceedings against the decision re-establishing the
rights of the applicant for or proprietor of the
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Reglsteéed Commuﬁlty Design within a perlod of two months as from the
date of publication of the mentlon of re—establlshment' of those
rights.

Nothing In this Article shail 1limit the right of a Member State to
grant restitutio in Integrum in reépect of time limits provided for In
this Regulation and to be observed vis-a-vis the authorities of such
State.

Article 66

Reference to general principles

in the absence of procedural provisions In this Regulation, the
Impiementing Regulatlon, the Fees Regulations or the Rules of
Procedure of the Boards of Appeal, the Offlce shall take Into account

the principles of procedural flaw generally recognized Iin the Member

‘States.

Article 67

Termination of financial obligations

Rights of the Office to the payment of a fee shall be extinguished
after four years from the end of the calendar year In which the fee
fetl due.

Rights agalinst the Office for the refunding of fees or sums of money
paldiln excess of a fee shall be extingulshed after four years from
the end of the calendar year in which the right arose.

The period laid down lh par. (1) and (2) shall be interrupted In the
case covered by par. (1) by a request for payment of the fes and In
the case covered by par. (2) by a reasoned claim In wfltlng. on
Interruption It shall begln again immediately and shall end at ths
latest slx years after the end of the year in which 1t orliginaily
began, unlaess, in the meantime, Judiclal proceedings to enforce the
right have begun; In this case the period shail end at the searliest
one vear after the judgment has acquired the authority of a flina!
decision.

s
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Section 2

Costs

Articie 68
Costs_

The losing party In proceedings for a declaration of Invalidity of a
Registered Community Design or appeal proceedings shail bear the fees
Incurred by the other party as well as all costs incurred by him
essential to the proceedings, iInctuding travel and subsistence and the
remuneration of an agent, adviser or advocats, within the limits of
scales set for each category of costs under the condltions laild down
in the Implementing Regulation.

However , where each party succeeds on some and falis on other heads,
or If reasons of equity so dictate, the Office shall declde a
different apportionment of costs.

The party who tqrmlnates the procesedings by surrendering the
Registered Communlity Design or by not renewing lts registration or by
withdrawing the abpllcatlon for a declaration of Invalidity or the
appeal, shall bear the fees and the costs incurred by the other party
as stipulated in par. (1) and (2).

Where a case does not proceed to judgment, the costs shall be In the
discretion of the Office.

Where the parties conclude before the 0ffice a settlement of costs
differing from that provided for iIn the preceding paragraphs, the
Office shail take note of that agreement.

On request, the registry of the competent department of the Office
shall fix the amount of the costs to be paid pursuant to the preceding
paragraphs. The amount so determined may be reviewed by a decision of
the competent department on a request flled within the prescribed

‘period.
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Article 69
Enforcement of decisions

fixing the amount of costs

Any final decision of the Office fixing the amount of costs shall be
enforceable.

Enforcement shall be governed by the rules of civil procedure in force
in the State In the territory of which it Is carried out. The order
for Its enforcement shall be appended to the decision, without other
formality than verification of the authenticlity of the declsldn, by
the natlonal authority whlchvthe government of each Member State shall
designate for this purpose and éhall make known to the Offlice and to
the Court of Justice.

When these formalities have been compieted on application by the party
concerned, the latter may proceed to enforcement In accordance with
the natlional law,‘by bringing the matter directiy before the competent
authority.

Enforcement may be suspendsed only by a declsion of the Court of
Justlce. However, the courts of the Member State concerned shall have
jurlsdiction over complaints that enforcement Is belng carried out in
an lrregular manner.

Section 3
informatlon of the publlic and of the
offlicial authorities of the Member States

Articlie 70
Community Deslignh Reglster

The Office shall keep a reglister to be known as the Community Design
Reglister, which shall contain those particulars the reglstraflon of
which Is provided for by this Regulation or by the Implementing
Regulation. The Community Design Reglster shall be open to public
inspsction.
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Article 71
Per lodical pubilications

The Office shall periodically publish:

a) a "Communlity Design Bulletin" containing entries made In the
Community Design Reglster as well as other particulars the
publication of which Is prescribed by this Regulation or by the
implement ing Regulation; .

b) an "Officlal Journal of the Community Design Office”, containing
notlces and Information of a general character Issued by the
President of the Office, as wel! as any other information relevant

to this Regulation or Its implementatlon.

Article 72

inspection of fliles

The flles relating to appllications for Reglstered Community Designs
which have not yet been published or which are subject to the measure
of adjournment of publication in accordance with Artfcle 46 shall not
be made avaliable for !Inspection without the consent of the applicant
for or the proprietor of the Registered Community Design.

Any person who c¢an establish a legitimate Interest hereln may obtain
an Inspection of the fille prior to the pubiication of an apptication
and without the consent of the applicant. This shail In particular
apply If the Interested person can prove that the applicant for or the
proprietor of a Registered Community Design has undertaken steps with
a view to Invoking against him the right under the design after
registration or after the pubtication of the application as a result
of the expliry of the measure of adjournment In accordance with Articie
46.

Subsequent to the publication of the application, the flles retating
to such appilcation and the resulting Registered Community Design may
be Iinspected on request. |
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However, where the flles are Inspscted pursuant to par. (2) or (3},
certain documents in the flle may be withheld from Inspection In

"accordance with the provisions of the Implementing Regulation.

Article 73

Administrative and legal co-operaticn

Unless otherwise provided In this Regulation or in natlional laws, the
Office and the courts or authorities of the Member States shai! on
request give asslistance to each other by communicating Information or
opening flles for Inspection. Where the Office lays flles open to
inspection by courts, Publiic Prosecutors’ Offices or -central
industrial property offlices, the Inspection shall not be subject to
the restrictions lald down In Article 72.

Upon recelpt of letters rogatory from the Offlice, the courts or other
cémpetent authorities of the Member States shall undertake on behalf
of that Office and within the limits of thelr Jurisdiction, any
necessary enquiries or other related legal measures. .

Each Member State shall designate a central authority which will
undertake to receive letters rogatory Issued by the Office and to
transmit them to the authorlity competent to execute them.

Article 74

Exchange of publications

The Office and the central Industrial offices of the Member States
shal! despatch to each other on request and for thelir own use one or
more coples of thelr respective publlcations free of charge.

The Office may conclude agreements relating to the exchange or supply
of publications.
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Section 4
Representation

Articlie 75
General princliples of rebresentatlon

Subject to the provislons of par. (2), no person shatl be compelled to
be represented before the Office.

"Without prejudice to par. (3), second sentence, natural or legal

persons not having elther thelr domlicile or their principal place of
business or a real and effective Industrial or commerclal
establishment In the Community must be represented before the Office
in accordance wlth Article 76 par. (1) in all proceedings before the
Office established by this Regulation, other than Iin. filing an
application for a Reglstered Cémmunlty Design.

Natural or legal persdns having their domiclie or principal place of
business or a real and effectlve Industrial or commerclal
establishment in the Community may be represented before the Office by
an employee, who must flle with It a signed authorlization for
insertion In the files, the detalls of which are set out In the
implement Ing Regulation. An employee of a legal person to which this
paragraph applies may also represent. other legal persons which have
economlc'connectlons with the first legal person, even If those other
legal persons have neglther thelr domicile nor thelr principal place of
business nor a real and effective Industrial or commercial
establ ishment within the Community.

Article 76
Professional representatives

Representation of natural or iegal persons before the Offlice may only
be under taken by:
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a) any legal practitioner qualified In one of the Member States and
having his place of business within the Community, to the extent
that he |Is entitled, within the sald State, to act as .a
representative iIn Industrial property matters; or i

b) professional representatives whose names appear on' the list
maintained for this purpose by the Office.

Representatlves acting before the Office must file with It a signed

authorization for Insertion on the files, the detalis of which are set

out in the Implementing Regulation.

Any natural person who fulfils the followilng conditlons may be entered

on the list of professional representatives:

a) he must be a national of one of the Member States; )

b) he must have his place of business or emptioyment In the Communlty;

c) he must be entltied to represent natural 6r legal persons In
industrial property matters, Inciluding heslgn matters, before the
central industrial property offlice of the Member State In which he
has his place of business or employment. Where, In that State, the

entitliement Is not condlitional upon the requirement of speclal

professional qualifications, persons applying to be entered on the
list who act In Industrial property matters, Including design
matters, before the central Industrlal property office of the said
State must have habltually so acted for at least five years.
However, persons whose professional qualification to represent
natural! or legal persons in Industriatl property matters, Including
design matters, before the central industriat property office of
one of the Member States Is officially recognized In accordance
with the reguiations lald down by such State shall not be sub ject
to the condition of having exercised the profession.

(4) Entry shall be effected upon request, accompanted by a certificate

furnished by the central Industrial property office of the Member
State concerned, which must indicate that the conditions lald down In
par. (3) are fulfllled.
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The President of the Office may grant exemption from:

a) the requirement of par. (3) ¢), second sentence, If the applicant
furnishes proof that he has acaquired the requisite quallflcattoh in
anothsr way;

b) the requirement of par. (2) a) In speclal circumstances.

The conditions under which a person may be removed from the iist of

professional representatives shall be laid down in the Implementing.

Reguiation.
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TITLE X.
CONVERSION OF A REGISTERED COMMUNITY DESIGN
INTO A NATIONAL DESIGN APPLICATION

Article 77

Request for the application of national procedure

The appllcant for or proprietor of a Registered Community Design may

requaest the conversion of his application for a Registered Community

Design or his Registered Community Design into a national deslign

application,

a) if the application for a Reglstered Community Design Is refused,
wlthdrawn, or deemed to be withdrawn;

b) If the Reglstered Community Design ceases to have effect.

Conversion shall not take place for the purpose of protection In a

Mgmber State In which, In accordance with the decision of the Office

or of a Community Design Court, grounds for refusal of registration or

grounds for Invalidity apply to the appiication for a Registered

Community Design or the Registered Community Design.

The natlonal design app]lcatlon resulting from the conversion of an

application for a Registered Community Design or a Reglistered

Communlity Design shall enjoy in respect of the Member State concerned

the date of filing or the date of priority of that appliication or

Registered Community Design. .

Where:

- the application for a Registered Community Design is deemed to be
withdrawn or Is refused by a decision of the Office which has
become final,

i
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— the Registered Community Design ceases to have effect as a resutt
of a decislon of the Office which has become flnal.or as a result
of registration of surrender of the sald Design,

the Offlce shall notify to the appllicant or proprietor a communication

fixing a period of three months from tﬁe date of that communication in

which the request for conversion may be flied.

Where the application Is withdrawn or the Reglistered Community Design

ceases to have effect as a resuit of fallure to rehew the

reglistration, the request for convarsion shail be filed within three
months after the date on which the application Is withdrawn or on
which the registration of the Reglstered Community Design expires.

Where the Registered Communlity Design is declared invalid as a result

of a decision of a Community Design Court, the request for conversion

shall be filed within three months after the date on which that
declsion acquired the authority of a final declsion.

The effect referred to in Article 41 shall lapse if the request |s not

flled in due time.

Article 78
Submission, publication and transmission

of the request for conversion

A request for conversion shall be flled with the Office and shail
specify the Member States In which application of the procedure for
registration of a nationai design Is desired. The request shall not be
deemed to be flied untll the conversion fee has been pald.

If the appllication for a Registéred Comnunity Deslign has been
pubiished, recelpt of any such request shall be entered In the
community Design Register and the request for conversion shall be
publ ished.
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The Offlce shall check whether conversion may bs requested In
accordance with Article 77 par. (1), whether the request has bheen
filed within the perlod laid down in Article 77 par. (4), (8) or (6)
as the case may be, and whether the conversion fes has been pald; f
these condltions are fulfilled, the Office shall transmit the request
to the central Indusirial property offices of the States specified
therein. At the request of the central industrial property office of a
State concerned, the Office shail give it any Information enabling
that offlce to decide as to the admissibility of the request.

Article 79
Formal requirements for conversion

Any central Industrlial property office to which the request Is

transmitted shall decide as to its admissibility.

An application for a Reglistered Community Design or a Registered

Community Design transmitted In accordance with Article 78 shall not

be subjected to formal requirements of national law which are

different from, or ad&{tlonal to, those provided for In this

Regulation or In the Implementing Régulatlon.

Any central industrial property office to which the request 1Is

transmitted may reguire that the applicant shalt, within not less than

two months:

a) pay the natlonal application fee;

b) file a translation in one of the officlal languages of the State In
question of the request and of the documents accompanying It;

¢) Indicate an address for service In the State In question;

d) supply a representation of the design 1In accordance with the
requirements of the law of the State In guestion.
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TITLE XI.
JURISDICTION AND PROCEDURE IMN LEGAL ACTIONS
RELATING TO COMMUNITY DESIGNS

Section 1
Application of the Conventlon on
Jurisdiction and Enforcement

Article 80
Application of the Convention on
Jurisdiction and Enforcement

Unless otherwise specified in this Regulation, the Convention on
Jurisdiction and the Enforcement of Judgments in Civil and Commercial
Matters, signed In Brussels on 27 September 1968, as amended by the
Conventions on the Accession to that Convention of the States acceding
to the European Communities, ths whole of which Convention and of

. which Conventlons of Accesslon are herelnafter referred to as the

“Convention on Jurisdictlon and Enforcement", shall apply to
proceedings relating to Community Designs and applications for
Reglistered Community Desligns.

In ths case of proceedings In respect of the actlions and claims

referred to in Article 83:

a) Artlicle 2, Article 4, Article 5 N. (1), (3), (4) and (5) and
Article 24 of the Convention on Jurisdlictlion and Enforcement shall
not apply;

b) Articles 17 and 18 of that Conventlon shall apply subject to the
limitations in Article 84 par. (4) of this Regulation;

¢) the provisions of Title |!. of that Convention which are applicable
to persons domicliied In a Member State shatl also be appllicable to
persons who do not have a domicile In any Member State but have an
estab!ishment therelin.



(3

(1)

(2)

(3

- 56 ~

Article 16 N. 3 of the Convention on Jurisdiction and Enforcement
shall be complied with by bringing proceedings in respgct of an actloﬁ
or claim referred to In Article 83 ¢) and d) before any Community
Design Court having ]urlsdlctlon'under Article 84. i

Article 81
Applicable text of the Convention

The provislons of the Conventlon on Jurisdiction and Enforcement which
are rendered applicable by Article 80 shali have effect In respect of
any Member State solely in the text of the Convention which is In
force In respect of that State at any glven time.

Sectlon 2
Disputes concerning the infringement and validlty
of Community Desligns

Articie 82
Community Deslgn Courts

The Member States shall designate in thelr territories as |lImited a
number as possible of national courts and tribunals of flrst and
second Instance, herelnafter referred to as "Community Design Courts”,
whlch shall pserform the functlions assigned to them by this Regulation.
Each Member State shall communicate to the Commission Wlthln two years
of the entry into force of thls Regulation a list of Community Deslign
Courts Indicating thelir names and their territorial jurisdiction.

Any change made after communication of the ilst referred to In par.
(2) In the number, the names or territorial jurisdiction of the

Communlty Design Courts shall be notifled without deliay by the Member
State concerned to the Commission.
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The information referred to In par. (2) and (3) sha!l be notifled by
the Commission to the Member States and pubiished In the Official
Journal of the European Communities. ’ ‘

As long as a Member State has not communicated the list as stipulated
in par. (2), Jurisdiction for any proceedings resulting from an action
covered by Article 83, and for which the courts of that State have
Jurisdiction under Article é4, shall lle with that court of the State

in question which would have Jurisdiction ratione locl and ratione

materlae In the case of proceedings relating to a natlonal design of
that State.

Article 83
Jurisdiction over Infringement and validity

The Communlity Design Courts shall have exclusive jurisdiction:
a) for infringement actions and - {f they are permitted under nétlonai
law -~ actlons Iin respect of .threatened Infringement relating to
'Communlty Designs; '
b) for actlons for declaration of non-infringement, If they are
permltted under national law;
c) for actions for a decliaration of Invalldity of an Unregistered
Communlity Design;
d) for counterclaims for a declaration of Invalidity of a Community
Deslign.

Article 84
international Jurlisdiction

Subject to the provisions of thls Regulation as well as to any
provisions of the Convention on Jurisdiction and Enforcement
applicable by virtue of Article 80, proceedings In respect of the
actlions and claims referred to In Article 83 shall be brought in the
courts of the Member State In which the defendant Is domicliled or, If
he Is not domliciled In any of the Member States, In which he has an
establ ishment.
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If the defendant neither Is domiciled nor has an establishment In any
of the Membar States, such proceedings shall be brought in the courts
of the Member State In which the plaintiff Is domiciled or, iIf he Is
not domiciled In any of the Member States, In which he has an
establ ishment.

If nelther the defendant nor the plaintiff Is so domicilied or has such

an establ ishment, such proceedings shall be brought in the courts of

the Member State where the Office has Its seat.

Notwithstanding the provisions of par. (1) to (3) above:

a) Articlte 17 of the Convention on Jurisdiction and Enforcement shall
apply If the parties agree that a different Community Design Court
shall have Jjurisdiction;

b) Article 18 of that Convention shali apply If the defendant enters
an appsarance before a different Community Design Court.

Procsedings in respect of the actions and claims referred to In

Article 83 a) and d) may also be brought in the courts of the Member -

State In which the act of Infringement has been committed or

threatensd.

Article 85
Extent of jurisdiction on infringement

A Community Design Court whose jurisdiction is based on Article 84

o par. (1) to (4) shall have Jurisdiction in respect of actis of

infringement committed or threatened within the territory of any of
the Member States.

A'Communtty Design Court whose Jurisdiction Is based on Article 84
par. (5) shall have Jurisdlction only in respect of - acts of
infringement committed or threatened within the territory of the
Member State In which that court Is situated. '
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Article 86
Actlon or counterclalm for a declaration of Invallidity

of a Community Design

An action or a counterclaim for a declaration of Invalidity of a
Community Design may only be based on the grounds for Invatidity
mentioned in Article 23.

In the case specifled In Article 23 par. (1) ¢) the actlion or the
counterciaim may be brought only by the person or persons entitied to
the Community Design.

If the counterclaim Is brought In a legal action to which the
proprietor of the Community Design Is not already a party, he shall be
Iinformed thereof and may be jolned as a party to the action in
accordance with the condlitions set out In national law.

Article 87
Counterclaim for a dedlaratlon of Invallidity

of a Reglstered Communlty Deslign

Subject to the provislon of Article 88 the Registered Community
Design shall be treated by the Community Design Courts as valld unless
Its valldity is put In issue by the defendant with a counterclaim for
a declaration of invalidity.

The valldity of a Registered Community Design may not be put In issue
in an action for a declaration of non—lnfrlngemeni.

The Community Deslign Court with which a counterclalm for a declaration
of Invalldity of a Reglstered Community Deslign has been filed shall
Inform the Office of the date on which the counterclalm was fited. The
latter shall record this fact in the Community Design Reglister.

Where a Community Design Court has glven.a judgment which has become_
final on a counterclaim for a declaration of Iinvalldity of a
Registered Community Design, a copy of the jJudgment shall be sent to

the Office. Any party may request information about such
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transmission. The Offlce shall mention the judgment In the Commun|ty
Deslgn Register iIn accordance with the provisions of the Implementing
Regulation.

The Commuﬁlty Design Court hearing a counterclaim for a deciaration of
invalidity of a Registered Communlity Deslign may, on app{lcatlon by the
proprietor of the Reglstered Community Design and after hearing the
other partles, stay the proceedings and regquest the defendant to
submit an appllcation for a declaration of invalldity to the Of}lce
within a time limit which it shall determine. {f the application |Is
not made within the time 1!imit, the proceedlng§ shall continue; the
counterclalm shal! be deemed withdrawn. Articie 92 par. (3) shall
apply. _

No countercialm for a declaration of Invaildity of a Registered
Community Design may be made If an appllicatlion relating to the same
subject-matter and cause of action, and involving the same partles,
has already been determined by the Offlice in a decision which has
become finatl.

Article 88
Defense as to the merits

If a plea relating to the invalidity of a Community Design |Is
submitted to a Community Design Court otherwise than by way of
counterclaim as a defense as to the merlits, the Court shall admit It
only insofar as the defendant claims that the Community Design could
be declared Invaild on account of an earliler design or an earlier
right of the defendant.

Article 89
"Applicable law

The Community Design Courts shail apply the provisions of this
Ragulation.

S :
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On all matters not covered by this Regulation a Community Design Court
shall apply Its national law, Including its private !ntérnational law.,
Uniess otherwise provided in this Regutation, a Community Design Court
shall apply the rules of procedure governing the same type of actlon

relating to a national design in the Member Stats where {t has Its
seat.

Article 90

Sanctions in actlons‘for Infringement

Where In an actlon for infringement or for threatened Infringement a
Community Design Court finds that the defendant has Infringed or
threatened to Infringe a Community Deslign, It shall, unless there are
special reasons for not doing so, Issue an 6rder prohibiting the
defendant from procseding with the acts which infringed or would
infringe the Community Design. 1t shall also take such measures In
accordance wlth its national law as are almed at ensuring that this
prohibltlon Is complied with.

[n all other respects the Community Design Court shali gpply'the {aw
of the Member State in which the acts of infringement or threatened
inf?lngement were commltted;

Article 91

Provisional, Including protective, measures

Application may be made to the courts of a Member State, including
Community Design Courts, for such provisional, including protective,
measures in respect of a Community Design as may be avaliable under
the law of that State In respect of national designs, even if, under
this Regulation, a Community Design Court of another Member Stats has
Jurisdiction as to the substance of the matter.
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A Community Deslgn’Court whose Jurisdiction is based on Article 84
par. (1), (2), (3) or (4) shall have Jurlisdiction to grant
provisional, Including protective, measures which, subject to any
necessary procedure for recognition and enforcement pursuant to
Titie 11l. of the Convention on Jurlisdiction and " Enforcement, are
applicable in the territory of any Member State. No other court shall
have such Jurisdiction.

Article 92
Speciflc rules on related actléns

A Communlty Design Court hearling an action referred to in Article 83,
other than an action for a declaration of non-Infringement, shall,
unless there are speclal grounds for continuing the hearing, of its
own motion after hearing the parties or at the request of one.of the
parties and after hearlng the other partles, stay the proceedings
where the valldity of the Communlity Design Is already In Iissue before
another Community Design Court, including the case of a Registered
community Deslign where an appllication for a declaration of invalidity
has already been flled at the Office. '

The Office, when hearing an application for a declaration of
invallidity of a Reglstered Community Deslign, shall, uniess there are
speclal grounds for continuing the hearling, of 1ts own motion after
hearing the parties or at the request of one of the partles and after
hearing the other partles, stay the proceedings where the validity of
the Registered Community Deslign is already In iIssue on account of a
counterclalm before a Community Design Court. However, if one of the

parties to the proceedings before the Community Deslign Court so

requests, the court may, after hearing the other parties to these .

proceedings, stay the proceedings. The Offlice shall in this Instance
continue the proceedings pending before It.

where the Communlity Design Court Stays the proceedings it may order
provisiona!, Including protective, measures for the duratlion of the
stay.
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‘ Article 93
Jurisdiction of Community Design Courts of
second instance - Further appeal

An appeal to the Community Design Courts of second instance shali Ile
from judgments of the Community Design Courts of first Jnstance In
respect of proceedings arising from the actions and claims referred to
in Articie 83. '
The conditions under which an appeal may be lodged with a Community
Design Court of second Instance shall be determined by the national
law of the Member Stats (n which that court iIs located.

The natlional rules concerning further appeal shall be applicable in
respect of judgments of Community Design Courts of second instance.

Section 3

Other disputes concerning Community Designs

Article 94
Supp lementary provisions on the jurisdiction of

national courts other than Community Design Courts

Within the Member State whose courts have Jurlisdictlion under Article
80 par. (1) those courts shail have Jurisdliction for actlons relating
to Community Deslgns other than those referred to In Article 83, which
would have jJjurisdiction ratione loci and ratione materiae in the case-

of actions relating to a national design In that State.

Actions relating to Community Designs other than those referred to in
Article 83, for which no court has Jjurisdiction under Articie 80 par.
(1) and par. (1) of this Articie may be heard before the courts of the
Member State In which the Offlce has its seat.
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Article 95

Obligation of the national court

A national court which

Registered Community Design other than the actions referred to In

Article 83 shall treat the design as valld. Article 88 shall however
apply.

is dealing with an action relating to a -

Yy
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TITLE XIl. .
EFFECTS ON THE LAWS OF THE MEMBER STATES

Article 96
Simuitaneous protection

If a designer or his successor In title has a Reglistered Community

Design Identical or substantially similar to a design registered In

his name In a Membef State or at the Benelux Design Office or under an

international arrangement having effect in that State, the latter

deslign shall be Ineffectlive from the date of registration of the

Registered Community Design in the Community Design Register.

The subsequent lapse or declaration of Invalidity of the Registered

Community Design shall not affect the provislions of par. (1).

Each Member State may prescribe the procedure whereby the loss of

effect of the national design Is determined when the requirements

under par. (1) are met.- 4

Simultaneous protection shall exist, unless any Member State provides

otherwlse, If a designer or his successor in title has

a) a Registered Community Design ldentical or substantially simllar to
an unregistered design of a Member State to which he is entitled
under the relevant national law, or

b) an Unregistered Community Design identical or substantially similar
to a design referred to In par. (1).

Article 97
Paratliel actions on the basis of

Communlity Desligns and national designs

Where actlions for infringement or for threatened Infringement
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involving the same cause of action between the same parties are
brought before the courts of different Member States, one seized on

_the basis of a Community Design and the other selzed on ﬁhe basis of a

design enjoying simultaneous protection under Article 96 par (4), the
court other than the court first selzed shall of Its own motion
decline Jurisdiction In favour of that court. The court which would be
required to decline jurisdiction may stay Its proceedings {f the
jurisdiction of the other court Is conteSted.

The Community Design Court hearing an actlon for Infringement or
threatened Infringement on the basis of a Community Design shail
reject the action If a flinal Judgment on.thé merits has been given on
the same cause of actlon and between the same parties on the basis of
a deslign enjoying simultaneous protection under Article 96 par. (4).
The court hearing an action for Infringement or for threatened
infringement on the basis of a national design referred to In Article
96 par. (1) or par. (4) a) shall reject the .action If a flinal
judgement on the merits has been given on the same cause of action and
between the same parties on the basis of a Communlty Design enjoyling
simultaneous protection under Article 96 par. (4).

The preceding paragraphs shall not apply In respect of provisional,
including protective, measures.

Article 98
Relatlonship to other forms of protection

Nothing In this Regulation shall prevent actions concerning designs
protected as Community Desligns from being brought under any legal
provision of a Member State relating to trade-marks, patent and
utitity mode! rights, civil tiability and unfair competition.

-
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Pending further harmonization of the laws of copyright of the Member
States, Community Designs shall also be eligible for protection under
such laws as from the date the design was created or flxed in any
form, Irrespective of the number of products produced to which such
design is applied or Intended to be applled' and Iirrespective of
whether the design can be dissoclated from the products to which it Is
applied or intended to be applied. The extent and the conditions under
which such a protection |Is conferred, Including the levei of
originality required, shall be determined by each Member State.

Each Member State shali admit to the protection under its law of
copyright a Community Design which fuifils the conditions required by
such law, even If In another Member State which Is the country of
origin of the design, the latter does not fulfil the conditlons for
protection under the law of cbpyrlght of that State.
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TITLE X111,
THE COMMUNITY DESIGN OFFICE

Section 1
General provisions

Article 99
Legal status

The Office shall be a body of the Community and shall have legal
personallty.

in each of the Member States the Offlce shall enjoy the most extensive
legal capacity accorded to legal persons under thelr laws; it may, In
partlcular, acquire or dlispose of movable and Immovable property and
may be a party»to legal proceedings. ~

The Office shall be represented by its President.

Article 100
Seat

The seat of the Office shall be located at .......

Article 101
staff

The Staff Regulations of officials of the European Communities, the
Conditions of Employment of other servants or the European
Communities, and the rules adopted by agreement between the
institutlons of the Europsan Communities for giving effect to those
staff Regulatlions and Conditions of Employment shall apply to the
staff of the Office, without prejudice to the application of
Article 117 to the members of ths Boards of ' Appeal.

aty
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Without prejudice to Artlcle 117, the powers conferred on each
Institution by the Staff Regulatlons and by the Conditlions of
Employment of other servants shall be exercised by the Office in
respect of its staff.

Article 102
Privileges and Immunities

The Protocoi on the Prlvlléges and Immunities of the European
Communities shal! apply to the Office.

Article 103
Liabitlity N
The contractual llablllty of the Office shail be governed by the law

applicable to the contract in question.

The Court of Justice of the European Communities shall be competent to
give Judgment pursuant to any arblitration clause contalned In a
contract concluded by the Office.

in the case of nor-contractual iiabllity, the Office shal!l, in
accordance with the general principles common to the laws of the
Member Sfates, make good any damage caused by lts departments or by
Its servants In the performance of their duties. '
The Court of Justice shall have jurisdiction in disputes relating to
compensation for the damage referred to in par. (3).

The personal Ilablility of Its servants towards the Office shall be
governed by the provislons laid down In their Staff Regulatlons or in
the Condltlions of Employment appiicable to them.
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Article 104
Language(s)

The language(s) of the Offlce for procedural purposes shall be ....

Section -2
Management of the Office

Article 105
Powers of the Presldent

The Office shal! be managed by the President.

To this end the President shall have In particular the following

functions and powers:

a) he shali take all necessary steps, Inciuding the adoptlion of
Ihternal administrative Instructions and the publication of
notlces, to ensure the functloning of the Office;

b) he may, after consulting the Administrative Board, place bsfore the
Comm!ssion any proposal to amend this Regulation, the Implementing
Regulation, the ruies of procedure of the .Boards of Appeal, the
fees Regulation or the financial rules, and any other relevant
rule, to the extent that such Instruments apply to Reglstered
Communlty Desligns;

c) he shall draw up the estimates of the revenue and expenditure of

the Offlice and shal! Implement the budget;
d) he shall submit a management report to the Commission and the
Administrative Board each year;
e) he shall esxercise In respect of the staff the powers laid down In
Article 101 par. (2);
f) he may delegate his powers.
The President shall be assisted by one or more Vice~Presidents. If the
President Is absent or Indisposed, the Vice-President or one of the
Vice-Presidents shali take his place In accordance with the procedure
lald down by the Administrative Board.
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Articie 106
Appolintment of senlor officlals

The President of the Office shall be appointed by the Commission from
a llst of at most three candlidates, which shall be prepared by the
Administrative Board. Power to dismiss the President shall llie with
the Commisslon, acting on a proposal by the Administrative Board. _
The term of offlice of the President shall not exceed flve years. This
term of office shall be rensewable.

The Vice-President or Vice-Presidents of the Offlce shall be appointed
or dismissed as In Par. (1), after consuitation of the President.

The Commission shall exerclise discipllinary authority -over ths
offlclals referred to In par. (1) and (3) of this Article.

Articlie 107
Control of legallity

’The Commission shall check the legality of those acts of the president

In respect of which Community law does not provide for any check on
legallty by another body. )

it shall require that any unfawful act of the President be altered or
annul led.

Member States, members of the Administrative Board and any person
directly and personally involved may refer to the Commission any act
of the Preslident as referred to in par. (1), whether express or
implied, for the Commisslon to examine the legality of that act.
Referral shall be made to the Commission within 15 days of the day on
which the party concerned first became aware of the act In question.
The Commission shall take a decision within one month. If no decision
has been taken within this period, the case shal! be deemed to have
been dismissed.
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Section 3
Administrative Board

Article 108

Creation and powers

An Administrative Board Is hereby established. Without prejudice to

the powers attributed to it in Section 5 - budget and financial
control -~ the Administrative Board shall have the powers def ined
below. "

1t shall draw up the list of candidates provided for In Article 106.
1t shall advise the President on matters for which the Office Is
responsible.

It shall be consulted bsfore adoption of the guide-lines for
preliminary examination and Invaliditiy proceedings In the Office.

it may delliver opinions and requests for information to the President
and to the Commission where it conslders that this Is necessary.

Articie 109
Composliion

The Administrative Board shall be composed of one representative of
each Member State and one representative of the Commssion and thelr
alternates.

The members of the Administrative Board may, subject to the provisions
of its Rules of procedure, be assisted by advisers or sxperts.

oy
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Article 110
Chalrmanship

The Administrative Board shall elect a Chalrman and a Deputy Chalrman
from among Its members. The Deputy Chairman shall ex offlclo rep(ace
the Chairman In the event of his being prevented from attending to hls
duties.

The duration of the terms of office of the Chairman and the Deputy
Chalrman shall be three years. The terms of office shall be renewable.

Article 111
Meet ings

Meetings of the Administrative Board shall be convened by Its
Chalrman.

The Presldent of the Offlce shall take part In the delliberations,
unless the Administrative Board declides otherwise. He shail not have
the right to vote.

The Administrative Bogrd shall hold an ordinary meeting once a year;
in additlion, It éhall meet on the Initiative of its Chalrman or at the
request of the Commission or of one-~third of the Member States.

1t shall adopt Rules of procedure.

The Administrative Board shali take its decisions by a simple majority
of the representatives of the Membet States. However a majority of
three—quarters of the representatives of the Member States shal}l be
required for the decislons which the Administrative Board is empowered
to take under Articie 106 par. (1) or (3) or Articles ... (In
budgetary matters). In both cases each Member State shall have one
vote.

The Administrative Board may Inviie observers to attend its meetings.
The Secretariat for the Administrative Board shal! be provided by the
offlice. '
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Section 4

Implementation of procedures

Article 112

The departments

The following departments shall be competent for taking decisions. in
connectlion with the procedures fald down In this Regulation:

a) Prellminary Examining Divisions;

b) a Design Administration and Legal Division;

c) Invalidity Divisions;

d) Boards of Appeal.

Article 113
Preliminary Examining Divislions

A Preliminary Examining Division shall be responsible for faklng

decislons In relatlon to an application for a‘Reglstered Community
Design.

Article 114
Design Administr&Ation and Legal Division

The Design Administration and Legal Divislon shall be responsible for
those decislons required by thls Reguiation which do not fal} within
the competence of a Preliminary Examining Division or an Invaildity
Division. 1t 'shall In partlicular be responsible for decisions In
respect of entries In the Community Design Register and for keeping
the list of professlional representatives referred to In Article 76.

A declslon of the Division shail be taken by one member.
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Articie 115
Invalidity Divisions

An Invalidity Division shall be responsible for taking declsions in
relation to an appllcation for a declaration of Invalidity of a
Registered Community Deslgn.

An Invalidity Divlsloh shall consist of three members. At least two of
these members must be legally qualified.

Article 116
Boards of Appeal

A Board of Appeal shall be responsible for deciding on appeals from
decislions of the Pre!liminary Examining Divisions, Design
Administration and Legal Division and Invalldity Divisions.

A Board of Appeal shall consist of three members. Ai least two of
these members must be legally quallfied.

Article 117

Independence of the members of the Boards of Appeal

The members, Including the Chalrmen,yof the Boards of Appeal shall be
appolnted In accordance with the procedure lald down.ln Article 108
for the appolntment of ths President of the Office, for a term of five
years. They may not be removed from office during this term, unless
there are serious grounds for such removal and the Court of Justice,
on appllcation by the body which appointed them, has decided
accordingly. '

The members of the Boards of Appeal shall be Independent. In their
decisions they shall not bs bound by any Instructlons.

The members of the Boards of Appeal may not be members of any other
department of the Office.
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Articlie 118

Exclusion and objection

Members of the departments of the Office may not take part in any
procesdings if they have any personal Interest therein, or If they
have been previously Involved as representatives of one of the

parties. Members of the Boards of Appeal may not take part in appeail

proceedings If they particlipated in the decislon under appeal.

If, for one of the reasons mentioned In par. (1) or for any other
reason, a member of a department of the Office considers that he
should not +take part In. any proceedings, he shall Inform the
department accordingtly.

Members a department of the Offlice may be objected to by any party for
one of the reasons mentioned in par. (1), or |If suspected of
partiality. An objectlon shall not be admissible If, whilie being aware
of a reason for objection, the party has taken a procedural step. No

objsction may be based upon the -natlonality of members of the

department.

Section 5
Budget and financial controi

Articles 119 to 125

Article 126

Fees Regulation

The Fees Reguilation shall determline in particular the amounts of the
fees and the ways In which they are to be paid.

The amounts of the fees shall be fixed In such a manner that the
Office’'s revenus In respect thereof In principle covers Iits
expenditure. '

Wj
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The Fees Regulatlon shall be adopted by the Councli, acting by a
qualifled majority on a proposa! from the Commission, after consulting

the European Par!lament.
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TITLE XIV.
FINAL PROVISIONS

Article 127

implement ing Reguliation

The rules Iimplementing this Regulatlon shall be adopted In an
implementing Regulation. '

The Implementing Regulation shail .be adopted In accordance with the
provisions set out In the Council Desiclon of 13 July 1987 laying
down the procedures of Implementing powers conferred on the

“Commission. They shail be amended In accordance with the same

provisions.

Article 128
Entry into force

This Regulation shall enter into force on the .... day following that
of its publication in the Offlicial Journal of the European
Communities.

The Member States shall within two years following the entry Into
force of thls Regulation take the necessary measures for the purpose
of implementing Article 79 and Article B2 hereof and shall forthwith
inform the Commission of these measures.

Applications for Rgglstered Community Designs may be flled at the
Office from 1.1.1993. )

Applications for Reglstered Community Designs filed within three
months before the date referred to in par. (3) shall be deemed to have
been fllied on that date.

This Regulation shall be binding in 1{ts entirety and directiy
applicable In all Member States.

\w/'
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PREL IMINARY DRAFT
OF A PROPOSAL FOR A DIRECTIVE
ON THE APPROX!IMATION OF THE LEGISLATIONS OF THE MEMBER STATES
ON THE LEGAL PROTECleN OF DESIGN

Article 1

For the purposes of this Directive =

a) “"design" shall mean the two-dimensional or three-dimensional
features of the appearance of a product, which are capable of being
'percelved by the human senses as regards form and/or colour and
which are not dictated solely by the technical function of the
product;

b) a "computer program" or a “semi-conductor product” shall not be a
"nroduct".

Article 2

This Directive shall apply to:

a) deslgns registered with the central Industrial property offices of
the Member States,

b) designs registered at the Benelux Design Office,

¢) designs registered under International arrangements which have
effect in a Member State,

d) appllications for designs referred to under a) to ¢).
Articie 3
The Member States shall, upon registration, protsct the designs by

conferring on them exclusive rights In accordance with the provisions
of this Directive.
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A design shall be protected Insofar as It satisfles the condition that

it has a distinctive character.

A design shall have a distinctive character 1f, at the date on which

the appllication for reglstration Is filed or at the earlier prilority

date, If a priority has been claimed, ,

— it Is not known to the circies speclalised in the sector concerned
operating within the Community and,

~ through the overall Iimpression It displays in the eyes of the
relevant public, it distinguishes itself from any other design known
to such circles. '

Article 4

Member States shall provide that In order to assess whether a deslgd

fulfils thé condition under Article 3 par. (2) no account shalil be

taken of any disclosure to the public made within a period of twelve

months prior to the date of fillng the appllication for registration or,

if priority iIs clalmed, prlor to the priority dats,

- by the designer or his successor In title, or,

-~ by third parties on the basis of Information provided by the
designer or as a result of action taken by him.

Article 5§

The protectlion conferred by a design shall extend to any other design
which In the eyes of the relevant public displays an overall impression
of substantial similarity. in order to aésess the simitarity of the
overall Impression common features shall be glven more weight than
differences.

When deciding on the scope of protection, the degree of distinctive
character of the design shail be taken into consideration.
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Article 6

The protection conferred by the design shali not extend to those
features of the appearance of a product which must necessarily be
reproduced In their exact form and dlmensions In order to permit the
product to which the design is applled to be assembled or connected
with another product.

Article 7 -

A design which meets the requirements under Articles 1 and 3 shall be
protected for a perlod of flve years as from the date of flling the
application for registration. The term of protection may be renewed
for periods of flve years up to a maximum of 25 years as from the date
of filing ths first appl]caf!on.

Articie 8

A design is only excluded from reglistration or, If registered, may only

be declared invalid If )

a) It does not fulfil the regquirements under Articlies 1, 3 and 4, or

b) its exploitation or publlication is contrary to public order or to
established principles of morallity, or

c) the applicant for registration or the proprietor of the design Is
not entitied In accordance with the law of the Member State
concerned, or

d) an eariier design or an earlier right Is a hindrance to the design.

An "earller design" within the meaning of paragraph 1 d) Is a design

which

a) Is ldentical to or does not substantially differ from the subsequgnt
design In respect of the cverall Impression It dispiays In the eyes
of the relevant public, but is not known, at the date of filing the
appllcation for registration of the subsequent design, to the
circles speclallsed In the sector concerned operating within the
Commun!ty'and
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b) belongs to one of the following categorles:
b Registered Community Designs,
1) designs reglstered In the Member State or, for Belglum,
the MNetherlands and Luxembourg, at the Benelux Design
Office,
1i1) designs reglstered under international arrangements which have
effect In the Member State,
iv) applications for designs referred to under 1) to i),
or
c) belongs to one of the following categorles:
Unregistered Community Designs, or any unregistered design of a
Member State, and has been copled in the subsequent design.
An "earlier right" within the meaning of paragraph (1) d) is an
exclusive right of the Member State other than a design right, which
has been copled in the subsequent design and which, pursuant to the law
governing It, confers on its proprietor the right to prohibit the usé
of a subsequent design.
Any Member State may provide that, by derogation from the - preceding
paragraphs, the grounds for refusal of registration or invalldity in
force In that State prior to the date on which the provislons necessary
to comply with this Dlrective enter Into force, shall apply to designs
for which application has been made prlor to that date.

Article 9

Upon reglistration a design shall confer on its proprietor the exclusive
right to prevent any third party not having his consent from making,
offering, putting on the market or using a product to which the same
design or a design which displays In the eyes of the relevant public an
overall Impression of substantial simliiarity is appllied, or from
Importing, exporting or stocking such a product for these purposes.

To the extent that, under the law of é Member State, acts referred to
Ih par. (1) could not be prohibited before the date on which the
provisions necessary to comply with this Directive entered into force,

the rights conferred by the design may not be relied on to prevent
continuation of such acts.
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Article 10

The rights conferred by a design upon registration shall not extend to:

a) acts done privately and for ndn—commerclal purposes,

b) acts done for experimental purposes,

c) to reproducing the design for the purpose of teaching design.

In addition, the rights conferred by a design upon registratlon shatl

not extend.to:

a) equipments on ships and alircraft registered Iin a country not
belohglng to the European Communlities, when these temporarily enter
the territory of the Member State concerned,

b) the Importation In the Member State concerned of spare parts and
accessorles for the purpose of repairing such vehiciles,

¢) the execution of repairs on such vehicles.

Article 11
The rights conferred by a design upon registratlion shall not extend to
acts relating to products covered by the scope of protection of the
design which have been put on the market In the Community by the
proprietor of the design or with his consent.

Article 12

A design may be declared invaild even after it has lapsed.

Articlie 13

The provisions of this Directive shall be without prejudice to any
existing lega! provisions concerning unregistered designs, as well as
to any legai provisions concerning trade marks, patent and utifity
model rights, civil liability and unfair competition.
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Article 14

Pending further harmonization of the laws of copyright of the Member
States, designs registered In or for a Member State In accordance with
this Dlrective shall "also be eligible for protectlion under the law of
copyright of this State as from the date the design was creatsed or
fixed in any form, Irrespective of the number of products to‘whlch such
design 1Is appiled or Intended to be applled and Irrespective of
whether the designh can be dissoclated from the products to which It Is
appllied or Iintended to be appllied. The extent and fhe conditions under
which such a protection Is conferred, Including the level of
originality required, shall be determined by each Member State.

Pending further harmonization of the laws of copyright of thq Member
States each Member State shall admit a design registered in or for this
State and which fulfils the conditions required by its law of
copyright, to the protection under this taw, sven 1f, In another Member
State which is the country of origin of the des{gn, the latter does not
fulfil the conditions for protection under the law of copyright of that
State.

Articie 15

Member States shall bring Into force the laws, rsgulations and
administrative provisions necessary to comply with this Directive.

When Member States adopt these measures, the tatter shall! contain a
reference to this Directive or shall be accompanied by such reference
on the occaslon of thelr official publication.. The methods of making
such a refersence shall be laid down by the Member States.

Member States shall commuhlcate to the Commission the provisions of
natlonal law which they adopt in the fleld governad by this Directive.
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Article 16

This Directive Is addressed to the Member States.

Done at Brussels, |

For the Counclli
The President
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