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. EXPLANATORY MEMORANDUM

INTRODUCTION .

| On 20 December 1993, the Counc1l adopted Counc1l Regulatlon (EC) No 40/94 on-
* the Commumty trade mark (hereafter referred to as the Regulatlon")‘ ' :

The Regulatlon estabhshed the Commumty trade mark system which provides for
~ the acquisition of protection for marks (both trade marks and service marks) with
~ unitary effect for the whole territory of the Europea.n Community on the basis of the
- filing of one smgle apphcatlon for therr regrstratron as Commumty trade marks L

The Regulatlon establrshed the Office for Harmomzatron in the Intérnal Market_ '
(Trade Marks and Designs), ‘(hereafter referred to as "the Ofﬁce") to handle the
‘ ,admmlstratlon of Commumty trade marks :

Subsequent to a decision taken by the representatives of the Governments of the
Member States, meetrng at Head of State and Government level on 29. October

© 1993, that the seat of the Office should be 4t Spam in a city to be designated by the
Spamsh Government the latter desrgnated Ahcante as the seat of the Ofﬁce

On 1 January 1996 the Ofﬁce opened its doors for the ﬁlmg of Comrnumty trade .
mark apphcatrons and on I Apnl 1996 the Ofﬁce became fully operatlonal ‘
On the latter date the Madrid Protocol became effectrve havmg entered mto force
.on 1 Decernber 1995 - - '

_ 'The Madrid Protocol provrdes for the international reglstra’non of -marks at the -
International Bureau- of the World Intellectual Property Orgamzatlon (WIPO) at
- Geneva. Regrstrattons effected under the Madrid Protocol are called international as

© every registration has effect in several countries and regions, potentially ‘in all the

~ Contracting Parties, 1nclud1ng States and 1ntemgovernmental orgamzatlons who‘
- have a regional Office for the purpose ‘of registering marks with . effect in the
“territory of the organlzatron ‘ :

_h The objectrve of .this proposal is to estabhsh a link between the Commumty trade -
.mark system and the 1nternat10nal reglstratlon system established under the Madrid
Protocol : .

1 OJNoL11,14.1.1994,p.1.



THE MADRID PROTOCOL

. The Madrid Protocol was adopted at Madnd on 27 June 1989 to. 1ntroduce certarn‘

new features into the system of international registration of marks as existing under - '_ -
‘the Madrid Agreement Concerning the International Registration of Marks of 14, -

-+ April 1891 (hereafter referred to ‘as "the Madrrd Agreement"). .Like the Madrid
" Agreement, the Madrid Protocol provrdes for the 1ntematronal reglstratlon of marks

~at the Intematronal Bureau of WIPO

‘The new features which were mtroduced under the Madnd Protocol were desxgned
" _to remove the difficulties that prevented certain countnes mcludmg certarn Member '

o V‘States from adhermg to the’ Madrid Agreement

- _Furthermore and in contrast with: the Madnd Agreement the Madrrd Protocol allows_l .

.intergovernmental organizations. “having their own regional trade mark system to
- partrcrpate in the 1ntematrona1 reglstratlon system : :

- The followrng four mam new procedural features whrch were rntroduced under the -
g 'Madnd Protocol. L .

‘(_i_) _ The applicant for mtematronal regrstratron may base hrs apphcatron not only:
- on ‘a registered national or regional mark but also on an application for
. ‘national or regional regrstratron before a natlonal ora regronal ofﬁce of ongrn
: (Artrcle 2) ‘ : : : o

'_ (ii) Each Contractlng Party in- whrch the applicant seeks protectron may, if it has b o

‘made a declaration to that effect, within 18 months (rather 1 than 12. months) =
- declare that protection to the mark’ cannot: be granted in its territory. This
~ period may even be extended- further in the case. of opposrtron against the

1nternat10nal regrstratlon (Artrcle 5), '

(iii). The ofﬁce of each Contractrng Party. may receive hrgher de51gnatlon fees than‘
" under the Madrld Agreement (Artlcle 8), ' :

(iv) International re grstratrons which are cancelled because the natlonal or regronal

mark on which it is based has ceased to have effect (central attack; Artlcle 6)

: may be transformed into national or regional applications benefiting from its
‘ '_ﬁhng date and where apphcable its pnonty date (Artxcle 9quinquies).

It should ‘be underlmed that in other respects the Madnd Protocol is srmrlarly‘
~ structured as the Madnd Agreement '

N Thus in each Contractrng Party to the Madrld Protocol the xntematronal regrstratron-

is subject to the same rules which apply to national or regional apphcatlon both as

regards the terms an conditions for registration of the mark and the rights conferred -

- . to.the proprietor of the mark. The system of the Madrid Protocol accordrngly
compnses the following features _



- the 1nternatlonal reglstratron does not result in a supranational mark, but involves ..

one single formality, equlvalent toa whole serres of filings of national or regional
" apphcatlons : -

.~ the lntematronal registration canno‘t‘ be"applied for directly, but applied for only

on the basis. of a national or regronal application or regrstratron before a natronal -

" or regronal mdustnal property ofﬁce

I contrast wrth the Madnd Agreement the Madnd Protocol provrdes for the'
~* possibility that not only States, but also mtergovemmental organizations may .
. become a party to the international registration system. This is provided for because
" of the coming into being of the-Community trade mark system and because it was
__ thought that the Commumty trade mark system should be lrnked to the 1nternatronal B

’ regrstratron system. S S

' Accordmg to Article l4(1)(b) in conjunctron with Artrcle 2(4) of the Madrid
Protocol, ‘intergovernmental organizations must’ comply with two condrtrons to

B quahfy for accession to the Madnd Protocol

(a) at least one of the. member States of that Orgamzatlon must be a party to the
: Pans Convention for the Protectxon of Industnal Property of 20 March 1883 '

(b) that orgamzatron must have a regional Ofﬁce for the purposes of regrstenng
- marks with effect in the terntory in whrch the constrtutmg Treaty of that

orgamzatlon apphes

- These provisions were specrﬁcally pr0v1ded for to allow for the European
* Community to accede to the Madnd Protocol once the Community trade mark .
h system became operatronal

It is evident that the European Community complies with the first condition, since
~-all the Member States are party to the Paris Convention

The second condrtlon is also met by the European Community, since the
- Harmonization Office became fully operatronai on 1 April 1996

-Since the Madnd Agreement continues - to ‘constltute an’ attractive ‘means for
obtaining international registration of marks, the Madrid Protocol will operate in a
complementary way with the Madrid Agreement. o .

.  THE COMMUNITY lNTEREST IN ADHERING TO THE MADRID PROTOCOL.

The mtematronal registration of marks satisfies a requlrement for srmphcrty and
economy..

- It greatly facilitates access t0 protection under trade mark law: a single" pr0cedure
~ adrministered by the national or regional industrial property office and the
International Bureau of WIPO takes the place of a whole seriés of applications




 which would otherwrse have to be ﬁled d1rectly by 1nd1v1dual compames wrth each'
-of the natronal or regional offices. o '

_ This facility whereby compames can obtam protectron under trade mark- law on
- foreign markets is an important element of 1nternatxonal commercral co-operatlon o
“and helps to increase trade. ' -

o | In thrs respect, the Madrid Protocol has the same objectlves as the - Commumty trade, , | o

- mark system although they are achleved through drfferent means.. -- .-

Whereas the Commumty trade mark system provrdes for a complete and unified - }
. reglonal trade mark registration system which covers the whole territory of the -
European Community, the Madrid Protoco] unifies ‘the appllcatron procedure only,
- albeit with effect for potentrally all the Contractlng Partres to the Pans Conventlon'
'(more than 110 States). S : , : ;

: Therefore ‘both systems are complementary ’Ihe llnkage of the Commumty trade“ ;

B " mark system to the Madrid Protocol will 1mply that industry may profit from the - ;AA-'- -

~ advantages of the Commumty trade mark through the Madrid Protocol and vice
- versa. In other words, Community trade- mark apphcants and holders of Community
trade marks -may apply for international protection of their marks through the filing

of -an international application under the Madrid Protocol and - holders of-.: . - -

~ international registrations under ‘the Madnd Protocol may apply for protectlon of
their marks as Commumty 1Iade marks :

‘The estabhshment of the link between the tWo systems is bound to contnbute tothe
~ development of conditions favourable to trade between the European Community-
and the third countries concemed

Internatlonal non-govemmental orgamzatrons which represent in partlcular the users -

~ of the Community trade mark system and the users of the international registration .
system have repeatedly expressed their - strong ‘interest’ in estabhshmg the link
between the two systems S -

Furthermore, the European Commission notes  that the third countries which
participated in the elaboration of the Madrid Protocol have dlsplayed their interest in -
the establishment of a link between the 1ntemat10na1 reglstratlon system and the
Community trade mark. . o . -

- In this respect it shouid be noted that the followmg States have srgned the Madnd
Protocol once it was open for signature (from 28 June 1989 to 31 December 1989)

~ Austria, Belgrum Democratrc Peoples Republlc of Korea, Denmark, Egypt
" Finland, France, Germany, Greece, Hungary, Ireland, Italy, ‘Liechtenstein, ‘
: _'Luxembourg, Monaco, Mongolia, Morocco, Netherlands, Portugal, 'Romania,
Senegal, Soviet Union, Sparn Sweden ‘Switzerland, Umted ngdom and’
) Yugoslav:a Q7. - ‘ '



In the meantlme the followmg States have become partres to.the Madrld Protocol2

- Chma Cuba, Denmark leand Germany, Norway, Spam Sweden and Umted
’ngdom 9. ' ‘ :

. 'Accordmg to the Agreement on the European Economrc Area s1gned in Oporto on

2 May 1992 all the Contracting Parties thereto undertake to adhere to the Madrid

" Protocol. Thus, in the foreseeable future, all the Contracting States to the EEA
E .»Agreement wxll partxmpate in the mternational regrstratlon system.

'In adltlon it should be noted that the agreements whrch have been concluded by the
. European Community and its Member States with the Central and Eastern European
: Acountnes (CEECs) as well as certain Repubhcs of the former USSR and other third"
- countries, provide that the third ‘countries concerned shall ratrfy or adhere to the
M adrrd Protocol : :

< Itis dlﬂicult and’ premature to estlmate the possrble success of the Madrid Protocol

and its linkage to'the’ Commumty trade mark system. However, the experiences with -
the Madrid Agreement show that the international registration system operates to the
satlsfactxon of companies establlshed in the States that are pames to it (51)3

: The statistics pubhshed by WIPO on the operatxon.of the Madrid Agreement for. -

19954 show that the International Bureau registered 18,852 marks and that 3,808

- international registrations were renewed (total number international registrations and

renewals for 1995: 22,660). The 22,660 international registrations represented

254,190 designations, covering the 44 Contracting' States, including the 9 Member

States (Austria, Benelux, France, Germany, Italy, Portugal and Spain) party to the
Madrid Agreement, which implies that each 1ntemat10nal reglstratlon designates on
average 11 Contractmg States.

Out of these 254, 190 designations, 80 % (203.029) were made by firms in the
Member States. Of these designations applied for by these firms, 38 % desxgnated
Member States and 62% non-Member States. The latter ‘accounted for 50% of all
designations. The share of the designations made by firms in non-Member States
desrgnatmg Member States™ accounted for 8% of all des:gnatlons ie. 20,138
designations.

The European Commission believes that the absence of a link could well impair the
attractiveness of the Community trade mark in the eyes of companies both inside
and ‘outside the European Community and thus adversely affect the objective of
completing the internal market, the very reason for establishing the Community
trade mark: Absence of a link would create an obstacle for companies in third

* countries, impeding access to the national markets.of the Member States. Such firms
~ could thus be encouraged to continue along the path of national protection through

international registration, rather than applying for registration with the

2
3
4

Status on 1 January 1996 according to WIPQ statistics 1.1.1996. ‘
Status on 1 January 1996 according to WIPO statistics 1.1.1996.
"Les Marques internationales”, Statistiques pour I'année 1995.
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‘Harmonization Office. Similarly, without the link, Community firms that use
international registration- would have to continue to use the national marks of the
Member States to have easy access to protection in third countries. This would also |
be detnmental to the Commumty trade mark :

Communlty firms are clearly major users of the international registratior systém and | '
they give rise to a substantial number of international applications for protection in

. third country parties to the Madrid Agreement while far fewer ﬁrms in third
‘countnes desi gnate Member States : :

The above ﬁgures can not’ be srmply transposed to the situation wh1ch has arisen
after the entry into force of the Community trade mark System and the-entry into
force of the Madrid Protocol. Nevertheless, taking into account that the first results
“under the Community trade mark system are very promising (on 1 April 1996, more
than 21.000 applications for the registration of Community trade marks had been

_ filed at the Harmonization Office) and given that it is expected that the geographical

coverage of the Madrld Protocol will in the near-future considérably exceed the -
geographical coverage of the Madrid Agreement, it seems safe to assume that the
figures, indicated above will constitute the minimum once the Madrid Protocol has
become fully operational, mc]udmg the part1c1patlon of the European Commumty in
the mtematlonal reglstratron system

LEGAL BASIS

" The establishinient of a link ‘between the Communiity trade mark and.the Madrid

"Protocol. would rnake'it easier for firms which are applicants for or holders of -
" Community trade marks to obtain protection under trade mark law in third countries
and for firms in the third countries in question to obtain protection under the
' Commumty trade mark system. Firms could therefore more easily protect. therr trade

‘marks in the countries in questlon and penetrate the markets of those countries.

An 1nternat10nal commitment on the part of the European Community in this regard

- would increase the attractiveness of the Community trade mark compared with’
" national trade marks and is also directed at a trade objective. Moreover the absence .

of a link would be detrimental to the Commumty trade mark.

In view of the above the accession of the European Commumty to- the Madrid -
Protocol dlrectly affects the apphcatlon of Commumty trade mark Regulatron

Inits Oplmon 1/94, dehvered on 15 November 1994 on the d1v151on of competence

between the European’ Community and the Member States regarding the conclusion
of the WTO Agreement and its annexes, the Court of Justice confirmed’ the
application, in the intellectual property sphere of the AETR Judgment delivered on
31 March. 1971 in Case 22/70.6 :

5

_Paragraph 102 of pinion 1/94.

6 . (1971) ECR 263.



The European Commission considers that this precedent is applicable to the case in

‘» question and that Article 235 of the Treaty should be used as the appropriate legal

basis, in conjunction with Article 228, paragraph 2, second sentence, and paragraph
3, first sub-paragraph thereof. In accordance with the above precedent, a
Community act to accede to the Madrid Protocol must be based.on the provision of
the Treaty on which the common rules, i.e. the Community trade mark Regulation,
are based - therefore in this particular case Article 235.

It is self-evident that reference should. also be made to Article 228 of the Treaty,
which confers powers on the European Community to enter into agreements
between the European Commumty and one or more States or international
orgamsatlons .

PROCEDURE FOR THE ACCESSION OF THE EUROPEAN COMMUNITY TO THE
MADRID PROTOCOL :

‘Under Artlcle 14(1)(b) of the Madrid Protot:ol "any intergovernmental organization

may also become party to this Protocol where the followmg conditions are fulfilled:

(i) at least one of the member States of that orgamzatlon is a party to the Paris
Convention for the Protection of Industrial Property;

(ii) that orgamzatxon has a regional-Office for the purposes of registering marks
with effect in the territory of the organization, provided that such Office is not
the subject of a notification under Article 9quater."

_As has been explained above, the European Community fulfils both conditions.

" According to Article 14(3) and (4)(b) of the Madrid Protocol, the instrament of

accession to the Protocol shall be deposited with the Director-general of WIPO and.

~the Protocol shall enter into force with regard to the Community three months after
3 the date on which the accessmn has.been notlﬁed by the Director General of WIPO.

DECLARATIONS TO BE MADE IN THE FRAMEWORK OF THE ACCESSION OF THE
COMMUNITY TO THE MADRID PROTOCOL

" The Madnd Protocol prov1des that on certain items Contractmg Parties may make
' declaratlons on the occasion of their accession.

Declaratxons can be made on the followmg three subjects:

- on the extension of the time limit for refusal of protection of an international
registration, pursuant to Article 5 of the Madrid Protocol;

- on the fees which the Contracting party wants to receive in connection with
international registrations pursuant to Article 8 of the Madrid Protocol; -




- on the protection of international registrations which have he‘en effected under the’
Madrid Protocol before the date of entry of into force of the Protocol with respect
to the Contractmg Party concemed pursuant to Artrcle 14 of the Madrid Protocol

The European Commission proposes that a declaratron be made on the fees whrch
the. European Community- wants to .receive in connection with international
registrations to ensure that the individual fee system is applied with regard to
- designations of the European Communrty under the Madrid Protocol (Article 8 of
the Madrrd Protocol).- ‘ : ' : a

Thls is proposed for the, following reasons'::' :

Under the Madrid Agreement, the registration of a mark at the International Bureau
is- subject to the payment of an international fee, which includes a basic fee, a
supplementary fee for each class of the International Classification, beyond- three,
into which the goods or services to which the mark is applied will falk and a
‘complementary fee for any request for extension of protection under Article 3zer to™
third States (Article 8(2) of the Madrid Agreement). The basic fee is divided:-equally
among the Contracting Parties by the International Bureau after deduction of the
expenses and charges necessitated by the implementation of the Madrid- Agrcernent
whereas the supplementary fees and the complementary fees are divided among the

contractmg parties in proportron to certain criteria laid down in Artrcle 8(5) and 6

of the Madrld Agreement .
The same dlstrrbutlon of fee rncome 1s mcorporated 1n Artrcle 8 ot the Madrld ‘
Protocol o

: However the Madrid Protocol has introduced an “additional ‘and " altérnative fee
system which Contractrng Parties may apply wrth regard to apphcants from States to
which the Madrrd Protocol applies. ' : : :

Where a Contractmg Party opts . for the 1nd1v1dual fee system, the' Office: of the
- Contracting Party concerned will in principle receive, in relation to each desrgnatron
under the international registration, considerably- higher fees than under the Madrrd
Agreement ! -

" This is so ‘because under the individual fee system the Office of the Cohtracting :
Party concerned will receive, instead of a share in. the revenue. produced by the,
supplementary fee and the comp]ementary fee, an mdrvrdual fee  for- each
designation under the Madrid Protocol, to be paid by the international applrcant The
‘amount of the individual fee may be set at the equivalent of the national or regional
registration fee, reduced by the savings resultrng from the international procedure
' (Artrcle 8(7)(a) of the Madnd Protocol) :

- In order to opt for the individual fee system Contractmg Partres must make a
declaration to this effect, either in their instrument of accession or later. (Article
8(7)(b) of the Protocol). In the same declaration; the Contractmg Party must mdrcate
the amount of the 1nd1v1dual fee that it wants to receive. :



In terms of income, the choice between the unitary fee system or the individual fee
system will have significant budgetary cOnseque_nces for the Harmonization Office.

-Whereas the Harmonization Office will under both fee systems receive its share in
the distribution of the basic fee, a major difference occurs when a choice is to be
made between the income deriving from the distribution of the supplementary and
complementary fees or the income under the individual fee system under the Madrid
Protocol.

'

Under the unitary fee system, the Harmonization -Office would be entitled to. its

share in the.income of the International Bureau on. the  supplementary and

complementary fees. Given the fact that the level of the supplementary fee is 73 SF

for each class of goods and services beyond three classes and the complementary fee

‘for the ‘designation of each designated Contracting Party is currently 73 SF per

designation, and taking into account the. fee distribution scheme as laid down in the
~ Madrid Protocol, the Harmonization Office would probably receive around 105 SF
- per designation’.

Under the individual fee system, the Harmonization Office would be entitled to a
. sum per designation of the European Community which would represent the
“equivalent of the sum of the fees which are payable for the registration of a
 Community trade mark, reduced by the savings resulting' from the international
procedure. The European Commission proposes that the level of the fee should
therefore be set at the equivalent of the sum of the fees which must be paid for the
application and registration of Community trade marks, i.e. 2075 ECUS8, diminished
by the savings resulting from the international procedure. This is because the
~ expenses of the Harmonization Office relating to the handling of international
registrations designating the European Community will be comparable to the
Office's expenses relating to the examination of regular Community trade mark
applications. As to the possible.savings, they will depend on the outcome of

. . discussions on the European Commission proposal for-a Council Regulation on the

- establishment of a link between the Community trade mark and the Protocol

- Relating to the Madrid Agreementd, which contains the provisions which are °
necessary to implement the accession of the European Community to the Madrid
Protocol at the Community level.

. Itis evident from the above figures that the Harmomzatlon Office expressed its great
interest in the European Commumty opting for the individual fee system under the
Madrid Protocol.

The level of the individual fee must be 1ndlcated in the declaration, which is
- attached to the Council decision.

See WIPO document GT/PM/V/3, p. 10 of 31.7.1992; Fifth Session of the Working Group on the
Application of the Madrid Protocol, Genéva, October 12 to 16, 1992 :
_ See Article 2 of Commission Regulation (EC) No 2869/95 of 13 December 1995 on the fees payable
to the Office for Harmonization in the Internal Market (OJ L 303 of 15.12. 1995)

Doc. COM(96) 372 final. A




The European Commrss1on c0n51ders that there is no need to make use of the two"
remammg declaratlons ‘ ‘

" .Asto the declaration on the extension of the time limit for refusal of protection of an
. mternatlonal registration pursuant to Article 5 of the Madrid Protocol, it should be
noted that .it follows from the European. Commission proposal for a Council

Regulation on the establishment of a link between- the Community trade mark and

the Protocol Relating to the Madrid Agreement that the Harmonization Office will,

be able to communicate any. provisional refusal of protection before the expiry of the
time limit of one year from the date on which notification of extensionto the
' European Commumty has been sent to the Ofﬁce by the International Bureau

On the third possible declaratlon ie. the declaration 'denymg» protection of
international registrations which have been effected- under the Madiid' Protocol
_ before the date of entry into force of the Protocol with respect to the European

‘Community (Article 14 of the Madrid Protocol), the European Commission
- conS1ders that there are no reasons to deviate from the principle that international
registrations. effected under the Madrid Protocol before its entry into force with
respect to the European Commumty can be extended to the European Community. .
This is so because the possible extensions of such international registrations to the
- European €ommunity will be subject to.examination on absolute grounds for refusal
‘and -opposition on the basis of earlier rights existing within the - European
Community the same as. regular Commumty trade mark applications.

COMMENTARY ON THE ARTICLES |

" Article 1

_The Councrl is 1nv1ted to approve the Madrid Protocol. The text of the Madrld .

Protocol is attached to thls de01s1on in all the languages of the European
Commumty :

. Artlcle2 _

Article 2(1) specifies that following the adoptron of this. proposal the

President of the Council shall deposit the instrument of accession with the

- Director General of WIPO, in-accordance with Atrticle 14 of the “Madrid
Protocol. In order to 'avoid any complications on the 1mplementatron of the
Madrid Protocol within the Europan Community it has been clarified that the
instrument of accession may be deposited as from' the date on which the
Council has adopted -the necessary implementing measures (the European
Commission proposal for a Council Regulation on the establishment of a link

between the Community trade mark and the Protocol Relating to the Madrrd
’ Agreement see above).

The second paragraph of Article 2 specifies,.in conjunction with the attached
declaration, that 'the European Community shall declare that it wants to
receive, instead of a share in the revenue produced by the supplementary and
complementary fee the 1nd1v1dual fee.

1
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Artic‘le 3

Once the European Commumty has become a Contracting Party to the Madrld
-, Protocol, it will be a member of the Assembly of the Madrid Union with the

same rights and obligations as. the. Contracting States (Article 10 of the

Protocol). ' '

.~ This implies, for example, that the European Community shall have one vote
.»in the Assembly, in addition to the votes of the Member States which are a
“ party to the Madrid Protocol.

Accordlng to Article 10(2) of the Madrid Protocol, the Assembly shall, among
others, .deal with all matters concerning the maintenance and development of
. the Madrid Union, deal with all matters concerning the implementation of the
.. Protocol, give directions to the International Bureau concerning the
*: . preparation for conferences of revision of the Protocol and adopt and modify "
the provisions of the Regulatlons concermng the 1mplementat10n of the
Protocol. .

In accordance with Article 228 of the. Treaty, the Eﬁropean Commission shall

_ represent the European Community in the Assembly of the Madrid Union.

" " The European Community delegatlon may also. include representatives of the
s Office. ‘

" . In view of the above and in order to avoid' unnecessary cumbersome
it procedures whenever future meetings of the Assembly of the Madrid Union~
7% s take place, Article 3(1) of the proposal provides that the Council authorises
i:~ . the European Commission to represent the European Community at the future
meetings of the Assembly of the Madrid Union and to negotiate matters, on
behalf of the European Community, which fall under the competence which
the Assembly has pursuant to Article 10 of the Madrid Protocol. Article 3(2)
specifies that the position of the European Community will be drawn up by
the European Commission and the Member States within the competent
Council working party or at on-the-spot meetings convened in the course of -
the work carried out within the framework of WIPO.

-11-




SUPPLEMENTARY MEASURES TO BE TAKEN SUBSEQUENT TO THE ACCESSION OF
THE COMMUNITY TO THE MADRID PROTOCOL , :

As has' been mdrcated earher the accession of the European Commumty to the
-Madrid Protocol requrres 1mplement1ng measures at Communrty level

The 1_rnplementmg measures can be divided into - two’ categorles. First, the
Commuinity legislator has to provide rules for the filing of international applications
under the Madrid Protocol on the basis of applications for Community trade marks
or registered Community trade marks. Second, provisions must be ‘adopted with. .
regard to the protection and mvahdatron of rntematronal reglstratlons ‘designating
“the European Community. :

. Since the Madrid Protocol shall enter into force three months after the date on which’ -
the accession of the European Community'has been notified by the Director General
of WIPO, the necessary implementing measures should. enter into force at the latest
before the exprry of the three months perrod -

Fe

CONCLUSIONS / PROPOSAL

On the basis of the ‘above, the Council. is invited to adopt the attached decision .
approving, on behalf of the European Communlty, the Madrid Protocol, authorrsrng '
the President of thie Council to deposit the instrument of accession to the Madrid
Protocol and the attached “declaration with the Director -General of. WIPO, and
authorising the European Commission to represent the European Commumty at the
meetings of the Assembly of the Madrid Union to be held under auspices of WIPO
" and to negotiate and approve matters, on behalf of the European Commumty, which
-fall under the competence of the Assembly

-2



Proposal for a .
| COUNCIL DECISION
approving the accession of the European Community to the Protocol Relating to the
Madrxd Agreement Concerning the International Registration of Marks, adopted at
Madrid on 27 June 1989

THE COUNCIL OF THE EUROPEAN UNION -

Having tegard to the Treaty establishing the European Comni.unity, and in particula'r
 Article 235, 1n con]unctron with Article 228(2), second sentence, and Article 228(3) first
sub-paragraph, thereof

[

Havi_ng régard» to the proposal from the European Commission!,
Having regard to the opinion of the European Parliamentz,
Having regard to the opinion of the Economic and Social Committee?

Whereas Council 'Reg-ulation_ (EC) No 40/94 of 20 December 1993 on the Community
‘trade mark*, which is based on Article 235 of the Treaty, is designed to create a market
which functions properly and offers conditions which are similar.to those obtaining in a .
* national market; whereas in order to‘create a market of this kind and make it increasingly
a single market the said Regulation created the Community trade mark system whereby
undertakings can by means of one procedural system obtain Community trade marks to
which uniform protectlon is given and whrch produce their effects throughout the entire
area of the European Commumty,

'Whereas following preparations initiated and -carried out by.the World Intellectual
‘Prop‘erty Organization with the participation of the Member States which are members of
the Madrid Union, the Member States which are not members of the Madrid Union and
the European Community, the Diplomatic Conference for the Conclusion of a Protocol
Relating to the Madrid Agreement Concernihg the International Registration of Marks,
adopted the Protocol Relating to the Madrid Agreement Concerning the International
.Registration of Marks‘(hereafter referred to as "the Madrid Protocol") on 27 June 1989, at
Madrid;

- VEl S
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. Whereas the-Madrid Pr_otocol was adopted in order to introduce certain new features intoi -
" the- system of the .international registration of rnarks 'ex\isting under the Madrid
" Agreement Concerning the Iriternational Registration of Marks of 14 April 1891 as _

‘-'amende,d (hereafter referred to as "the Madrid Agreement“)5';"' ‘ o

Whereas the objectives of the Madrid Protdéol are to ease the way for certain States. and
in particular the Member States which are not currently partres thereto, to accede to the
system of 1nternational registration of marks; ‘

‘ Whereas as compared to the Madrid Agreement, the Madrid- Protocol introd_uced, in its
" Article 14, as one of the main innovations the possibility that an intergovernmental
. orgamzation which has a reglonal office for the purpose of registering marks w1th effect
. in the territory of the orgamzatlon may become party to the Madrid Protocol

Whereas the possibility that an intergovernmental organisation which has a regional
office for the. .purpose of registering marks may become a party to the Madrid “Protocol .
- was introduced in the Madrid Protocol in order to allow, in particular for the European
-Community to accede to the said Protocol,;

Whereas the Madrid-Protocol has entered mto force on 1 December 1995 and has become
. operational on 1 April 1996 and ‘the Commumty trade mark system has also become =
: operational on the latter date; : ‘

" Whereas the Comrnumty trade mark systern-and' the international registration system as
established by the Madrid Protocol are complementary; whereas in order to enable firms

© to proﬁt from the advantages ‘of the Commumty trade mark through the Madrid Protocol - '-

and v1ce-versa, it is necessary to allow Commumty trade mark apphcants and holders of -
such trade marks to apply for international protection of their trade marks through the
ﬁlmg of an international apphcation under the Madnd Protocol and, conversely, holders
of international registrations under the Madrid Protocol to apply for protection of their
trade marks under the Commumty trade mark system : S

-5 The Madrid Agreement Concemmg the lntematlonal Registration of Marks as rev1sed last at
Stockholm on 14 July 1967 and as amended on 2 October 1979
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Whereas the establishment -of a link between the Community trademark system and the
international registration system under the Madrid Protocol would promote a harmonious
“development of economic activities, will eliminate distortions of competition, will be
cost efficient and will increase the level of integration and functioning of the internal |
‘market; whereas, therefore, the accession of the Community to the Madrid‘:Protocol is
‘necessary in ‘order for the Community trade mark system to »become. more attractive;

Whereas' the European Cominission should be authorised to represent the European
.'Co'mmunity in the Assembly of the Madrid Union after the accession of the Community
to the Madrid Protocol; whereas the European Community will not express a view'in the .

Assembly in matters relating solely to the Madnd Agreement;

Whereas the competence of the European Comrr'mnity to conclude or accede to

intemational agreements or treaties does not derive only from explicit conferral by the"
Treaty but may also derive from other provisions of the Treaty and from acts adopted _
pursuant to those provisions by Community institutions;

: W_hereas‘ this 'decision does not affect the right of the Member States to participate in the
Assembly of the Madrid Union with regard to their national trade marks. -

HAS DECIDED AS FOLLOWS:

The Protocol Relatlng to the Madrid Agreement Concerning the Intematxonal
Reglstratlon of Marks, adopted at Madrid on 27 June 1989 (hereafter referred to as "the -
Madrid Protocol"), is hereby approved on behalf of the Community with regard to
matters within its competence.

The text of the Madrid Protocol is attached to this Decision.

Article 2
1. The President of the Council is hereby authorised to deposit the instrument of
accession with the Director General of the World Intellectual Property Organization
as from the date on which the Council has adopted the. measures which are -
necessary for the estabhshment of a hnk between the Commumty trade mark and the
. Madnd Protocol '

2. » The declaranon -which is attached to this dCClSIOIl, shall be made in the mstrument
- of accession.
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o A![ti;!:_ 3
1. The European Commlssmn is hereby authonsed to represent the European
) Communlty at the meetlngs of the Assembly of the Madrld ‘Union to be. held under‘
the .auspices of the World ,Intel’lectualll”roperty Qrganlz_atro_n and to negotjate
- matters,.on behalf 'of the European Community, which fall under the 'COrrjrp_e_te_noe,
which the Assembly has pursuant to Artrcle 10 of the Madrld Protocol. B

2. The posmon of the European Commumty will be drawn up by the European
| .Commission and the Member States wrthrn the competent Counc11 working party or
at on-the- -spot meetmgs convened in the- course of the work carried out w1th1n the .
o framework of the World Intellectual Property Orgamzatlon

Done at Brussels,

For the Council,' ot .

. the President
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ANNEX

Pr al for a Council Decision approving the accession of the Furopean Communit

the Protocol Relating to the Madrid Agreement Concernin the In ernational Registration

* of Marks, adopted at Madrid on 27 June 1989
- Declaration on the individual fee system -

~ The President of the Council, when depos’iting this instrument of accession with fhe
Director General of WIPO, shall attach the followmg declaration to the instrument of

. & accession.

"The European Community declares that, in connection with each international
-registration -'in which it is mentioned under Article 3ter(l) or (2) of the Madrid
Protocol, and in connection with the renewal of any such intemationai registration, it
wants to receive, instead of a share in the revenue produced by the supplementary
fee and complementary fee, : ‘

for an individual mark:

‘a designation fee of 2,075 ECUS plusv 'where applicable‘ 400 ECU for each class of
goods or services exceedmg three, or, where apphcable

a renewal fee ‘of 2,500 ECU7 plus, where apphcable 400 ECU for each class of

goods or services exceeding three;
for a collective mark:

a designation fee of 3,875 ECUS plus, where applicable, 800 ECU for each class of
goodé Or services exc'eeding three, or, where applicable,

- a renewal fee of 5,000 ECU? plus where apphcable 800 ECU for each class of
goods or services exceeding three."
/

. the said fees are provisional; they will be dlmmlshed by the savings resultmg from the international
- procedure, once they are known.

7 See footnote 6. ‘

8 . See footnote 6.

9 See footnote 6.
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PROTOCOL> .~~~ gamngn

Article 1
Membership in the Madrid Union

The States party to this Protocol (hereinafter referred to as “‘the
Contracting States’’), even where they are not party to the Madrid.

" Agreement COnceming\the International Registration of Marks .- . &

as revised at Stockholm in 1967 and as amended in 1979 (hereinafter

" referred to as "‘the Madnd (Stockholm). Agreement”) and the ..
orgamzatzons referred to'in Article 14(1)(b) which are party to” "

this Protocol (hereinafter referred to as ‘‘the Contracting Organiza- ...,

* tions”’) shall be members of the same Union of which countries
party to the Madrid (Stockholm) Agreement are members. Any- -
“reference in this Protocol to {‘Contracting Parties’’ shall be con- ... .
Strued.-as a reference to both Contractmg States and Contracnng

Orgamzauons ‘

’ kcontinued on page 11)-
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Article .2
Securing Protection through'[nternational Registratibn

(1 ) Where an apphcanon for the reg:stranon of a mark has been
Siled with the, Off ice of a Contracting Party, or where a mark
_has been regzsrered in the reg:ster of the Office of a Contracting
Party, the person in whose name that application (hereinafter re-
ferred to as “‘the basic application®’) or that registration (hereinafter
_ referred to as “‘the basic registration’’) stands may, subject to the
provisions of this Protocol, secure protection for his mark in the
territory of the Contracting Parties, by obtaining the registration
of-that mark in the register of the International Bureau of the
World Intellectual Property Organization (hereinafter referred to
as.“"the international registration,’’ ‘‘the International Register,”’
“the International -Bureau® and ‘‘the Organization,’’ respec-
tively), provided that, :

(i) where the basic application has been filed with the
Office of a Contracting State or where the basic registra-
tion has been made by such an Office, the person in whose
riame that applzcanon or reg:stranon stands i$ a national

" of that Contracting Slale, or is domiciled, or has'a real
" dand effective industrial or commerc:al estabhshmen! “in
“the satd Contractmg State,

(i) where the basic appIxcat:on has been Sfiled wuh the
Office-of a Contracting Organization or where the basic
 registration has been made by such an Office, the person
in whose name that application or registration stands is
a ndtional of a State member of that Contracting '
. Organization, or is domiciled, or has a real and effective
industrial or commercial establishment, in the territory

of the said Contracting Organization.

(2) The application for international registration (hereinafter
referred to as ‘‘the international application’’) shall be filed with
the International Bureau through the intermediary of the Office -
with which the bas:c apphcat:on ‘was filed or by which the basic .

fcontinued on page 13)
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registration was made "(hereinafter referred to as ‘‘the Office of
ongm , as the case may be. .

(3) Any reference m this Protocol to an “Office’’ or an “Off ice
‘of a Contracting Party’’ shall be construed as a reference to the

office that is in charge; on behalf of a Contracting Party, of the

: registration of marks, and any reference in this Protocol to

-

“marks’’ shall be construed asa reference to trademarks and ser-

: wce marks

(4) For the purposes of th:s Protocol “terntory of a Contract-

"ing. Party’’. means, where the Contracling Party is a State, the

territory of that State and, where the Contracting Party is-an

intergovernmental organization, the territory in which the con-_

stituting treaty of that intergovernmental organization applies.

 Article 3
3 Internationat vA‘pplicotion

(1 ) Every mternattonal app.'tcat:on under this Protocol shall be
presented on the form prescrtbed by the Regulatlons The Office

_.oforigin shall cernfy that. the. parttculars appearing in the interna-

tional appltcattan correspond to the partrculars appeanng, at the

- time of the certtf ication, in the basic application or basic registra-
 tion, as the case may be. Furthermore, the said Office shall mdtcate

(l) in the- case of a baszc appltcatton, the date and number
of lhat appltcat:on, . - :

(i) ‘in the case of a basic regtstratton, ‘the date and number
of that registration as well as the date and number of
the apphcalton from whtch the basic regzstralton resulted

~The Off' ce of origin shall also mdtcate the date of the interna--
. ttonal apphcalzon.

2) The applzcant must mdzcate the goods and services in respecl
of which protection of ihe mark is ¢laimed and .also, if possible;
the correspondmg class or cIasses according to the classification

(contmued on page 15}
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established by the Nice Agréement Concerning the International
Classification of Goods and Services for the Purposes of the
Registration of Marks. If the applicant does not give such mdlca-
tion, the International Bureau shall classify the goods and services
in the appropriate classes of the said classification. The indication’
of classes given by the applicant shall be subject to control by
the International Bureau, which shall exercise the said control in
“association with the Office of origin. In the event of disagreement
between the said Office and the International Bureau, the opinion
of the latter shall prevail.

(3) If the applicaﬁ_i claims color as a.c’;{istinc!ive feature of his
mark, he shall be required

(i) to state the fact, and to file with his international
application a notice specifying the color or the combma-
tion of colors claimed;

V(u) to append to his international application copies in color
of the said mark, which shall be attached to the notifica-
tions given by the International Bureau; the number of
such copies shall be ﬁxed by the Regulations.

(4) The Inlemauonal Bureau shall register immedialtely the marks
filed in accordance with Article 2. The international registration
s[:al! bear the date on which the international application was re-
ceived in the Office of origin, provided that the international
application has been received by the International Bureau w:rhm
a period of two months from that date. If the international
applxcanon has not been received .within that period, the inter-
national registration shall bear the date on which the said inter-
 national application was received by the International Bureau. The
International Bureau shall notify the international registration
without delay to the Offices concerned. Marks registered in the
International Register shall be published in a periodical gazette
issued by the International Bureau, on the basis of the parnculars
contained in the international application.

(5) With a-view to the publicity to be given to marks registered
in the International Register, each Office shall receive from the
International Bureau a number of copies of the. said gazette Sree .

fcontinued on page 17)
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. of charge and a number of copies at a reduced price, under the

condmans fixed by the Assembly referred-to in Article 10
(hereinafter referred 1o as ““the Assembly”’). Such pubhc:ty shall
‘be deemed 1o be suffi cient for the purposes-of all the Contracting

" Parties, and no other publicity may be’ requtred of the hoIder of -
'the mtemanonal registration. . ‘

 Article 3?“ ‘
Terntorml Effect -

The protecnon resultmg from the mternanonal regzstranon shall.

. extend to any Contracting Party only at the request of the person

who files the international application or who -is. the holder of

" the mlematronal regtstranon. However, no such request can be-
- made-with respect to the. Contractmg Party whose Off ce is the .
' Off ce of origin: ) .

Article 3

" Request for *Territorial Extension""

(1) Any reauest fdr extension of the protection resulting from -

the international registration to any Contractmg Party shall be
speczally menttoned m the mternatzona[ apphcaaon

(2) A request for temtonal extension’ ‘may also be made subse-

quently {o the international registration.- Any such request shall o ’ A

be presented on the form prescribed by the Regulations.. It shall .
be immediately recorded by the International Bureau, Wthh shall
notify such recordal without delay to the Office-or Offices con- -

. ¢cerned. Such recordal shall be published in the periodical gazette
"of the International Bureau. Such territorial extension shall be -’

effective from the date on: which it has been recorded in the Inter-~

B nattonal Regtster, it shall cease to be valid on the exptry of Ihe -
o mternatzonal regzstranon to Wthh it relates R

‘ (commued on page 19)
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‘Article 4 .
Effects of Intemau'onal. Registration

© (1)(@) From the date of the regtstrat:on or recordal effected in
“accordance with the provisions of Articles 3 and 3", the protec-
tion of the mark in each of the Contracting Parties concerned.
shail be the same as if the mark had been deposited direct with
~the Office of that Contracting Party. If no refusal has been notified
10 the International Bureau in accordance with Article 5(1) and
"(2) or if a refusal notified in accordance with the said Article has
been withdrawn subsequently, the protection of the.mark in the
Contracting Party concerned shall, as from the said date, be the -
" same as if the mark had been registered by the Office of that- Con-
tractmg Parly .

(b} The md:canon of classes of goods and servlces prowded..
Jor in Article 3 shall not bind the Contracting Parties with regard .
to the determination of the scope of the protection of the mark.

'(2) Every international registration shall enjoy the right of pri-
-oFity provided for by Article 4 of the Paris Convention for. the
*_Protection of Indusirial Property, without it being necessary to
comply with the formalities prescribed in Section D of that Article.

Article 4"

Replacement of a National or 'Rggiqnal Registration
- by an. International Registration

(1) Where a mark that is the subject of a national or regional .
registration in the Office of a Contracting Party is also the subject
.- of an international registration and both registrations stand in the.’
name of the same person,-the international registration is deemed
to replace the national or regional regl.étratxon without prejudice
to any rights acqmred by wrtue of the latter, provided that

~ . - - " (continued on page 21)
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1.
i

- (i) the protecnon resultmg from the mternattonal registra- -

. tion extends to the said Contraclmg Party under Arti-
: cIe 3"’(1) or(2),

(ii) all the goods and services hsted in the national or regional

registration are also listed in-the internationat regzsrra- .

“tion in respect of the said Contractmg Party,

(iii) such extens:on takes effect after the date of the nat:onal
_or reglonal regtstratton

(2} The Off ice referred toin paragraph (]} shall upon requesl »
be required to fake no{e in :ts regrster of !he mrernauonal
regzstratton ' . . ’

T ;Articie 5 ’

- B Refusal and Invalzdanon of Effects of Internattonal Regtstrat:on - '

in Respect of Certam Contractmg Pames

(1) Where the app[zcable leglslaﬂon so. aulhonzes any Offi ce
ofa Conlractmg Party which has been.notified by the Interna--
. tional -Bureau: of an extension to that Contractmg Party, under. .

Article 3(1) or (2), of the protection resulting from the interna- -
“tional registration shall have the. right to declare in a notification
. of refusal that protection cannot be granted in the said Contract- -

" '. ing Party to'the mark which is the subject of such extenslon Any.

such refusal can be based only on the grounds which would apply, "
’ under ‘the Paris Convennon for the Protection of Industrial *
-Property, in the case of a mark deposited direct with the Office

~which ‘notifies the ‘refusal.  However, protectron may not be re- -
. Jfused,even pamally, by.reason only that the applicable leglslanon

would permit, regzslratton only in a Iumted number of classes or
v for a_limited number of goods or serwces

(2)(a) Any Off ce wzshmg to exercise such right shal[ noufy tts. .
- refusal to'the International Bureau, together with a: statement of .

all grounds, w:thm the period prescnbed by thé law. applicable

- to that.Office and at the latest, subject to subparagraphs (byand - -

: (c) before the expzry of one year from the date on which the
’ v {conrmued on page 23)
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notification of the ex;en.fibh referred to in paragraph (1) has been.
sent to that Office by the International Bureau. .

(b) Notw:thstandmg subparagraph (a), any Contrac!mg Party -
may declare that, for international- registrations made under
“this Protocol, the time limit of one year referred to in subpara-
graph (a) is replaced by 18 months.

(c) Such declaration may also specify¥ that, when a refusal of -
protection may result from an opposition to the granting of pro- - .
tection, such refusal may be notified by the Office of the said
Contracting Party to the International Bureau after the expiry of

.the 18-month time limit. Such an Office may, with respect 16 any

given international regisiration, notify a refusal of protection after .
the expiry of the 18-month:time limit, but only if

(i) it has, before the expiry of the 18-month time limit,
informed the International Bureau of the possibility that
oppositions may be filed aﬂer the expiry of the ]8-month .
time hmtr and -

{ii) -the.not,iﬁcation-of the refusal based on an opposition
is.made within a time limit of not more than seven months. .
Jfrom the date on which the opposition penod begins;
if the opposition period expires before this-time limit
of seven months, the nonf cation must be made within
a time limit of one month from the explry of the oppos:-
tlon penod

() Any y declaranon under subparagraphs (b) or (c) may be made .

in the instrumerits referred to in Article 14(2), and the effective

date.of the declaration shall be the same as the date of entry into
force of this Protocol with respect to the State or intergovernmen-

‘tal organization havmg made the declaration. Any such declara-
tion may also be made later,. in which case the, declaration shall
-have effect three months after its receipt by the Director-General .

of the Orgamzanon (hereinafter referred to as “‘the’ D:reclor
General’’), or at any later date indicated in the declarano;z, in
respect of any infernational registration whose date is the same
as or is later than the effecnve date . of the declaration.

(contmued on page 25} A ’
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(e) Updn the expiry of a perioa‘ of ten years from the ent'ry"

- . into force of this Protocol, the Assembly- shall examine the opera-

tion of the -system establtshed by subparagraphs (a) fo (d).
Thereafter, the provisions of the said subparagraphs may be
modified by a unanimous decision of the Assemb[y

(3) The Internatzonal Bureau shall, without delay, transmit one
of the copies of the nottf ication of refusal to the holder of the
international registration. The said holder shall have the same
remedies as if the mark had been deposited by him direct with
the Office which has notified its refusal. Where the International
Bureau has recetved information under paragraph (2)(c)(i), it shall,
without delay, transmit the said information to the holder of the
international regtstratton

(4) The grounds Jo: refusing a mark shall be communicated
by the Intemattonal Bureau to any interested party who may 'so
- request. '

(5) Any Offtce Whl(.‘h has nol notified, wnh respect to a given
international registration, any provisional or final refusal to the .
- International Bureau in accordance with paragraphs (1) and (2) -
" shall, with respect to that international regtstratton lose the benefit

of the rlght provided for in paragraph (1).

(6) Invaltdatton, by the competent authonues of a Contractmg
Party; of the effects, in the terrttory of that Contracting Parly,
of an international registration may not ‘be pronounced without
the holder of such international regzstratton having, in good time,
been. afforded the opportunity of defending his rights. Invaltda-
tion shall be notified to.the Internatzonal Btireau.

fcontinued on page 27);.
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Article 5°¢
Documentary Evidence of Legitimacy of. Use.
of Certain Elements of.the Mark

Documentary evidence of the legitimacy of the use-of certain
" elements incorporated in a mark, such as armorial bearings, es-
cutcheons, portraits, honorary distinctions, titles, trade hames,
names of persons other than the name of the applicant, or other
like inscriptions, which rmght be required by the Offices of the
Contracting Parties shall be exempt from any Iegalxzatzon as well
as from any certification other than that of the Off ce of origin.

Article 5 - S

Copies of Entries in International Register;
Searches for Anticipations; .
Extracts from International Register -

(1) The International Bureau shall issue to any person applying
-therefor, upon the payment of a fee fixed by the Regulaaons.
-a copy of the entries ‘n the International Register concermng a

specific mark.

(2) The International Bureau may also, upon paymeni under-
take searches for anticipations among marks that are the subject
of mternatzonal registrations.

(3} Extracts Jrom the international Register requested with a
view to their production in one of the Contracting Pames shall
be exempt from any Iegalzzanon

(continited on page 29)
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Article 6

Period of Validity of International Registration;
Dependence and Independence of International Registration

(1) Registrtztibn of @ mark at the International Bureau"is
effected. for ten years, with the posszbtlzty of renewal under the
.conditions speczf ed in Article 7. ’ :

(2) Upon exptry of a penod of ftve years from the date of the
mtemattonal registration, such registration shall become indepen-
dent of the basic appltcatton or the registration resu[tmg therefrom,
_or of the basic registration, as the case may be, subject to the
followmg provts:ons ‘

. (3). The protection resulting from the international registration,
- whether or not it has been the subject of a transfer, may no longer
be invoked.if, .before the expiry of five years from the date of
the international registration, the basic application or the registra- -
tion resulting therefrom, or:the basic registration, as the case may
be, has been w:thdrawn has lapsed, has been renounced or has
been.. the. subject of a. final decision of, I’E_]ECMOH revocation,

cancellatton or invalidation, in respect of all or some of the goods.
and serwces listed in the. mternattonal reg:stratton .The. same :
apphes 1f

(z) an appeal agamst a dectszon refusmg the effects oj' the
) bas:c appltcatton

(u) an action requesting the withdrawal, of the basic applica-
A fion' or the revocation, cancellation or invalidation of

" the registration resultirig from the basic apphcat:on or
of the basic registration, or. -

(iii) an oppos:twn to the bas:c applzcatzon

results, after the expiry of the five-year pertod inafi nal deCts:on '
of rejection, revocation, cancellation or invalidation, or ordering
the withdrawal, of the basic application, or the registration resulting
therefrom, or the basic registration, as the case may be, provided

N K S fcontinued on page 31)
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that such appeal, action or opposition had begun before the ex-
- piry of the said period. The same also applies if the basic applica-
tion is withdrawn, or the registration resulting from the basic
application or the basic registration is renounced, after the expiry
of the five-year period, provided that, at the time of the withdrawal
or renunciation, the said application or registration was the sub-
ject of a proceeding referred to in item (i), (ii) or (iii) and that
such proceedmg had begun before the expxry of the said period.

(4) The Office of origin shall, as prescnbed in the Regulat:ons,

" notify the International Bureau of the facts and decisions relevant
under paragraph (3), and the International Bureau shall, as pre-
scribed in the Regulations, notify the interested parties and 'effecr
 any publication accordingly.’ The Office -of origin shall, where
applicable, request the International Bureau to cancel, 10 the
extent applicable, the international reg:stranon and !he Im‘er—
national Bureau shall proceed accordingly.

Article 7
Renewal of International Re{gi.'_ctratjibrz .

(1) Any international registration may be renewed for a period
of ten years from the expiry of the preceding period, “by the mere
payment of the basic fee and, subject to Article 8(7),. of the sup-
plementary and complementary JSees provided for'in Arncle 8(2)

(2) Renewal may not bring about any change in the interna- .
tional registration in its Iatest Jorm. - ) e

(3) Six months before the expiry of the term of protecnon, the
International Bureau shall, by sending an unoff cml notice,
remind the holder of the mternatxona! registration and h:s represen-

tative, if any, of the exact date of expiry.

(4) Subject to the payment of a surcharge fixed by lhe Regula-
tions, a period-of grace of six months shall be allowed for renewal
of. the mrernartonal reglstratlon

(conrinued on page 33}
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U Article 8

Fees for Internattonal Appltcatton and Regtstratton

(1) The Offce ofongm mayfx “at its own discretion, and col

o Ilect for ltS own benefit, a fee which it may require from the appli- -

cant for’ mtemattonal registration or from the holder of the

. tnternattonal registration in connection with the filing of the inter-

national applzcat:on or the renewal of the mternarronal regrstratton :

(2) Registration of a mark at the International Bureau shall be

subject to the advance payment of an international  fee which shall,
- subject to the prowszons o_f paragraph (7)(a), include,

(i) a basic fee; S ' -

(i) a supplementary fee for each class of the lnternat:onal'
Class:f cation, beyond three, into which the goods or ser-
wces to whtch the mark is ‘applied w111 fall

o

(m) a complementary fee Sfor any requesl for extensron of
.. protection- under Article 3.

L

(3) However, the supplementary Sfee spec:f ed in paragraph (2)(ii)
may;, without prejudice to the date of the international registra-

~ tion, be patd within the period fixed by the Regulations if the 4
_number of classes of goods or services has been fixed or disputed

by ‘the’ "Intérnational Bureau. If, upon expiry of the said period,
the supplementary Jfee has not been paid or the list of goods or
serwees ‘has not been reduced to the required extent by the appli-

cant, the international appltcatton shall be deemed to have been
abandoned. ... .

{4) The “annial product of the various receipts fr'om' interna-

,ttonal regzstratzon with the exceptron of the receipts derxved from

(contmued on page 35)
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the fees mentioned in paragraph (2)(ii) and (iii), shall be divided
equally among the Contracting Paities by the International Bureau,
after deduction of the expenses and charges necessua!ed by the
:mplementatfon of this Protocol. :

(5) The amounts derived from the supplememary fees prowded
for in paragraph (2)fii) shall be divided, at the e,\ptry of. each year,
among the interested Contracting Parties in proportion o the
number of marks for which protection has been applied for in -
each of them during that year, this number being m'ultipl}'ed, in
the case of Contracting Parties which make .an-examination, by
a coefficient ‘which shall be determined by the Regulations.

(6) The amounts derived from the complementary fees provid-
ed for in paragraph (2)(iii) shall be divided according to the same
rules as those provided for in paragraph (5).

(7)a) Any Contracting Party may declare that, in connection
with each international registration in which it is mentioned under
Article 3", and in connection with the renewal of any such in- -
ternational registration, it wants (o receive, instead of a share in
the revenue produced by the supplementary and complementary
Sees, a fee (hereinafter referred to as “‘the individual JSee’’) whose
. amount shall be indicated in the declaration, and can be changed
in further declarations, but may not be higher than the equivalent
of the amount which the said Contracting Party’s Office would
be entitled to receive from an applicant for a ten-year registration,
or from the holder of a registration for a ten-year renewal of that
registration, of the mark in the register of the said Offi ice, the
said amount being diminished by the savings resulting from the
* international procedure. Where such an individual fee lS payable

. (i) no supplementary zfees-referred ro'in /éaragrabh" (2}(3‘1’)
shall be payable if only Contracting Parties which have
made a declaration under this subparagraph are men-
tioned under Article 3", and . :

fii} no Comp!ementary Jee referred to in pa'ragraphf(Z)(i'ii) '
shall be payable in respect of any Contracting Party which
has made a declaration under- this subparagraphi;

(continued on page 37)
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(b)-Any declaratiori under subparagraph (a) may be made in
the instruments referred to in Article 14(2), and the effective date
of the declaration shall be the same as the date of entry into force
of this Protocol with respect to. the State or intergovernmental
organization having made the declaration. Any such declaration”’

“may also be made later, in which case the declaration shall have

effect three months after its receipt by the Director General, or
‘at any later date indicated in the declaration, in respect of any
international registration whose date is the same as or is Iater 1han
the effectzve date of the declarauon

Tt

Arttcle 9

‘ Recordal of Change in the Ownershlp of
" an International Registration

At thé request of the person in whose name the international.
regtstranan stands, or at the request of an interested Office miade
ex: ofﬁcxo or at the request of an interested person, the Interna-
tional Bureau shall record.i in the International Regtster any change
in ‘the ownership of that registration, in respect of all or some
of the Contracting Parties in whose territories the said registration
has effect and in respect of all or some of the goods. and services
listed in the registration, provided that the new holder is a person
" who, underArucle 2(1}; IS entzrled to fi le mternat:onal applzcat:ons

(connnued on page 39)
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Article 9%

Recordal of Certain Matters Concerning .
an International Registration

The Jnternauonal Bureau shall record i the Internatlonal

Register

(i)

(i)
(iii).
(iv)

)

'

any change in Ihe name or address of the holder of | the

international registration,

the appointment of a representative of the holder of the
international registration and any other relevant fact con- .
cerning such representative,

any limitation, in respect of all or some of the Cbntract- ,
ing Farties, of the goods and services listed in the inter-
nanonal registration, :

any ‘renunciation, cance!latlon or mvahdatlon of the
international registration in respect of all or some of the
Contracting Parties, :

any other relevant fact, identified in the Regulations, con-
cerning the rights in a mark that is the subject of .an
international registration.

(eonlinuedf on page 41)
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. Article 9¢
Fees for Certaln Recordals

Any recordal under Arttcle 9 or under Amcle 9" may be sub-
ject to the paymem of a fee .

" (continued on pagé 43)
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ArticIe 9qmmr o S

P

Common Office of Several ‘Contracting States. .

(1) If several Contracting States agree to effect the unification
of their domestic !eglslanons on marks, they may notify the Direc-
tor General

(:) that a common Office shall be subsntuted for the
national Office of each of them, and -

(u) that the whole of their respective terntones shall be
deemed to be a single State for the purposes of the
application of all or part of the provisions precedmg this.
Article as well as the provzs:ons of Articles 9"'""‘""'J and
geexes I

{2) Such nottf cation shall not take effect unnl three months
after the date of the communication thereof by the D:rector Genera:l
10 the other Contracnng Parties.

Article 9inavies -

ORI N R . s Y
.t - Transformation of an_ International Registration. . -
» “into- Nanonal or Reg:onal Applzcatzons AL

Where in- the event thal the mtermmonal reglslratlon is. can-.
celled at the request of .the Office of-origin under Article 6(4),
- in respect of all or some of the goods and services listed.in the
said registration, the person who was'the holder of the-interna-
tional registration files an application for the registration-of the
same mark with the Office of any of the Contracting Parties in.
‘the territory of which the international registration had effect, that
_application shall be treated as if it had been filed on the date of '
" the international registration according to Article 3(4) or on the
date of recordal 'of the territorial. extension accordmg to Arti-.
cle 3'(2) and, if the international reg:straaon enjoyed prlonty,

shal! enjoy the- same priority, provided that .

(Eonr_inued on page 45)
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(i) such appl.rcanon is filed within three months from the
date on which the mtemauona[ regtstranon was cancelled

(iij the. goods and servz(:es “listed in the apphcat:on are in
Jact covered by the list of goods and services contained

. in the international registration in re.s'pect of the Con-
tracnng Party concerned, and

(iii) such application comphes with all lhe‘requirements of
the apphcab[e Iaw mcludmg the reqwrements concern-
-ing fees .

Article e
Safegﬁard of the Madriei (Stackholm) Agreenien't

(1) Where wzth regard to a given international apphcat:on or
a given international registration, the Office of origin is the Office
~of a . State that is party to both this Protocol! and the Madrid
{Stockholmj Agreement, the provisions of this Protocol shall have
_ no effect in the territory of any other State that is also party to
both this Protocol and the Madrid (Stockholm) Agreement.

(2) The Assembly may, by a three-fourths majority, repeal
paragraph.(l); ‘or restrict the scope of paragraph: (1), after the -
‘expiry of a period of ten years from the entry into force-of this
Protocol, but not before the expiry of a period of five years from
the date on which the majority of the countries party to the Madrid "
(Srockholm) Agreement have become party to this Protocol. In
“the vote of the Assembly, only those States which. are party to
both- the -sdid Agreement and thrs Protocol shall have the rtghr
to partzcxpate o

(continued on page 47)
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Article 10
Assembly

(1)(a) The Controcting Parties shall be members of the. .‘same"
Assembly as the countries party to the Madrid (Stockholm)
Agreement.

(b) Euach Contracting Party shall be represented in thaI Assembly
by one delegate, who may be assisted by alternale delegates, ad-
visors, and experts

{c) The expenses of each delegation shall be borne by the Con-
tracting Party whick has appointed it, except for the travel ex-
penses and the subsistence allowance of one delegate Jor each
Contracting Party, which shall be paid from the funds of the Union.

.

(2) The Assembly shall, in addition to .rhe funct:ons whzch it
has under the Madrid (Stockholm) Agreement also

(i) deal with all matters concernmg the zmplemenlatlon of
this Protocol;

(ii) give directions-to the International Bureau concerning
the preparation for conferences of revision of this ‘Pro-
tocol, due account being taken of any comments made

by those countries of the Union wh:ch are not parly to
this Prorocol -

(iii) adopz and modify the prowslons of the Regulations con-
cernmg the implementation of this Protocol; -+ -,

{iv) perform such other funcnons as are approprlate under
this Protocol. - . ; . .

(3)(a) Each Contracting Party skall -have one vote in the
Assembly. On matters concerning only countries that aré party
to the Madrid (Stockholm) Agreement, Contracting Parties that
are not party to-the said Agreemenr shall not have the right to
vote, whereas, on matters concerning only Contractmg Partxes,
only the latter shall have the right to vote. .

fcontinued on page 49)
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b) O_ne—half of the members of the Assembly which have the
right to vote on-a given matter shall constitute the quorum for
the purposes of the vote on that matter.

(c) Notwrthstana’mg the provisions of subparagraph (b), If in
any sessxon ‘the number of the members of the Assembly having
the. Fight-10 vote on a given matter which are represented is less
than one-half but equal to or more than one-third of the members
of the Assembly having the right to vote on that matter, the
Assembly may make decisions but, with the exception of decisions
coricerning its own procedure, all such decisions shall take effect
only if the conditions set forth hereinafter are fulfilled. The Inter-
national Bureau shall communicate ‘the said decisions to the

" members-of the Assembly having the right to vote on the said

matter-which:were not represented and shall invite them to express

. .in writing theirvote or abstention within a period of three months
* - from the date of the communication. [f, at the expiry of this period,

the number of such members having thus expressed their vote or
abstention artams the number of the members which was lacking -

" for.attaining rhe quorum in the session itself, such decisions shall
. take effect prowded that at the same time the required majority

still obtams

(d) Subject to the provrs.'ons of Arttcles 3(2)(e), 9‘“'“(2}, 12

'and 13(2), the, deczsxons of rhe Assembly shall require two-thirds

of the votes cast '
(e) Abstentions shall not be consrdered as votes

(f)_A delegatg may represent, and vote in the name of, one
member .0f the Assembly-only..
‘ k4) In addition to meeting in ordindry sessions and,ertrao,fdinarj'
sessions as provided for by the Madrid (Stockholm) Agreement,
the Assembly. shall meet in extraordinary session upon convoca- -

. tion by the Director General, at the request of one-fourth of the - -

members of .the Assembly havmg the right to vote on the matters

_proposed to.be included in the agenda of the session. The agenda

of such an extraordmary sesszon shall be prepared by'the Dzrector i
General. .

. ) _ (continued on page 51)
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Article 11
International Bureau

) International registration and related duties, as well as all
other administrative tasks, under or concerning this Protocol shall
be performed by the !ntematzonal Bureau. : :

2)(a) The International Bureau shall in accordance wzth the
directions of the Assembly, make the preparations for the con-
ferences of revision of this Protocol. -

(b) The Intemattonal Bureau may consuit w:th mtergavernmen~
tal and international non-governmental organizations concermng
preparations for- such conferences of revision.

{continued on page 33)
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(c) The Dzrector General and persons designated by him shall

_ take part, without the nght to vote, in the discussions at such
- conferences of revision. :

(3) The Internatzonal ‘Bureau shall carry out any other tasks
assigned to it in reIatlon to this Protocol.

Article 12.
Finéncés

As far as. Contractmg Parties are concemed the finances of
the Union shall be governed by the same provisions as those con-
tained in Article 12 of the Madrid (Stockholm) Agreement, pro- -
‘vided that any reference to Article 8 of the said Agreement shall
be deemed to be a reference to Article 8 of this Protocol. Further-
more, for the purposes of Article 12(6)(b) of the said Agreement,
Contracting Organizations shall, subject to a unanimous decision
to the contrary by the Assembly, be considered to belong to con-
tribution class I (one) under the Paris Convem‘:on  for the Protec-
'tton of Industnal Property .

(continued on page 57)
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Article 13

- .. Amendment of Certain Articles of the Protocol

(1) Proposals for the amendment of Articles 10, 11, 12, and
the present Article, may be initiated by any Contracting Party,
or by the Director General. Such proposals shall be communicated
by the Director General to the Contracting Farties at least six
months in ‘advance of their consideration by the Assembly.

’ : !comhgi:ed on page 39)
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(2) Amendments to the Arttcles referred 10 in paragraph [¢)]
shall be. adopted’ by the Assembly. Adoption shall require three- -

JSourths ‘of the votes cast, provided that any amendment to Arti- -

cle 10, and to the present paragraph shall require four fi fths of .
the votes' cast : 8

. {3)° Any amendment to the Articles referred to in para- L

" - graph (1).shall enter into’ Jorce one month after written nottf' ica-
" tions of acceptance, ejfected in accordance with their respective
constitutional processes, ‘have been received by the Director General
from. three -fourths of those States and intergovernmental organiza-

- tions which,-at the time the amendment was adopted, were members .

" _of the Assembly and had the right to vote on the amendment. .

" .*Any amendment to the said Articles thus accepted shall bind all. -
. the States and’ intergovernmental organizations which are Con- * ..
- tracting-Parties at the time the amendment enters into force, or .

which become Contractmg Parttes at a subsequent date

. Am'cte 14

.. Becoming Party to the Protocol; T
B Entry into Force

(Ij(a) Any State that is a party. fo the Pans Conventton Jor. .
the Protection of Industnal Property may become party to this
“Protocol.

(b) 'FurthermOre, any inlerﬁg’o#ernmen'tal organization may. Elso =
- become party 1o this Protocol where the foIlowmg condmons are
" fulfilled: . A

(:) at least one of the member States of that orgamzatzon
isda party to the Paris Conventlon for the Protectron
of Industrial Property;

(ii) that. orgamzatton has a ‘regional Office for the purposes
of registering marks with effect in the territory of the -
organization, provtded that such Office is not the. sub-
Ject of a .notification under Article 9"'"" ‘

{connnued on page 6I}
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(2} Any State or organization referred to in paragraph (1 ) may

_ 'slgn ‘this Protocol. Any such State or organization may, if it has -

* signed this Protocol, deposit an instrument of ratification, accep-

tance or approval of this Protocol or, if it has not signed this
Protocol, deposit an instrument of accession to this Protocol

(3) The ‘instruments referred to in paragraph (2) shaII be L

depos:ted wuh the Dlrector General.

(4)(a) This Prolocol shall enter into force three ‘months after -
_ four instruments of ratification, acceptance, approval or acces-
" .sioft have been deposited, provided that at least one of those in-
 struments has been deposited by a country party to the Madrid::
-(Stockholm) Agreeme..t and at least one other of those instruments -
has been deposited by a State not party to the Madrid (Stockholm)
.-..Agreement or by any of the orgamzanons referred to in para- ‘

' gfaph (1)(b). ’

. (b) With respect to any other State or orgamzanon referred to

“in paragraph (1), this Protocol shall enter into force three months 5
afler the date on which its ratification, acceptance, approval or
" -accession has ‘been notified by the Dtrector General '

(5) An y Slale or orgamzanon referred toin paragraph ( 1) may,
 when_depositing its instrument of ratification, acceptance or
approval of, or accession to, this Protocol, .declare that the
protection resulting from any international reglstratzon effected

under this Protocol before the date of entry into_force of thzs '
Protocol with respect to zt cannot be extended to it. - o

{continued on page 63}
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_' Article' 15
De}iunciatioh 7
(1} This Pro!ocoi .fhali ‘remain in forc-e" without limitation a_s
to time. .

(2) Any Contractmg Party may denounce this Protocol by
'nouf cat:on addressed to the Dzrectar General.

) o . T SN (contmued on page 65)‘ -
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(3) Denunciation shall take effect one year after the day on which
the Dtrector General has received the notification. :

{4) The nght of denunczatlon provided for by this Article shall
not be exercised by any Contractmg Party before the expiry of

five years from the date upon which this Protocol entered mto' R

: force ‘with respect to that Contractmg Party.

- {3)a)y Where a mark is the subjecl of an mlerna(xonal registra-~ -

tion havmg effect in the denouncing State or intergovernmental
organization at the date on which the denunciation becomes effec-
. tive; the holder of such reg:stranon may file an application Sfor
- the regzstratlon of the same mark with lhe Office of the denounc- -
.ing State or intergovernmental organization, which shall betreated - .
- as-if it had been filed on the date of the mtemaﬂonal regz.strauon .

- N accordmg to Article 3(4) or on the date -of recordal of the ter-

" ritorial extension according to Article 3*(2) and, .if -the interna-
tional registration enjoyed pr:onty, enjoy the same pnorrty, N
} prowded that . . .

_{i) such apphcanon is filed wnhm two years from the dare_
on wiuch the denuncmtzon became ej'fecnve,j

(u) the goods and serv:ces hsted in the app!:canon are in .
Jact covered by the Ixst of goods and services contained
-in the international registration in'respect of the denounc- _
ing State or mtergovemmental orgamzanon, and

(m) such appl:caaon compl:es w:th all the requ:rements of o
the applicable law; mcludmg the reqwrements concern- '
mg Jees. - S -

(b) The provmons of subparagraph (a) shall also apply in respect .

of any mark that is the subject of an mternanonal registration - -

" having. effect in Contracting Parties- other than the. denouncing
State or intergovernmental organization at the date on which denun--
ciation becomes éffective and wkose holder, because of the denun- '

- ciation, is no longer enmled to f Ie mlemauanal appl:canons under
"' Arncle 2(1) . .

L(cor;u’nued on .’page‘iﬂ) '
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Article 16 -
.Signature; 'Languages; Depositary .Functidns o

(1)(a) Thts Prorocol shall be srgnea' in a smgle copy in the
Enghsh ‘French and Spanish languages, and ‘shall be deposited
with the Director General when it ceases to be open for signature
at Madrid. The texts in- lhe three Ianguages shall be equally

: authentlc ) .

(b) Official texts of this Protocol shall be estabhshed by the .

. . Director General, after consultation with the interested govern-
ments and organizations, in the Arabic, Chinese, German, Italian, -

- Japanese, Portuguese and Russian Ianguages, and in such other -
Ianguages as the Assembly may designate, .

(2) This Protocol shall remain open for szgnature at Madnd o
_ until -December 31, 1989. . :

(3) The Director General shall transmit two copies, cernf:ed by
‘the Government of Spain, of the signed texts of this Protocol to

-all States and mtergovemmental orgamzat:ons that may become o

party to lhls Protocol

- (4) The Director General shall regtster this Prolocol wuh the
Secretaruzl of the United Nat:ons

- (5) The Director General shall notify all States and mternalronal
orgamzatwns that may become or are party to this Protocol of
- signatures, dépoSits,of instruments of ratification,” acceptance, -
" _approval or accéssion, the entry into force of this Protocol and
any amendment thereto, any notification of denuncaat:on and any
declaranon prowded for in this Protocol :
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